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THE INTERNATIONAL STANDARDS PROBLEM ON COMMON 
NAMES FOR PEST - CONTROL CHEMICALS* 


By J. E. Archer** 


The international aspect of common names for pest control 
materials adopted by Committee K62 of the American Standards 
Association is very important. It is not uncommon for a person 
in a foreign country to obtain trademark registration for a word 
accepted as a common name here in the U.S. Mr. Archer’s paper 
clearly points out this difficulty. It might be possible to obtain 
the cooperation of the World Health Organization to publish com- 
mon names of pesticides in the same manner that they treat 
common names of drugs. Another suggestion would be for the 
American Standards Association to register the name in foreign 


countries. 
Greorce W. Frero*** 


The desirability of making common names for pest-control 
chemicals uniform throughout the world is obvious. However, 
the establishment of a common name which will be acceptable is 
not as easy as might be supposed. First of all, it is desirable 
that the common name be one which will be acceptable to those 
speaking different languages. It should also be one which com- 
plies with the general standards which have been devised by 
technical people so that it will not be misleading and so that, if 
possible, it will be suggestive of the type of chemical compound 
to which it pertains. 


*This paper was presented before the Fifth National Conference on Standards 
sponsored by the American Standards Association at the Roosevelt Hotel, New York, 
November 1954. 

** Director of the Patent Department, American Cyanamid Company, Stamford, 
Connecticut. 

*** Dr. Fiero of the Esso Standard Oil Company is USTA representative to the 
ASA Committee on Common Names for Pest Control Chemicals. 
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United States Trademarks 


Once these obstacles have been surmounted, and a suitable 
name has been selected, it is necessary to investigate its avail- 
ability for use in the United States. To do this, a trademark 
search must be made to determine whether or not the use of the 
proposed common name would infringe on any existing trademark 
rights. At this stage the opinion of legal counsel must resolve 
any problems. It is not always easy to determine the scope and 
effect of existing trademark rights, and unless the situation is en- 
tirely clear, the name selected as a common name for an insecticide 
or other pest-control chemical may be held to infringe trademark 
rights at any time if those trademark rights existed prior to the 
adoption of the common name. Thus we see the importance of 
being as sure as possible at the outset that there is no conflict 
between a common name and a trademark. 


Foreign Trademarks 


In addition to the U.S. problem, there are over 150 countries 
having trademark systems, each of which may differ from each 
of the others in some respect. It is conceivable that a particular 
trademark might be registered in one or a few of these countries, 
but it is obviously impossible to determine with any degree of 
certainty whether a particular name which is to be used on a 
pest-control chemical will be free of trademark rights in each and 
every country of the world. If it is anticipated that a product 
will be sold in substantial volume, trademark investigations on 
this product should be conducted in the important markets of the 
world. It is only in this way that a reasonable degree of safety 
ean be attained in the selection of a common name for world- 
wide use. 


Importance of Common-Name Registration 


Having determined satisfactorily that a particular name is 
probably available for world-wide use, a decision should then be 
made whether or not trademark protection should be obtained to 
prevent the adoption and registration of that common name by 
others. In many foreign countries there does not appear to be 
any means short of registration to prevent such adoption. In 
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the United States, Great Britain, and a few other countries it is 
possible to deposit a statement with the administrative tribunal 
having jurisdiction over trademark registrations indicating that 
a particular name has been selected as a common name for a 
particular product such as a pest-control chemical. This will 
probably prevent the registration of the name by anyone else, with 
the possible rare exception that someone who may have had prior 
use will attempt subsequently to establish his rights. It is to be 
noted that in the countries whose legal systems follow the common 
law of the United States and England, the prior user generally 
has superior rights to anyone who comes later whether with regis- 
tration or not. You must also realize that a trademark search is 
not necessarily complete, since it covers only existing trademark 
registrations and those trademarks which are shown in readily 
available business directories and the like. Sometimes a trade- 
mark is in use for a long while, yet no registration is obtained, 
and the trademark does not appear in directory listings. In a 
situation of this kind the indication that a trademark is to be 
regarded as the generic or common name will be entirely ineffective 
against the prior user. 


Different Countries — Different Trademark Laws 


In many countries of the world, it is possible to register a 
trademark without regard to the use thereof, and the prior user 
may have little or no rights against the registrant. In many 
foreign countries it is necessary to show that a word has become 
common or generic in the particular country in question in order 
to prevent registration. While the particular word or term might 
have become generic in the United States by widespread use and 
publicity, this might not be true in a foreign country. It is there- 
fore often very difficult to show that a term has become generic 
in a foreign country where it has not been well established on a 
commercial basis. 


On the other hand, when a product has been established com- 
mercially in the United States and is widely publicized, this 
information finds its way very quickly into foreign countries 
where unscrupulous parties can proceed with the registration of 
the name adopted in the United States, and there is nothing that 
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can be done about it later, except to purchase the rights from the 
owner-registrant. Even when a term has become generic in many 
countries, there is no mechanism to prevent the registration, and 
it is for this reason that the only safe way to protect a common 
name in foreign markets is to file application for registration 
where potential business warrants the expense. 


United States Registration 


By using a name which is to be ultimately used as a common 
name as a trademark, registration in the United States can be 
effected. This is believed to be the best way to protect a trade- 
mark for ultimate use as a common name since if an application 
is filed early there is an opportunity for anyone to object if he 
has any trademark rights which would be infringed upon. Fur- 
thermore, publication of the trademark puts everyone on notice 
of its existence and hence everyone will be inclined to avoid the 
adoption of trademarks which would be similar. Very often 
trademark rights exist in fields which are related in a distant way 
but are not directly in the field of pest-control chemicals. In such 
situations the owners of such trademark rights might never become 
acquainted with the proposed common name until long after its 
adoption. On the other hand, at that time the owner of such 
trademark rights might attempt by legal means to prevent the 
use of the previously adopted common name and could, in some 
cases, be successful. 


Registration in the United States is sometimes an advantage 
in obtaining registration in foreign countries, and in a few cases, 
is actually required. 


Proposals for Establishment of Common Names 


The U.S. committee for ISO/TC 81 has set up proposals for 
the establishment of common names. These are being considered 
by various member countries who are also making suggestions. It 
is hoped that a satisfactory system can be evolved in the near 
future. The best solution to this problem would be the establish- 
ment of some sort of international convention which would provide 
some means by treaty among the various member nations for the 
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protection of common names. This could provide for the publi- 
cation of proposed common names with a time for opposition 
based on existing trademark rights. Thereafter, if no oppositions 
were filed, the common name could take precedence over past or 
future trademark rights. This is a long-range proposition, and it 
will take considerable time and effort to get anything of this sort 
adopted. Since, without the sanction of treaties, our ideas will 
have no effect on the laws and officials of some countries, we are 
helpless unless we adopt the defensive principle of registering 
common names, as suggested heretofore. 


The ASA Sectional Committee K62 on common names for 
pest-control chemicals, in their proposal for the adoption of com- 
mon names by the ASA, have included a requirement that the 
sponsor of a proposed common name must certify that a search 
has been conducted and findings submitted to verify the absence 
of conflicts with existing trademarks or common names for other 
chemicals. As far as the adoption of common names for inter- 
national use is concerned, some additional evidence should be 
submitted to show that the common name is suitable for use in 
one or perhaps a few of the principal countries where the product 
will likely find widespread use or be manufactured commercially. 
Thus, it might be well to require that trademark searches be made 
in Great Britain, Germany, Japan, and possibly in France and 
Italy, highly industrialized nations, having well-developed indus- 
tries. It might also be desirable to include Belgium, since trade- 
marks are issued without examination in that country, and many 
conflicting trademarks may be found in this way which would not 
appear so soon, or even at all, in those countries where trademark 
applications are subject to examination. The cost of a trademark 
search in any one foreign country is ordinarily about $15.00, and 
therefore it does not seem too burdensome to require investigations 
in a reasonable number of countries in order to avoid the possi- 
bility that the common name selected will run into difficulties if 
there is an attempt to use it on an international basis. It is 
probable that any conflicting trademark will have been registered 
in the highly industrialized countries and also that there will be 
no conflicting trademark registered in the less industrialized 
countries. 
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It is believed that the manufacturer or sponsor who desires to 
have a common name accepted everywhere should make a more 
extensive investigation of the availability of the name in all of 
the countries where the potential market will justify the expense. 
However, this need not be a requirement for acceptance of a 
common name as an international, non-proprietary name if the 
more limited investigation suggested heretofore has been com- 
pleted. In this field, as in many others, each step in the procedure 
can best be accomplished after all of the preceding steps have 
been completed. Obviously, there must be some compromise in 
order to have a common name accepted in a reasonable length 
of time. 


While it is assumed that all reputable manufacturers who 
wish to have a common name accepted and who obtain trademark 
registrations for defensive reasons will employ those registrations 
with a high degree of ethics, nevertheless, it would seem desirable 
that each sponsor of a common name be required to give a com- 
mitment in advance that the trademark will not be enforced against 


anyone who employs the trademark as a designation for the pure 
chemical product on which its use is intended. 


Conclusion 


There is no ideal solution to the problem of obtaining the 
acceptance of a common name for a product on a world-wide basis. 
However, with the help of the ASA Sectional Committee K62 and 
the work of ISO/TC 81, it is believed that a great deal of the 
difficulties encountered in the past can be overcome. 
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THE PROTECTION AFFORDED LITERARY AND CARTOON CHAR- 
ACTERS THROUGH TRADEMARK, UNFAIR COMPETITION, AND 
COPYRIGHT. * 


The Lone Ranger has entertained the public on radio and 
television, and in comic strips, books, and motion pictures, and has 
lent his name to a variety of articles of merchandise and a chil- 
dren’s club. With the numerous entertainment media now avail- 
able, he and other popular cartoon and literary characters have 
assumed the proportions of a major business. Correspondingly, 
the likelihood of misappropriation of such characters, or of their 
names, has greatly increased. But an author seeking protection 
for the character he has created finds the law confused and un- 
certain as to the extent of the protection it will afford. 


In the effort to secure an author against appropriation of the 
character he has created and the name he has given it, courts have 
employed the law of trademark, unfair competition, and copyright. 
Under the common law doctrine of ‘‘unfair competition,’’ a per- 
son who establishes a trade name or symbol as the means by which 
the public identifies his goods may obtain damages and an injunc- 
tion against another who sells products under that symbol or 
name. The goods involved may be literary or artistic works. 
Relief from such a practice will be granted if the plaintiff shows 
that the public associates the trade name with his product, that 
use of the name by another will deceive the public as to the source 
of the goods sold, and that he will be injured thereby. The com- 
mon law protection has been supplemented by federal trademark 
legislation,* which provides for the registration of identifying 
symbols and enables the registrant to enjoin the use of his mark 
by proving that there is a likelihood of public confusion as to 
source.* Copyright law, however, is concerned with quite another 


*Reprinted by permission from the Harvard Law Review, December 1954, 

1. See Lone Ranger, Inc. v. Currey, 79 F. Supp. 190, 192-93 (38 TMR 891) (M.D. 
Pa. 1948). 

2. See Comment, 40 Cauir. L. Rev. 571-78 (1952); Chafee, Unfair Competition, 
53 Harv. L. Rev. 1289, 1291-98 (1940); Developments in the Law—Unfair Competition, 
46 Harv. L. Rev. 1171-73 (1933). 

3. 60 Star. 427 (1946), 15 U.S.C. §§1051 et seg. (1952). 

4. Section 32, 60 Srat. 437 (1946), 15 U.S.C. §1114 (1952), prohibits such a use as 
“is likely to cause confusion or mistake or to deceive purchasers as to the source 
of origin of such goods or services.” See Note, 66 Harv. L. Rev. 1094, 1094-98 
(1953); Schechter, The Rational Basis of Trademark Protection, 40 Harv. L. Rev. 
813, 813-27 (1928). 
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matter. Rather than afford remedies against one who passes off 
his own work as that of another by use of another’s symbol, it 
provides protection against those who appropriate another’s work 
and present it as their own. 


Trademark 


Registration under the Lanham Act® grants only a limited 
degree of protection to literary and cartoon characters. Since 
the function of trademarks is to provide sufficient identification 
for products or services,’ rather than to protect the owner from 
appropriation of the product or service itself, the Commissioner 
of Patents has refused to permit the registration of a character 
as such.” But if a particular portrayal of a cartoon character 
does serve to identify a work, for instance in the manner that 
the ‘‘diving girl’’ marks a popular brand of bathing suit, such a 
figure would fall within Section 45, which specifically defines trade 
and service marks to include symbols.* The trademark ordinarily 
used in the case of a literary or cartoon character, however, is 
the character’s name, and registration will prevent the use of that 
or a similar name for the identification of other literary works 
or cartoons.’ In the Lone Ranger cases,” the courts enjoined not 
only the use of the trademark THE LONE RANGER on the apparel 
and equipment of an actor impersonating the character, but also 
the act of impersonation itself. The court’s precise reasoning is 
unclear, but the injunction may have been based on trademark 


5. 60 Srar. 427 (1946), 15 U.S.C. §§1051 et seg. (1952). 

6. Section 45 of the Act defines “trade-marks” to include “any word, name, 
symbol, or device . . . used by a manufacturer or merchant to identify his goods and 
distinguish them from those manufactured or sold by others” and “service marks” 
to include any mark “used in the sale or advertising of services to identify the services 
of one person and distinguish them from the services of others ...” 60 Srar. 443 
(1946), 15 U.S.C. §1127 (1952). Section 3 of the Act provides that “service marks 
used in commerce shall be registerable, in the same manner and with the same effect 
as are trade-marks...” 60 Sratv. 429 (1946), 15 U.S.C. §1053 (1952). 

7. Ex parte Carter Publications, Inc., 92 USPQ 251, 93 USPQ 105 (42 TMR 342) 
(Comm’r of Patents 1952) (3 cases). Registrant was apparently trying to gain perpetual 
trademark protection for the puppets which appeared on a television show. 

8. 60 Srar. 443 (1946), 15 U.S.C. §1127 (1952). See Jantzen Knitting Mills v. 
Spokane Knitting Mills, Inc., 44 F.2d 656 (20 TMR 424) (E.D. Wash. 1930). 

9. NEA Service, Inc. v. Anglo-American Publishing Co., 76 USPQ 230 (Comm’r 
of Patents 1948). The Commissioner refused to register RED ROVER as being too similar 
to the previously registered mark RED RYDER. See Crime Confessions, Inc. v. Fawcett 
Publications, Inc., 139 F.2d 499 (C.C.P.A. 1943). 

10. Lone Ranger, Inc. v. Coz, 124 F.2d 650 (32 TMR 97) (4th Cir. 1942); Lone 
Ranger, Inc. v. Currey, 79 F. Supp. 190 (38 TMR 891) (M.D. Pa. 1948). 
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infringement." Such an extension of the scope of protection 
afforded by trademark seems inconsistent with the Commissioner’s 
refusal to allow registration of characters as such, as opposed to 
names or symbols, and a departure from the intended scope of 
the Lanham Act. 


Under earlier legislation a further problem existed when the 
creator of a character sought protection under trademark law, 
even when he requested relief from the use of his character’s name 
only, rather than the character itself. At that time a defendant 
was guilty of infringement only if he used another’s trademark 
to identify goods with ‘‘substantially the same descriptive prop- 
erties’’ as those of the registrant.** This requirement led one 
court to refuse to enjoin the use of the name NICK CARTER in the 
title of a motion picture, although it was a registered mark that 
had been used on a number of stories.** The court held that the 
stories and the motion picture were not goods of a similar nature. 
Thus there was little chance that the public would confuse the two 
products. While the test was not often applied so strictly, the 
protection afforded by prior law, especially in the entertainment 
field, was insufficient. Since the public expects a popular character 
to appear in a variety of situations and media, and has come to 
expect his name to be used in the advertising of commercial 
products, it would seem that any use of the registered name in 
the entertainment field, as well as on articles of merchandise with 
which the character in question might be associated, would be 
likely to confuse the public as to the origin of the products in- 
volved. The present statute has probably eliminated the problem 
by imposing liability wherever the use of a mark might create 
confusion as to the source of products, and discarding the ‘‘ goods 
of a similar nature’’ requirement. 


The protection afforded by trademark is indefinite in duration 
if the proper renewal procedure is followed and the mark is con- 


11. It is more likely that these cases were based on unfair competition, though 
mm have apparently assumed otherwise. See, e.g., 27 Cornett L.Q. 144 
(1941). 

12.33 Srar. 728 (1905). See Note, 66 Harv. L. Rev. 1094, 1095 (1953). 

13. Atlas Mfg. Co. v. Street ¢ Smith, 204 Fed. 398 (3 TMR 259) (8th Cir.), 
appeal dismissed, 231 U.S. 348, cert. denied, 231 U.S. 755 (4 TMR 1) (1913). 

14. See Note, 66 Harv. L. Rev. 1094, 1095 (1953). 
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tinued in use.’* Copyright protection, however, is limited in 
duration to fifty-six years.*° Thus the problem arises whether the 
protection given by the Lanham Act to a registered name will 
continue after the copyright on the work to which it is attached 
has expired and the work has become part of the public domain. 
In view of the fact that the Lanham Act is unqualified in its pro- 
visions for renewal of trademark protection, there would seem to 
be no reason to distinguish between cases where the work iden- 
tified by a trademark is copyrighted and those where it is not, 
affording indefinite trademark protection in the latter case, while 
terminating it after fifty-six years in the former case merely 
because additional protection was obtained through copyright.” 
Of course, if trademark protection does continue after expiration 
of the copyright, it will protect only the name. 


Unfair Competition 


The creator of a literary or cartoon character has often turned 
to the theory of unfair competition to achieve protection from the 
unauthorized use of the character’s name. It seems clear that if 
the title of a novel or play has acquired a secondary meaning 
through the work’s popularity, and another novel or play is pro- 
duced with the same title in an effort to pass off the latter work 
as the former, a court will grant an injunction on the basis of the 
common law doctrine.** The same result will follow where the 
name of a character forms an important part of the title to the 


15. While §8, 60 Srar. 431 (1946), 15 U.S.C. $1058 (1952), provides that each 
certificate of registration shall remain in force for only twenty years, and shall be 
cancelled after six years unless the registrant files an affidavit showing that the mark 
is still in use or explaining its nonuse, §9, 60 Star. 431 (1946), 15 U.S.C. §1059 (1952), 
allows an indefinite number of renewals. 

16. 17 U.S.C. §24 (1952). The copyright lasts for twenty-eight years from the 
date of first publication, and is renewable for twenty-eight more years. 

17. Some support for this view is given by a recent decision allowing, on analogous 
reasoning, the registration of a design, formerly patented, after the patent had ex- 
pired. Ex parte Caron Corp., 22 U.S.L. Week 2433 (44 TMR 336) (Comm’r of Patents 
March 2, 1954). 

18. For example, injunctions were granted in Photoplay Publishing Co. v. LaVerne 
Publishing Co., 269 Fed. 730 (10 TMR 102) (3d Cir. 1921); National Picture Theatres, 
Inc. v. Foundation Films Corp., 266 Fed. 208 (10 TMR 385) (2d Cir. 1920); Estes v. 
Williams, 21 Fed. 189 (C.C.S.D.N.Y. 1884). And they were denied because of failure 
to establish secondary meaning and public deception in Manners v. Triangle Film 
Corp., 247 Fed. 301 (8 TMR 180) (2d Cir. 1917); International Film Service Co. v. 
Associated Producers, Inc., 273 Fed. 585 (11 TMR 238) (S.D.N.Y. 1921); Street ¢ 
Smith Publications, Inc. v. Phantom Detective, Inc., 148 Mise. 897, 266 N.Y. Supp. 26 
(23 TMR 486) (Sup. Ct. 1933). See Oberst, Use of the Doctrine of Unfair Competition 
to Supplement Copyright in the Protection of Literary and Musical Property, 29 Ky. 
L.J. 271, 274-78 (1941). 
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original work and is used either in the title of the imitative work 
or for the purpose of advertising it.*° And even when the char- 
acter does not appear in the title itself but has acquired a popular 
significance independent of the particular work, it would seem 
that the author should be able to prevent the use of the name by 
another in such a way as to lead the public to associate the new 
work with the original. 


In order to obtain injunctive relief on grounds of unfair com- 
petition, a primary requirement is that the plaintiff have a greater 
right than the defendant to the title or name in dispute.” If he 
has a copyright on the work which the title identifies, his greater 
right to the title is established, although of course he must still 
prove impending public deception and economic injury for injunc- 
tive relief. Frequently the courts specifically base the finding of 
a greater right on the presence of the copyright,” but in some 
cases the relation between the two is not made explicit. The only 
distinction that can be drawn between the cases involving FRANK 
MERRIWELL,” where the court enjoined the use of the character’s 
name in the title of a movie, and nick carRTER,”* where the court 
refused an injunction, is that nick caRTER was not explicitly found 
to be the title of a copyrighted work, although the injunction was 
not expressly denied on that ground. The implication is that pro- 
tection of the work through copyright is a prerequisite to protec- 
tion of the title through the law of unfair competition. It would 


19. E.g., Warner Bros. Pictures, Inc. v. Majestic Pictures Corp., 70 F.2d 310 
(24 TMR 263) (2d Cir. 1934); Prouty v. National Broadcasting Co., 26 F. Supp. 265 
(29 TMR 136) (D. Mass. 1939); Patten v. Superior Talking Pictures, Inc., 8 F. Supp. 
196 (24 TMR 550) (S.D.N.Y. 1934); Paramore v. Mack Sennett, Inc., 9 F.2d 66 (S.D. 
Cal. 1925); Hopkins Amusement Co. v. Frohman, 202 Ill. 541, 67 N.E. 391 (1903). 
But cf. Atlas Mfg. Co. v .Street & Smith, 204 Fed. 398 (3 TMR 259) (8th Cir.), appeal 
dismissed, 231 U.S. 348, cert. denied, 231 U.S. 755 (1913). 

20. See Walt Disney Productions, Inc. v. Souvaine Selective Pictures, Inc., 98 
F. Supp. 774 (41 TMR 826) (S.D.N.Y.), aff’d per curiam, 192 F.2d 856 (42 TMR 30) 
(2d Cir. 1951); Glaser v. St. Elmo Co., 175 Fed. 276 (C.C.S.D.N.Y. 1909). In both 
cases injunctions were denied because defendant had as great a right to the use of the 
title as did plaintiff and no secondary meaning had attached to the title as referring 
especially to plaintiff’s work. 

21. See Prouty v. National Broadcasting Co., 26 F. Supp. 265 (29 TMR 136) 
(D. Mass. 1939); Patten v. Superior Talking Pictures, Inc., 8 F. Supp. 196 (24 TMR 
550) (S.D.N.Y. 1934); Paramore v. Mack Sennett, Inc., 9 F.2d 66 (S.D. Cal. 1925). 
It is quite clear, however, that titles in themselves are not copyrightable. See, e.g., 
Becker v. Loew’s, Inc., 133 F. 2d 889, 891 (7th Cir.), cert. denied, 319 U.S. 772 (1943); 
Glaser v. St. Elmo Co., 175 Fed. 276, 278 (C.C.S.D.N.Y. 1909); Note, 15 Norre DamME 
Law. 331, 340-45 (1940). 

22. Patten v. Superior Talking Pictures, Inc., supra note 21. 

23. Atlas Mfg. Co. v. Street & Smith, 204 Fed. 398 (3 TMR 259) (8th Cir.), 
appeal dismissed, 231 U.S. 348, cert. denied, 231 U.S. 755 (4 TMR 1) (1913). 
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seem to follow that when the copyright expired, protection of the 
title on grounds of unfair competition would also expire,* although, 
as is indicated above, trademark protection would probably con- 
tinue if the name had been registered. 


But even if the plaintiff does not have a greater right than 
the defendant to the use of the name, it would seem that its use 
by another should be enjoined to the extent necessary to prevent 
deception of the public, if the public identifies the name with the 
plaintiff’s product and the resulting deception is likely to be 
highly injurious. Thus a court has enjoined use of the name 
WEBSTER’S on a dictionary, although the copyright on the original 
had expired, to the extent necessary to insure that the public knew 
which dictionary it was buying.” While the same might be true 
in the field of entertainment, there would not appear to be many 
occasions when the deception would be harmful. 


It is uncertain whether actual competition is a requisite for 
obtaining an injunction on grounds of unfair competition. The 
court in the NICK CARTER case” assumed that it was and based its 
denial of relief partly on the ground that the offending movie could 
not be in competition with the stories. However, since any popular 
hero is likely, and expected by the public, to find expression in 
varied media, the use of a character’s name in any other branch 
of the entertainment field should be enjoined.” More difficulty 
arises in the case of the sale of merchandise, such as dolls, under 
the name of a well-known fictional character where the owner 


24. See Paramore v. Mack Sennett, Inc., 9 F.2d 66, 67-68 (S.D. Cal. 1925). 

25. G. & C. Merriam Co. v. Ogilvie, 159 Fed. 638 (1st Cir.), cert. denied, 209 
U.S. 551 (1908). Analogously, the courts appear to allow the free use of a design 
after the design patent on it has expired even if the design has acquired a secondary 
meaning, if it is not probable that the public will be deceived thereby. General Time 
Instruments Corp. v. United States Time Corp., 165 F.2d 853 (38 TMR 172) (2d Cir.), 
cert, denied, 334 U.S. 846 (1948); Zangerle §& Peterson Co. v. Venice Furniture Novelty 
Mfg. Co., 133 F.2d 266 (7th Cir. 1943). 

26. Atlas Mfg. Co. v. Street ¢ Smith, 204 Fed. 398 (3 TMR 259) (8th Cir.), 
appeal dismissed, 231 U.S. 348, cert. denied, 231 U.S. 755 (4 TMR 1) (1913). 

27. See National Picture Theatres v. Foundation Films Corp., 266 Fed. 208 (10 
TMR 385) (2d Cir. 1920); Prouty v. National Broadcasting Co., 26 F. Supp. 265 (29 
TMR 136) (D. Mass. 1939); Patten v. Superior Talking Pictures, Inc., 8 F. Supp. 
196 (24 TMR 550) (S.D.N.Y. 1934); Paramore v. Mack Sennett, Inc., 9 F.2d 66 
(S.D. Cal. 1925); cf. Lone Ranger, Inc. v. Cox, 124 F.2d 650 (32 TMR 97) (4th Cir. 
1942); Lone Ranger, Inc. v. Currey, 79 F. Supp. 190 (38 TMR 891) (M.D. Pa. 1948). 
In Prouty v. National Broadcasting Co., supra, the court, instead of finding that there 
was competition between plaintiff’s novel and defendant’s radio program, held that 
since the use of the name was a fraud on the plaintiff and would deceive the public, 
direct competition was unnecessary. 
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himself has not entered the field. Although it is clear that the 
character and the doll do not compete in the same market, the 
public may still be deceived as to the source of the doll since it 
may believe that the owner has entered the field himself. And it 
has been held that the prospect of competition through the owner’s 
entering the new field is sufficient to support a suit for an injunc- 
tion if the entry is imminent.* Further, since the value of the 
character lies in its popularity, it would appear that the owner 
has a legitimate interest in preventing the sale of goods of inferior 
quality under the character’s name. Even if the public were not 
deceived as to the source, the popularity of the name would be 
diminished through unfavorable publicity.*® Moreover, it is argu- 
able that any use of the name, even on goods not of an inferior 
quality, would tend to decrease its popularity by lessening its 
novelty.” 


The requirement of public confusion as to source has been 
applied in a unique way to deny an injunction where it was claimed 
that the defendant had appropriated the plaintiff’s cartoon strip 


rather than the name of the strip’s central character. The court 
in National Comics Publications, Inc. v. Fawcett Publications, 
Inc.” reasoned that since the public was interested in such ‘‘silly’’ 
characters only for their entertainment value and cared little for 
their source, there could be no meaningful claim of public decep- 


28. Patten v. Superior Talking Pictures, Inc., supra note 27. Defendant was 
enjoined from using the name on his motion picture though plaintiff only intended 
to make one himself, on the ground that plaintiff should be protected from the use 
of the name “by a prospective if not actual competitor.” But cf. General Baking 
Co. v. Goldblatt Brothers, Inc., 90 F.2d 241 (27 TMR 421) (7th Cir.), cert. denied, 
302 U.S. 732 (1937). 

29. See Triangle Publications, Inc. v. Rohrlich, 167 F.2d 969 (38 TMR 516) 
(2d Cir. 1948); Hanson v. Triangle Publications, Inc., 163 F.2d 74 (37 TMR 645) 
(8th Cir. 1947), cert. denied, 332 U.S. 855 (1948). The use of the name SEVENTEEN 
was enjoined in the sale of dresses and girdles respectively on what has been termed a 
confusion of sponsorship theory See Note, 66 Harv. L. Rev. 1094 (1953). Such a 
theory would appear particularly applicable in the case of names that have become 
popular in the entertainment field, since sponsorship of merchandise is expected. 

30. See Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543 (37 TMR 41) (D. Mass. 
1947). Especially in the case of a BLUE RIBBON tradename, it has been proposed that a 
“dilution” theory of protection be applied on the ground that any use of such a name 
tends to decrease its uniqueness and consequently its selling power. See Oates, Relief 
in Equity against Unfair Trade Practices of Non-Competitors, 25 Inu. L. Rev. 643, 
668-70 (1931). It has also been suggested that while a dilution theory should be 
applied to trademarks, the requirement of competition should be retained in this area. 
rer a Unfair Competition Without Competition?, 95 U. or Pa. L. Rev. 443 

1947). 
31. 191 F.2d 594 (2d Cir. 1951), opinion clarified, 198 F.2d 927 (2d Cir. 1952). 
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tion.** Although a strict application of the public deception re- 
quirement leads to such a result, the distinction between ‘‘silly”’’ 
characters, in which the public does not maintain a sufficient 
interest to care about source, and other characters, in which it 
does, seems unsatisfactory because it depends on a difficult sub- 
jective evaluation of the character. And most courts appear to 
assume that there is a public interested in the source of the work 
in question, thus giving more independent legal effect to the 
economic injury to the plaintiff caused by diversion of his readers. 


The result in this case may be justified on the ground that 
plaintiff’s remedy lay solely in a suit for copyright infringement. 
The claim was that defendant had appropriated the work, not its 
name, and it would seem that the better approach is to restrict 
unfair competition to the prevention of misleading uses of trade 
names. Unfair competition has been extended on some occasions, 
however, to provide protection against the appropriation of a work 
itself and its sale under a new name. In the leading case of 
International News Service v. Associated Press* the Supreme 
Court enjoined defendant from copying plaintiff’s news bulletins 
and selling them under its own name. Although the doctrine of 
the case has often been severely restricted, it has nevertheless 
had a limited application in the field of literary characters.* But 
while there may be a strong inclination to prevent the appro- 
priation of the work or idea of another, it would seem that the 
protection of originality should be left entirely to the law of 
copyright. The policy in favor of protecting literary work— 


32. “In the case of these silly pictures nobody cares who is the producer—least 
of all, children who are the chief readers; the ‘strips’ sell because they amuse and 
please, and they amuse and please because they are what they are, not because they 
come from ‘Detective’.” 191 F.2d at 603. 

33. 248 U.S. 215 (1918). 

34. That is especially so in the Second Circuit. See, ¢.g., National Comics Publi- 
cations, Inc. v. Fawcett Publications, Inc., 191 F.2d 594, 603 (2d Cir. 1951); Cheney 
Brothers v. Doris Silk Corp., 35 F.2d 279 (19 TMR 491) (2d Cir. 1929). See Callmann, 
He Who Reaps Where He Has Not Sown: Unjust Enrichment in the Law of Unfair 
Competition, 55 Harv. L. Rev. 595, 595-96 (1942); Chafee, supra note 2, at 1309-15. 

35. Fisher v. Star Co., 231 N.Y. 414, 1382 N.E. 133 (11 TMR 333), cert. denied, 
257 U.S. 654 (1921); Archie Comic Publications, Inc. v. American News Co., 125 
N.Y.S.2d 919 (Sup. Ct. 1953); ef. Lone Ranger, Inc. v. Cox, 124 F.2d 650 (32 TMR 
97) (4th Cir. 1942); Lone Ranger, Inc. v. Currey, 79 F. Supp. 190 (38 TMR 891) 
(M.D. Pa. 1948). In the Archie Comic case, supra, however, the tests applied by the 
court where those of copyright law. 

36. See National Comics Publications, Inc. v. Fawcett Publications, Inc., 191 F.2d 
594, 603 (2d Cir. 1951); Chafee, supra note 2, at 1317-20. But see Callmann, Copy- 
right and Unfair Competition, 2 La. L. Rev. 648 (1940). Special difficulty arises in 
making this distinction when what is imitated is not copyrightable. In Chaplin v. 
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the assurance to the creator that he will be able to realize the 
economic value of his creation—is opposed by considerations in 
favor of freedom in the use, development, and exchange of ideas.” 
At common law, the latter prevailed and protection of a work 
ceased on its publication.** The copyright statutes represent a 
legislative determination that a degree of monopoly should be 
given an author, but that its extent should be strictly prescribed. 
Under the current federal statute*® a work is protected only if it 
is registered and notice of copyright is given on each item pub- 
lished; all protection ceases after fifty-six years. It would seem 
an undue interference with legislatively determined policies for the 
courts, through interjection of a concept resembling unjust enrich- 
ment, to extend a monopoly, granted to an author by the legis- 
lature, beyond its specified limits and thereby to restrict the 
circulation of novel ideas. The clearest judicial refusal so to 
extend the doctrine of unfair competition is the ‘‘Raggedy Ann’’ 
case,*® where the producer of a ‘‘Raggedy Ann’’ doll brought suit 
against the producer of another very similar doll, sold under the 
name ‘‘Raggedy Andy.’’ The court enjoined only the use of the 
name, refusing to enjoin the production of the doll itself. 


Copyright 


It is generally stated that statutory copyright protects not 
an ‘‘idea’’ but only its ‘‘expression.’’** The imprecision and am- 


Amador, 56 Cal. App. 358, 269 Pac. 544 (1928), 2 So. Cauir. L. Rev. 194, the court 
enjoined the imitation of the peculiar dress and mannerisms of Charlie Chaplin on 
grounds of unfair competition. These characteristics probably are not copyrightable. 
See Oberst, supra note 18, at 280. But it appears that a copyright on the motion 
pictures in which Chaplin had appeared would prevent the use of unique aspects of 
the character he portrays. 

37. In 1785 Lord Mansfield said that “we must take care to guard against two 
extremes equally prejudicial; the one that men of ability, who have employed their 
time for the service of the community, may not be deprived of their just merits, 
and the reward of their ingenuity and labour; the other, that the world may not be 
deprived of improvements, nor the progress of the arts be retarded. The act that 
secures copy-right to authors guards against the piracy of the words and sentiments; 
but it does not prohibit writing on the same subject.” Sayre v. Moore, 1 East 360 n., 
102 Eng. Rep. 139 n. (K.B.). 

38. Wheaton v. Peters, 8 Pet. 591 (U.S. 1834); Donaldsons v. Beckett, 4 Burr. 
2408, 98 Eng. Rep. 257 (H.L. 1774). 

39. 17 U.S.C. $§1 et seg. (1952). 

40. Gruelle v. Molly-’Es Doll Outfitters, Inc., 94 F.2d 172 (3d Cir. 1937), cert. 
denied, 304 U.S. 561 (28 TMR 153) (1938). 

41. See, e.g., Dellar v. Samuel Goldwyn, Inc., 150 F.2d 612 (2d Cir. 1945), cert. 
denied, 327 U.S. 790 (1946); Dymow v. Bolton, 11 F.2d 690 (2d Cir. 1926); Note, 
33 B.U.L. Rev. 396 (1953); Dougherty, The Protection of Ideas in the Law of Copy- 
right, 18 Ore. L. Rev. 207 (1938). 





384 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


biguity of these terms reflects the basic difficulty in defining the 
extent of the protection copyright affords a work, and Judge 
Learned Hand has stated that any test applied will necessarily 
be vague.” It is clear that an author must put his idea in some 
concrete form before he can secure a copyright, and it is only 
the imitation of that concrete expression which is prohibited.** 
In any given case the court must consider the opposing policies 
of freedom in the use of ideas and protection of the author to 
determine whether enjoining the defendant from drawing as he 
has from the plaintiff’s work will unduly favor one of these factors 
at the expense of the other.“* The current approach is for the 
court to inquire whether the ‘‘ordinary observer’’ would think 
that one work was copied from the other.** Of course, appropria- 
tion of a minor detail should not be sufficient, and a related require- 
ment is that the infringing work must have copied a ‘‘substantial 
portion’’ of the original.“© The appropriated portion, however, 
need not be a large part of the original in volume, provided it is 
relatively important.‘ 


Literary Characters.—Since characters are major elements 
in any literary work, it is clearly relevant in a suit for in- 
fringement to determine whether a character, as well as a plot 
sequence or method of presentation, has been copied from the orig- 
inal.** Thus, use of a similar character of the same name, though 


42. Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930), cert. 
denied, 282 U.S. 902 (1931). It has been suggested that this whole approach should 
be given up and that the test be based on “popularity value.” Umbreit, 4 Consideration 
of Copyright, 87 U. or Pa. L. Rev. 932 (1939). 

43. See, e.g., Bein v. Warner Bros. Pictures, Inc., 105 F.2d 969 (2d Cir. 1939); 
Bowen v. Yankee Network, Inc., 46 F. Supp. 62 (D. Mass. 1942) (common law copy- 
right) ; Comment, 24 So. Cauir. L. Rev. 65, 69-74 (1950). 

( - Chafee, Reflections on the Law of Copyright, 45 Cou. L. Rev. 503, 506-14 
1945). 

45. See, e.g., Funkhouser v. Loew’s, Inc., 208 F.2d 185 (8th Oir. 1953); Kustoff 
v. Chaplin, 120 F.2d 551 (9th Cir. 1941); Shipman v. RKO Radio Pictures, Inc., 
100 F.2d 533 (2d Cir. 1938). 

46. See, e.g., Rush v. Oursler, 39 F.2d 468 (S.D.N.Y. 1930); Alexander v. Theatre 
Guild, Inc., 26 F.2d 741 (S.D.N.Y. 1927), aff'd per curiam, 26 F.2d 742 (2d Cir. 
1928); Stevenson v. Harris, 238 Fed. 432 (S.D.N.Y. 1917); Nimmer, Inroads on 
Copyright Protection, 64 Harv. L. Rev. 1125, 1127-33 (1951). 

47. See, e.g., Universal Pictures, Inc. v. Harold Lloyd Corp., 162 F.2d 354 (9th 
Cir. 1947); Chappell ¢ Co. v. Fields, 210 Fed. 864 (2d Cir. 1914). See also Daly v. 
Webster, 56 Fed. 483 (2d Cir. 1892); Daly v. Palmer, 6 Fed. Cas. 1132, No. 3552 
(C.C.S.D.N.Y. 1868). These latter cases probably would not be followed today. See 
Note, 44 Harv. L. Rev. 628, 630-31 (1931). 

48. See, e.g., Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49 (2d Cir.), 
cert. denied, 298 U.S. 669 (1936); Dam v. Kirk La Shelle Co., 175 Fed. 902 (2d Cir. 
1910); McConnor v. Kaufman, 49 F. Supp. 738 (8.D.N.Y.), aff’d per curiam, 139 
F.2d 116 (2d Cir. 1943). 
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the character is little more than a type, in a context close to that 
of the original work would appear to be almost conclusive evidence 
of imitation and a persuasive factor in deciding whether the 
imitation was wrongful.*® But the still unsettled question is 
whether the copyright on the work in which the literary character 
first appears protects the owner from another’s re-use of the 
character in an entirely different context—that is, whether the 
character achieves through copyright of the work a protection 
independent of that given the work itself. 


Such protection has apparently been given to cartoon char- 
acters,’ but whether or not, as a matter of policy, it should be 
afforded literary characters remains an open question. Since in 
many fields the chief value of a character to its author lies in the 
character’s adaptability to new situations, rather than its use in 
one work, denial of this protection might cause such authors to 
lose much of the potential value of their creation.” At present the 
courts appear to give broad protection to literary works generally, 
and, assuming that this is to be continued, there would seem to 
be no reason why copyright should not prevent the use of a char- 
acter in new works, provided that the character is sufficiently 
delineated to assume a concrete and independent existence.” 

The character as to which this problem is most likely to arise 
is the popular hero, and such a character is generally not carefully 
drawn but becomes representative of certain fundamental quali- 
ties. Even so, copyright might protect those peculiar character- 
istics, particularly of appearance, by which the hero is known to 
the public and distinguished from others of the same general type. 
The dearth of cases arising in this area®* is probably traceable to 
the fact that the general rather than the distinctive attributes of 
leading characters have been utilized in creating new figures, thus 


49. See Stephens v. Howells Sales Co., 16 F.2d 805 (8.D.N.Y. 1926). 

50. See note 57 infra. ; 

51. This would appear especially true, for example, of detective heroes. See Warner 
Bros. Pictures, Inc. v. Columbia Broadcasting System, Inc., 102 F. Supp. 141 (8.D. 
Cal. 1951), aff’d, No. 13457, 9th Cir., Nov. 13, 1954. 

52. See Nichols v. Universal Pictures Corp., 45 F.2d 119, 121 (2d Cir. 1930), cert. 
denied, 282 U.S. 902 (1931). But cf. Warner Bros. Pictures, Inc. v. Columbia Broad- 
casting System, supra note 51, at 147. 

53. The only case which research has revealed dealing directly with the appro- 
priation of a literary character and its use in another context is Warner Bros. Pictures, 
Inc. vy. Columbia Broadcasting System, Inc., 102 F. Supp. 141 (8.D. Cal. 1951), aff'd, 
No. 13457, 9th Cir., Nov. 13, 1954, and the decision there turned primarily on contract 


interpretation. 
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making success unlikely in a suit for infringement. In any event, 
the owner would seem to be most seriously injured through an- 
other’s appropriation of the name of such a character, and here 
he would have an adequate remedy through unfair competition 
or trademark. 


Cartoon Characters.——Since cartoon strips are ordinarily 
individually copyrighted, the plaintiff in a suit for infringement 
against another cartoonist must show that one of his protected 
strips has been copied in one of the defendant’s.* The decisions 
finding infringement in such cases have consequently been based 
on similarity in incident, textual matter, and plot as well as in the 
appearance and attributes of the central figures.” The latter 
generally serve as evidence in determining whether the work as 
a whole has been infringed, and hence these cases do not decide 
whether copyright of a strip will prevent the appropriation of 
the cartoon figures appearing in it. Other cases involving repro- 
duction of a cartoon figure in commercial products, where there 
can be no question of imitation of plot or text, demonstrate, how- 
ever, that copyright does include protection of the character, at 
least against this sort of use. Thus the courts have enjoined the 
production of a doll which clearly copied one of the leading char- 
acters in a cartoon strip.*® Other decisions holding that a copy- 
right was infringed through dramatization or impersonation of 
the cartoon characters even in distinct plot situations emphasize 
the extensive protection afforded the cartoonist.” Since copyright 


54. See, e.g., National Comics Publications, Inc. v. Fawcett Publications, Inc., 191 
F.2d 594 (2d Cir. 1951), opinion clarified, 198 F.2d 927 (1952); Detective Comics, 
Inc. v. Bruns Publications, Inc., 111 F.2d 432 (2d Cir. 1940). 

55. Detective Comics, Inc. v. Bruns Publications, Inc., supra note 54; Detective 
Comics, Inc. v. Fox Publications, Inc., 46 F. Supp. 872 (S.D.N.Y. 1942). See com- 
parison made by lower court in National Comics Publications, Inc. v. Fawcett Publi- 
cations, Inc., 93 F. Supp. 349 (S.D.N.Y. 1950), rev’d, 191 F.2d 594 (2d Cir. 1951), 
opinion clarified, 198 F.2d 927 (1952). 

56. King Features Syndicate v. Fleischer, 299 Fed. 533 (2d Cir. 1924). In 
Fleischer Studios, Inc. v. Ralph A. Freundlich, Inc., 73 F.2d 276 (2d Cir. 1934), cert. 
denied, 294 U.S. 717 (1935) (the Berry Boop case), the court held that production 
of a doll infringed the copyright on several drawings of the character. See Gruelle 
v. Molly’Es Doll Outfitters, Inc., 94 F.2d 172, 176 (3d Cir. 1937), cert. denied, 304 
U.S. 561 (1938). Dolls in themselves, however, are not copyrightable, the only 
protection available being a design patent. See Note, 66 Harv. L. Rev. 877, 880-82 
(1953). Whether the design patent on a doll or other figure, obtained under 35 U.S.C. 
§171 (1952), would prevent the use of a like figure in a cartoon strip, however, is 
wholly unclear, although it would seem difficult to hold that the design had been 
“applie[d] ... to any article of manufacture... .” 35 U.S.C. §289 (1952). 

57. Hill v. Whalen § Martell, Inc., 220 Fed. 359 (S.D.N.Y. 1914); see Empire 
City Amusement Co. v. Wilton, 134 Fed. 132, 133 (C.C.D. Mass. 1903). 
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protects a character from reproduction in a different form and 
from impersonation on the stage, it would seem to follow that it 
would bar the imitation of the character in its original cartoon 
medium. 


As in any copyright case, the creator is not entitled to monop- 
oly of a ‘‘type’’—for instance, of ‘‘the mere character of a 
‘Superman’ who is a blessing to mankind.’”* But he should be 
able to enjoin the imitation of appearance and costume, and, 
arguably, the use in a character of a different appearance of the 
attributes which are unique with and serve to identify the orig- 
inal.°’ In determining whether a cartoon has been infringed 
through appropriation of a character, the courts encounter much 
less difficulty than in cases involving literary works. The task of 
comparing two drawings is far simpler than that of comparing 
two verbal portraits, and the problems of sufficient delineation of 
the character by creator or infringer are negligible.” 


The individual copyrighting of the strips, however, creates 
a difficulty with respect to characters when the copyright on some 
of the strips is invalid, placing those strips in the public domain 
upon publication. In National Comics Publications, Inc. v. Fawcett 
Publications, Inc.,"* the court directed that on remand the district 
court compare the validly copyrighted strips of plaintiff indi- 
vidually with those of defendant to determine whether any of the 
former had been infringed. While it seems clear that defendant 
was free to publish an exact imitation of the invalidly copyrighted 
strips, the question unanswered by the court is whether he could 
properly appropriate the character of supERMAN from those strips 
for use in a different medium or situation without danger of 


58. Detective Comics, Inc. v. Bruns Publications, Inc., 111 F.2d 432, 434 (2d 
Cir. 1940). 

59. In Detective Comics, Inc. v. Bruns Publications, Inc., supra note 58, defendant 
was enjoined from “printing ... cartoons... portraying any of the feats of strength 
or powers performed by ‘Superman’ or closely imitating his costume or appearance in 
any feat whatever.” 

60. The extensive protection afforded cartoon characters by the courts of the 
United States has been noted in Umbreit, supra note 42, at 936-37 and in Derenberg, 
Copyright No-Man’s Land: Fringe Rights in Literary and Artistic Property in Copy- 
RIGHT PROBLEMS ANALYZED 215, 222 (1953). Although the strips may be without 
literary merit, that has not been held an element to be considered in copyright. See 
Reeves, Superman v. Captain Marvel, or Loss of Literary Property in Comic Strips in 
ASCAP Copyricgut LAw Symposium No. 5, at 3, 7-8 (1954). 

61. 191 F.2d 594 (2d Cir. 1951), opinion clarified, 198 F.2d 927 (1952) (suUPER- 
MAN V. CAPTAIN MARVEL). 
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infringement, provided that he did not imitate the incidents in 
the validly copyrighted strips. While it is arguable that defend- 
ant’s re-use of the character would infringe the valid copyrights, 
nevertheless he would seem to be entitled to unrestricted use of 
the unprotected strips. Thus it might appear that the owner, to 
secure himself from appropriation of a character appearing in 
several strips of works, must obtain statutory protection for each 
individually at risk of losing his monopoly over the character. 
It seems unduly harsh, however, to attach such consequences to 
mere failure to meet the formal requirements of copyright on a 
few scattered strips of a series which appears daily over a period 
of years. It is not likely that anyone would be misled by the 
absence of notice, since he would probably know of the copyright 
on the other strips. Furthermore, Section 21 of the Copyright Act 
permits an injunction, though not damages, when notice is inade- 
quate or lacking on ‘‘ particular copies’’ of a work.® ‘‘Copies’’ in 
this section might be construed so as to include the complete issue 
of a single day’s strip. Thus the failure to obtain a valid copy- 


right on a few isolated strips would not cause the loss of the central 
elements of the series, any more than absence of notice on a few 
copies of a more artistic work would cause the loss of that entire 
work. 


A related problem, as yet unlitigated, seems to have no solu- 
tion under present copyright law. If protection is afforded a 
character by copyright, does the protection cease when early strips 
become subject to appropriation after the expiration of fifty-six 
years? The preliminary question is when the period begins. It 
usually would take at least a number of weeks before the central 
character of a new strip became sufficiently delineated. The date 
of first publication would seem nevertheless the obvious, if some- 
what arbitrary, point at which to start. The problem is greatly 
complicated, however, by the fact that in many strips the central 
characters, over a period of years, gradually change in appearance 
and, in some cases, age. A better rule, therefore, might be to start 
the period at the point where the character becomes sufficiently 
delineated to be afforded protection. If the character had changed 


62. 17 U.S.C. §21 (1952). 
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to such an extent that he bore little resemblance to the original, 
he would thus be protected in his own right. The fact that he or 
the cartoon strip may have the same name as did the earlier strip 
should not be controlling, although such a doctrine would ad- 
mittedly involve difficult factual determinations. This doctrine 
would also serve to protect each ‘‘new’’ character for at least the 
fifty-six year period. However, whatever base point is selected, 
much the same dilemma as in the Fawcett Publications case is 
presented if fifty-six years elapse while the same character is still 
in use. The strips no longer protected would seem to allow appro- 
priations of the character, while the strips still copyrighted would 
seem to protect it. Section 21 can provide no solution here, since 
the strips are not in the public domain through insufficiency of 
notice. But it would appear that the character would no longer 
be protected. The policy of the fifty-six year limit would indicate 
that after the period has elapsed the creation in question should 
be open to appropriation. The fact that a character may have 
been in continual use would not appear to be any reason why the 


policy should be defeated. And there appears to be no reason why 
a comic strip character should receive greater protection than a 
character that has appeared once or a few isolated times in a 
literary work. 


Rights of an Author in His Character After Assignment.— 
A distinct problem arises when it is the creator of a character 
who re-uses it and the charge of infringement comes from a person 
other than the creator who nevertheless holds the copyright of 
formerly published works in which the character appeared. If 
copyright of a work is the sole method by which the owner can 
gain a monopoly over re-use of a character appearing in it, full 
assignment of the copyright to the work or to the several works 
in which the character appears would as a corollary include assign- 
ment of the exclusive right of re-use. But where the assignor is 
the author himself there would normally seem to be a strong 
inference that he did not intend such a full assignment, but rather 
intended to retain the right of re-use and to allow the assignee 
only to copy, publish, or adapt the particular works assigned. 
This inference is especially justified when the character, such as 
a typical detective hero or cartoon figure, is easily adaptable to 
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new situations, and it appears inescapable when the author assigns 
only one of several works in which the character appears. The 
problems here then are not peculiar to copyright but are those of 
general contract law and the interpretation to be given an assign- 
ment that does not make explicit which rights the author retains. 


Two cases have considered re-use of a character by both 
assignor and assignee primarily in these terms. In Warner Bros. 
Pictures, Inc. v. Columbia Broadcasting System, Inc.** the creator 
of sAM SPADE assigned to the plaintiff dramatization rights to 
the work in which the character had appeared and subsequently 
assigned to the defendant the right to use the character on radio 
programs. lita suit for infringement, the court held, inter alia, 
that because of the prevailing custom in the field of detective 
fiction of re-using the central character in new plot situations, the 
original assignment could not have been intended to give the 
plaintiff exclusive dramatization rights, and the creator was free 
to assign the right to use the character in radio broadcasts. And 
in Grant v. Kellogg Co. the court concluded that defendant, 
which had employed plaintiff to create cartoon characters for use 
in advertising its products and which held the copyright to 
‘*Snap,’’ ‘‘Crackle,’’ and ‘‘Pop,’’ the figures so created, could 
continue to use the characters after plaintiff left its employ. It 
looked to the commercial context and decided that defendant had 
in fact bargained for and received in its contract the right to 
re-use the characters.® 


In another type of case, the dispute has been between an 
author and his former employer, which had copyrighted works 
produced by the author while in its employ. Authors bring suit 
on grounds of unfair competition to enjoin continued use of the 
characters by their former employers. The theory is that the 
authors have a common law right in the characters, and that public 
deception would result from use of the characters by another. 


63. 102 F. Supp. 141 (S.D. Cal. 1951), aff’d, No. 13457, 9th Cir., Nov. 13, 1954. 

64. 58 F. Supp. 48 (S.D.N.Y. 1944), aff’d, 154 F.2d 59 (2d Cir. 1946). 

65. Contract law has also been employed to imply an obligation to pay for an 
idea submitted after solicitation, although the idea probably was not in concrete 
enough form to be subject to copyright protection. Cole v. Phillips H. Lord, Inc., 
262 App. Div. 116, 28 N.Y.S.2d 404 (1st Dep’t 1941). But see Note, 16 U. or Cut. 
L. Rev. 323, 326 (1949). 
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In the BusTER BROWN case” the court held that the plaintiff could 
not enjoin the newspaper from re-using a character which had 
apparently been created while plaintiff was in the newspaper’s 
employ, explicitly rejecting the contention that there was any right 
in the character at common law. As to future use of the character 
by the author, the court was unclear. It said that he could not 
infringe the copyrights held by the employer, but it did not state 
whether future use of the character in new contexts would con- 
stitute infringement. However, since the court apparently assumed 
that the newspaper held whatever monopoly copyright could 
afford, it appears that if the creator could continue to use the 
character, the copyright on the previously published strips did not 
protect it. In the mMuTT aNpD JEFF case,” on the other hand, the 
court granted the creator an injunction against re-use by the 
newspaper, thus holding that a creator has an exclusive right to 
a character at common law if he can establish that public con- 
fusion will result from the use of the character by a former em- 
ployer. On its facts this case is distinguishable from the BusTER 
BROWN case, since here plaintiff had created the cartoons before 
his employment by defendant, and he himself held copyrights on 
a number of previously published strips in which the characters 
had appeared, as well as on a book of reprints. The court found 
that the creator had not intended by his employment contract to 
give his employer the right to re-use the characters. The same 
result could have been reached without reference to a common 
law right of re-use. It would seem clear that if there had been 
an explicit provision in the employment contract that the creator 
was to retain the right of re-use, the court could have enjoined 
the newspaper from breaking that contract. Here perhaps such 
a covenant should be implied. If it is not, however, it would seem 


66. Outcalt v. New York Herald, 146 Fed. 205 (C.C.S.D.N.Y. 1906). In New 
York Herald Co. v. Star Co., 146 Fed. 204 (C.C.S.D.N.Y.), aff’d, 146 Fed. 1023 (2d 
Cir. 1906), the court enjoined the use of the trademark BUSTER BROWN by the present 
employer of the creator of the comic strip, at suit of the first employer. 

67. Fisher v. Star Co., 231 N.Y. 414, 132 N.E. 133, cert. denied, 257 U.S. 654 
(11 TMR 333) (1921). See also Star Co. v. Wheeler Syndicate, Inc., 160 N.Y. Supp. 
689 (Sup. Ct. 1916), aff'd mem., 188 App. Div. 964, 176 N.Y. Supp. 923 (1st Dep’t 
1919), aff'd mem., 231 N.Y. 606, 132 N.E. 907, cert. denied, 257 U.S. 654 (1921). In 
that case an injunction was denied in a suit by the former employer against the com- 
pany by which the author was then employed, claiming an exclusive right to the words 
MUTT AND JEFF. The facts of this litigation are clarified in Kelley, Rights of Authors 
and Artists Outside the Copyright Law, 5 CorneLi L.Q. 48 (1919). 
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that the newspaper’s ownership of the copyright on previously 
published strips should give it a right to re-use the characters, 
although the creator would also have such a right through the 
copyrights he holds on the other works. Such an analysis would 
seem preferable if, as is indicated above, the only protection given 
original works should be through copyright and not the common 
law. 


Since an author, especially in the more artistic fields, is fre- 
quently affected by the use which is made of his work, it is 
arguable that even after assignment of the copyright he should 
be able to enjoin a use which would impair its integrity or his 
literary reputation.® If such protection is afforded the author it 
would appear applicable when the character itself has been re-used 
in such an injurious way.” But the right here given is clearly 
distinguishable from a common law right of re-use; it serves only 
the negative function of securing the author from damage to 
reputation and gives him no affirmative right in the character. 


Conclusion. — It would seem that especially in the comic strip 
field the creator of a character should be given some legal pro- 
tection against its re-use by another. A rule that gives protection 
only to characters adjudged to have literary merit would seem to 
be extremely difficult to administer fairly and perhaps inappro- 
priate in a democratic society. In any event, it appears that for 
the present at least some protection will be given in one way or 
another. This Note has been concerned with an appraisal of the 
approaches available to an author seeking such protection. Trade- 
mark and unfair competition will provide relief against the use 
of a character’s name, and the latter, in certain cases, has been 
applied so as to protect the author from use by another of the 


68. Although there has been considerable agitation, the courts have not as yet 
adopted the “moral right” doctrine. See Katz, The Doctrine of Moral Right and 
American Copyright Law— A Proposal, 24 So. Cauir. L. Rev. 375 (1951); Roeder, 
The Doctrine of Moral Right: A Study in the Law of Artists, Authors, and Creators, 
53 Harv. L. Rev. 554 (1940); Chafee, Book Review, 52 Harv. L. Rev. 1378, 1381-82 
(1939). Some protection has been given authors, however, from the use of their names 
or the title to one of their works on a production with which they had nothing to do. 
Curwood v. Affiliated Distributors, Inc., 283 Fed. 219 (S.D.N.Y. 1922); Packard v. 
Fox Film Corp., 207 App. Div. 311, 202 N.Y. Supp. 164 (1st Dep’t 1923), 37 Harv. 
L. Rev. 776 (1924). 

69. See Prouty v. National Broadcasting Co., 26 F. Supp. 265 (29 TMR 136) 
(D. Mass. 1939). The court appears to give at least some weight to the contention of 
the author of the novel STELLA DALLAS that a radio serialization would have an adverse 
effect on her literary reputation. 
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character itself. While the better view appears to be that pro- 
tection of the character should be given by copyright alone if it 
is to be given at all, there is no case precedent and almost no 
other authority for granting such protection. Yet the conclusion 
would seem to be that when their is adequate delineation, the 
existing copyright law is sufficient to prevent re-use by one other 
than the owner of the copyright, at least to the extent of those 
attributes of the character which distinguish it from others of its 
general type and make it a unique figure in the public mind. 
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SOME OBSERVATIONS ON TRADEMARK 
PROTECTION IN AUSTRIA 


By Otto Pulitzer* 


Following the re-establishment of the Austrian Republic, 
31,000 trademarks were registered in this country by the end of 
1954. 26,000 of these registrations were issued to applicants 
domiciled in Austria, 3,800 to applicants domiciled in Europe and 
1,100 to U. S. applicants. The following report gives, in summary, 
information on the most important provisions of the law govern- 
ing the protection and use of trademarks in Austria. 


A person interested in trademarks in Austria ought to know 
that the Austrian trademark law has two essentially different 
legal bases: The Trade Marks Act and sections of the Act Against 
Unfair Competition respectively. The former act deals with the 
admissibility of marks for registration, the registration and can- 
cellation procedure. It provides only for criminal prosecution of 
intentional trademark infringements. A remedy by civil action 
against trademark infringements is only given by the Act Against 
Unfair Competition, which provides also for the protection of 
registered marks under certain conditions. 

In Austria exclusive rights in a trademark are created by 
registration only. Registered marks enjoy these rights regard- 
less of use of the mark. Exclusive rights in unregistered marks 
ean only exist if such marks have, by sufficient use, obtained 


‘‘notoriety’’ in the trade (Verkehrsgeltung). The legal status 
of a registered mark is, therefore, superior as against an unregis- 


tered mark. 

All common kinds of marks are registrable in Austria includ- 
ing association marks. Not registrable are state insignia, coat 
of arms, flags, official test and certification marks and similar 
symbols not open to monopolization. Geographical and descriptive 
terms may be registered if proof is submitted that they have 
acquired secondary meaning. This enumeration is not exhaustive. 


A mark can be registered for an unlimited number of goods 
and in an unlimited number of classes provided that the applicant 
produces or trades in these goods, or, considering the nature of 
his business, that he might be in a position and has the intention 


* Patent attorney, Vienna; co-author with Friebel of: “Das oesterreichische 
Patentgesetz,” 1936. 
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to do so. The classification of goods corresponds to the one 
presently in force in Germany. 


Registration of a mark can be obtained upon application to 
the Patent Office. The Office examines every application as to 
registrability; in case it does not meet the requirements, regis- 
tration can be refused. There is also an examination extending 
to prior marks enjoying protection in Austria (i.e., including 
International Registrations under the Madrid Arrangement), 
taking into consideration the principles of similarity of goods and 
resemblance of the marks by comparing their phonetic, notional 
and visual appearance. At first only the applicant is informed of 
prior similar marks (Avis préalable). He has the opportunity to 
limit or withdraw his application. The Patent Office, however, 
has not the right to refuse registration ex parte for confusing 
similarity to a previously registered mark. The owner of a prior 
mark is informed only if the mark had to be registered in a 
form which, according to the opinion of the Patent Office might 
be likely to cause confusion with the prior mark. The owner 
of such prior mark may thereupon file suit for fuil or partial 
cancellation of the later mark. There are no opposition proceed- 
ings in Austria corresponding to those existing under German law. 


Prior registrations of a certain mark can be determined by 
way of civil action before the Patent Office. Their decision is 
final and binding before the courts. 


Registration is granted for a period of 10 years and is re- 
newable indefinitely for like periods. A trademark can be assigned 
only together with the business which it is serving. 


The important rights inherent in a mark are merely the right 
for cancellation of a later mark being confusingly similar to a 
prior mark, covering the same or similar goods, and the right to 
prosecute infringements of the trademark right. The civil action 
for discontinuance meets the requirements of the trade. 


There are no provisions in Austria requiring the use of 
trademarks. There is consequently no legal difference between 
used and non-used registered marks (reserve marks, defensive 
marks) as far as rights based on the Trade Marks Act are 
claimed. There is no doubt that the registrant of a prior 
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registered but not used mark will be successful in a cancella- 
tion proceeding against the owner of a registration of a used 
mark as long as the other requirements are complied with. 
There is no time limit for such action for cancellation. The law 
is different, however, with respect to an action for cancellation 
of a registered mark based upon an unregistered prior mark. 
Here, notoriety in trade, i.e., extensive use of the unregistered 
mark is required. Even if this can be proved the position of the 
owner of an unregistered mark is less advantageous as against 
his position in case of registration: Amongst other facts there is 
a time limit of three years during which an action for cancellation 
based upon an unregistered mark must be filed (beginning with 
the date of registration of the mark). This clearly indicates the 
principle that in case of cancellation proceedings registration of 
the mark is sufficient. This proves also of advantage to the foreign 
registrant of an Austrian mark and improves his position since 
it relieves him of the burden of proof that the mark has been used 
which frequently is not easy to establish. 

The probability of confusion in the trade is sufficient for 
filing cancellation action. It is not required that confusion has 
actually occurred. 

The Patent Office is competent to deal with cancellation pro- 
ceedings with the possibility of appeal to the Court of Patent 
Appeals, whose decision is final. 

Different rules apply in trademark infringement suits depend- 
ing upon whether they will be prosecuted criminally or by civil 
action. 

In Austria, the deliberate infringement of trademark rights 
is a criminal offense which can be prosecuted by private 
arraignment by the interested person (Privatanklage). This 
applies regardless whether or not the infringed mark was used, 
as long as it is registered. The criminal prosecution of trademark 
infringements is of little practical importance for its short term 
of limitation. The most important way of protecting trademark 
rights is the prosecution of infringements by civil action based 
on the Act Against Unfair Competition. 

One should think that the question of use of a mark should 
likewise be disregarded in case of civil action for infringement. 
This, however, is not so. Although the Unfair Competition Act 
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does not contain any provision to this effect the judiciary has 
evolved the rule that the prosecution of trademark infringements 
by way of civil action is only possible if the infringed mark has 
actually been used. It was held that there can logically be no 
confusion between two marks if they are not used. This means 
that the legal importance of the registration of a mark is decreased 
in case of civil action for infringement. Such action can just as 
well be based on a unregistered mark. It is still safe to say, 
however, that, from a procedural viewpoint, it is advantageous to 
base such action upon a registered mark. 


Reliable sources have pointed out that the establishment of 
a user requirement in case of an infringement action is based upon 
the position taken in Germany, the observation of which was 
recommended between the two World Wars in order to coordinate 
the Austrian judiciary with that of Germany. They continued to 
say that such observation is against the law since the Austrian 
Act does not contain certain provisions of the German Act which 
may justify this practice in Germany. In other words, the opinion 
was expressed by commentators that, under Austrian Law, the 
question of use of a mark should be disregarded in any case in- 
cluding that of an infringement action. The courts, however, 
have taken the position that a prior mark provides civil rights to 
enjoin the infringer only if the mark has actually been used. In 
this connection it was emphasized that there is justification be- 
cause the owner of a mark actually used would otherwise be 
exposed to a constant threat by the owner of a registered but 
not used prior mark. These viewpoints were cited to prove the 
justness of the position of the judiciary. 

With respect to the defense of laches (Verwirkung), i.e. 
the question whether an aggrieved party which, for a considerable 
time, acquiesces in the infringement of its trademark rights has 
forfeited the possibility to take action against the infringer, the 
following rules apply: 


The courts have recognized the defense of laches in civil in- 
fringement actions. A party which does not claim its rights based 
upon its prior mark knowing though that these rights are infringed, 
and acquiesces in such infringement over a period of considerable 
time, forfeits the right to take action against such infringement. 
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However, the defense of laches has, however, not found recogni- 
tion in cancellation proceedings which are conducted before the 
Patent Office and are based on legal principles laid down in the 
Trade Marks Act. 

In summing up, it may be said that the Austrian Trade Mark 
Law reflects the unusual separation of its legal fundamentals, 
which are heterogeneous. To the outsider this separation may 
appear strange and requiring revision. However, that this legal 
system has met the requirements of the trade and protects fully the 
rights of non-nationals, especially since the question of use of a 
mark loses importance in view of the formal protection obtained 
through registration of a mark. 

The number of decisions with respect to the Trade Mark and 
Unfair Competition Law including the protection of get-up, as 
gathered in the course of the years, is extensive. However, gross 
violation of trademark rights are unusual. 
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NOTES FROM THE PATENT OFFICE 
By Katharine |. Hancock* 
Sec. 8 — Interpretation of the Word “Use”. 


Questions have arisen from time to time as to whether the 
word ‘‘use’’ in Sec. 8 of the Trade-Mark Act of 1946 means use 
in commerce which may lawfully be regulated by Congress, or 
whether it embraces intrastate use in the United States or use 
which is entirely outside the United States. This point is par- 
ticularly important to those foreign registrants who are using 
their trademarks only outside the United States. 

There has been no formal decision recording the position of 
the Patent Office relative to the word ‘‘use’’ in Sec. 8, but the 
policy followed is to accept an allegation that the mark is ‘‘in 
use’’ as being sufficient to comply with the requirements of Sec. 8. 
It is observed that the words ‘‘in use’’ in Sec. 8 are not modified 
by the words ‘‘in commerce’’ as they are in Sections 9 and 15. 

An affidavit under Sec. 8 which alleged merely that the regis- 
tered trademark ‘‘is still in use’’, was accepted in connection with 
Registration No. 251,404, in which the registrant is a British com- 
pany and the registration is based upon a foreign registration 
rather than upon use in commerce. 


Priority Under Sec. 44(d). 


Whenever an application which is filed in this country within 
the prescribed time to be eligible for priority contains goods 
which, although they are all covered in one foreign application, 
are not all properly classified in one Class according to our classi- 
fication system, the applicant may be required to remove one or 
more items from the application and file anew for those items in 
their proper classes. Trademark Rule 16 permits only goods in 
one trademark class to be included in a single application. 

The Patent Office allows the claim of priority to be stated in 
the later filed applications even though they are not filed within 
six months after the filing of the foreign application. Although 
each trademark application is a separate entity which receives 
its own filing date at the time it is filed, the inclusion of the 
goods in the original application may meet the requirement for 


* Trademark Examiner, U. S. Patent Office; Member, District of Columbia Bar. 
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filing in the United States within six months after filing the foreign 
application. Changes necessary to conform to classification may 
be considered to be purely procedural, resulting from administra- 
tive requirements which the applicant could not necessarily foresee. 


Dates of First Use in Pending Digest. 


The dates of first use set forth in applications are now avail- 
able to the public in the digest of pending applications maintained 
in the trademark search room. 


This information is, as of February 3, 1955, included with 
the other application data given in the digest, but only in cases 
filed after that date is the information relative to dates of first 
use placed on the digest cards. 


Notice of Opposition. 


When an extension of time has been granted under Rule 20.2 
for the filing of an opposition, a verified Notice of Opposition 
must be filed within the extended time. The filing of an unverified 
Notice will no longer serve to extend the time further. 

The purpose of this practice is to eliminate delays and to 
bring about the orderly institution of opposition proceedings. 


Notice of Interference Proceedings. 


When a trademark is published in the Official Gazette sub- 
ject to interference with either a pending or a registered trade- 
mark, a notation to that effect (along with the Serial No. or Regis- 
tration No. of the interfering mark) will hereafter be published 
with the mark in the Gazette. 

The Notices of Publication in such cases will carry the same 
notation, and will further include the marks and the names and 
addresses of all parties to the proposed interference. The Notices 
will be sent to all parties involved, whether applicants or regis- 
trants. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Canada 
Trade Names and Trademarks—Infringement, Passing-Off, 
Injunctions 

In Richfield Oil Corporation v. Richfield Oil Corporation of 
Canada Ltd., 21 Canadian Patent Reporter 85, the Exchequer 
Court decided several interesting questions of law on trademarks 
and trade names. The plaintiff uses the word rICHFIELD as part 
of its trading name and also as a trademark and owns a registra- 
tion of a trademark containing the word ricuFigeLp. The defendant 
has not done any business as yet but it was established at the trial 
that the defendant intended to use the word rIcHFIELD in its busi- 
ness. The plaintiff sought an injunction restraining the defendant 
from using the word. In order to succeed, the plaintiff had to 
prove that its trade name was known in Canada at the time of 
the defendant’s incorporation and that the defendant knowingly 
adopted a trade name similar to the plaintiff’s. Although there 
was some question as to the use of the word RICHFIELD by the plain- 
tiff, the Court found that the word must have been known in 
Canada by reason of extensive advertising thereof in the United 
States, which advertisements circulated in Canada in the ordinary 
course of trade. The Court also found that the incorporators must 
have known of the plaintiff’s use of the word at the time of the 
defendant’s incorporation. 


The main defense was that the plaintiff had licensed another 
Company to use the trade name RICHFIELD on products which were 
not the plaintiff’s, that by so doing the plaintiff had deceived the 
public, and that such conduct should defeat the plaintiff’s claim. 
It was established that from 1946 to 1949 another Company did 
use the word RICHFIELD as a trademark and a trade name under 
license from the plaintiff and such use was in respect of goods not 
produced by the plaintiff. The Court held that although this 
licensing was open to adverse comment, it should not be allowed 
to defeat the plaintiff’s claim against the defendant. The Court 
held that if this were a case of trademark infringement, the de- 
fendant would have had a good defense based upon the past licens- 
ing by the plaintiff. The Court stated that if the objection to the 
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licensing is that the public was deceived that is no reason why the 
defendant should also be allowed to mislead the public by its use 
of the name rIcHFIELD, for in the opinion of the Court, there is 
no doubt that if the defendant were to begin to use the name many 
persons in Canada would be led to believe that the defendant is a 
Canadian subsidiary of the plaintiff. The Court held that the 
plaintiff is entitled to an injunction restraining the defendant 
from using or trading under the name of Richfield Oil Corporation 
of Canada Ltd. or any other name similar to the name of the 
plaintiff. 


The Court also had to decide the defendant’s counterclaim 
seeking to expunge the plaintiff’s Canadian registration of the 
trademark containing the word ricHFIELD on the ground that it had 
not been used prior to its registration. It was established that 
the trademark was not in use prior to the application for its regis- 
tration and the Court stated if the question had to be decided it 
would find that the plaintiff’s trademark was invalid on that 
ground, and, furthermore, that such being the case it would be 
unnecessary to consider the effect of the licensing on the validity 
of the trademark. However, the Court held that it was not neces- 
sary to decide the question of validity because the defendant was 
not a ‘‘Person interested’’ within the meaning of Section 2 (h) of 
the Unfair Competition Act, 1932. The Court held that the de- 
fendant has no right to use the word RICHFIELD as a trade name 
and could not be adversely affected by anything that the plaintiff 
has done. Moreover, the Court added that it would still be open 
to the plaintiff to cure the defect in its right to the trademark in 
question. Presumably, this was a reference to the whitewashing 
provisions under the new Canadian Trade Marks Act. 


Great Britain 


Opposition Proceedings 


The applicants applied for registration of the words wuHirTr 
SHIP in respect of rum. The application was opposed by the owners 
of a trademark, registered in respect of whiskey but also used for 
many years in respect of rum, consisting of a label bearing, inter 
alia, the device of a ship and the words op su1p. The applicants 
contended that the word surp was in common use in the spirit trade 
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and could not be considered to be distinctive of the opponents’ 
goods. The Registrar held that the marks were not confusingly 
similar; that marks incorporating ship devices or the word sup 
were in reasonably common use in the spirit trade; and that use 
in a fair manner of the mark applied for was not likely to lead 
to confusion or deception. The opponents appealed from this 
decision to the Court and leave was given to both parties to file 
further evidence in connection with the issue of whether or not 
marks incorporating devices of ships and/or the word surp in 
various forms were in reasonably common use in the particular 
trade. The Court decided that the evidence was not sufficient to 
justify a finding that devices of ships or the word surp are in rea- 
sonably common use in this particular trade. It was established 
that the opponents’ goods are frequently called for under the 
name sHip ruM. The Court reversed the Registrar and rejected 
the application summarizing the position as follows: 


‘‘Whilst I entertain some doubt as to the extent of the likeli- 
hood of the deception and confusion, in order to approve this 
application I must be reasonably satisfied that there is no 
real and tangible danger of confusion and deception. I find 
myself in such doubt that, in accordance with the authorities, 
I must conclude that the applicants have not satisfied me that 
this mark can safely be put upon the Register without running 
the risk of confusion and deception of the public.’’ 72 
R.P.C. 82. 
Opposition Proceedings 


Universal Winding Company, the owners of the well-known 
trademark Lezsona for winding machines and other machinery 
used in the textile industry, opposed on the basis of their prior 
British registration an application to register LEESoNa in respect 
of a specification including carpets, mats and rugs. It was estab- 
lished that the opponents have a very great reputation in the 
textile industry for textile winding machines and evidence was 
submitted from persons familiar with the textile industry that 
they would be deceived and confused upon seeing the trademark 
LEESONA used in relation to carpets, rugs or mats. The Registrar 
pointed out that to the ordinary uninformed person there is little 
or no connection between the goods in question. However, to half 
a million people in the textile industry, from directors to mill 
operators, LEESONA is a household word, being for many of them 
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a matter of daily or hourly contact, and the Registrar held that 
there would be ‘‘some real risk of deception and confusion’’ among 
a substantial number of these people. The Registrar rejected the 
application and the applicants appealed to the Court. The decision 
of the Registrar was upheld and the Court pointed out that the 
‘disparity between the goods, although marked, is not such as to 
render it unlikely that a substantial number of persons will make 
the attribution of which the opponents quite rightly complain.’’ 
72 R.P.C. 80. 
Alteration of Registered Trademark 

British Hoist & Crane Company Limited is the owner of a 
registered mark consisting of a circular device on which its name 
appears together with the geographical name sLoveH. The British 
Company moved from Slough to Compton and applied for leave 
to amend their registered mark by changing the word sLoucH to 
compton. The Registrar refused the application on the ground 
that Compton was not only the name of a locality but also a com- 
mon surname and the Registrar concluded that it was possible 


that persons seeing the mark in its changed form might conclude 
that this was a reference to a person named compton who had 
acquired some connection with the goods sold under the mark. The 
fact that the British Company offered to disclaim the word 
COMPTON was not sufficient to avoid the Registrar’s objection. 
The British Company appealed from the Registrar’s decision to 
the Court and the Registrar’s decision was upheld. 72 R.P.C. 66. 
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OHIO TRADEMARK ACT 


Secretary of State Ted W. Brown of Ohio has requested The 
Trade-Mark Reporter to call attention to the new Trade-Mark 
and Mark of Ownership Acts which became effective in Ohio on 
October 1, 1954. 

The Trade-Mark Act is largely a counterpart of the ‘‘model 
bill’? with respect to provisions for registration, renewal, cancel- 
lation, and notice of expiration to be provided by the Secretary of 
State. Fees are $10.00 for registration and $5.00 for renewal. 

The Mark of Ownership Act contains stricter provisions for 
filing than prior acts, provides no notice as to expiration of regis- 
trations under prior acts and requires a fee of $10.00 for registra- 
tion or renewal. 

While no notice is required by law to holders of registrations 
of marks of ownership under prior acts, the Secretary of State is 
preparing to mail notices of expiration to all registrants. How- 
ever, he is apprehensive that many notices will not be delivered 


because of incomplete or obsolete addresses. The Secretary of 
State wishes to give every owner of existing registrations notice 
and opportunity for refiling in due time. 

The Secretary of State will be pleased to supply complete data 
on both acts to all holders of Ohio registrations and those who 
are contemplating registrations in the state. 


INTERNAL REVENUE SERVICE 


Our readers’ attention is called to the following which ap- 
peared in the Internal Revenue Bulletin, p. 17, on March 21, 1955: 

Amounts paid by a taxpayer for the preparation and filing of 
the affidavit relating to continued use required by section 8 of the 
Act of July 5, 1946, 60 Stat. 427, 431, 15 U.S.C. 1058, which act 
provides for the registration and protection of trade marks, con- 
stitute capital expenditures made for the purpose of preventing 
cancellation of the registration of a trade mark. Accordingly, such 
expenditures are not deductible for Federal income tax purposes. 
See section 39.24(a)-2 of Regulations 118. 
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REPORT OF THE ATTORNEY GENERAL’S NATIONAL COMMITTEE 
TO STUDY THE ANTITRUST LAWS 
Washington, Government Printing Office, March 31, 1955. 
Pp. 393. $1.00. 

This long-awaited report has now been released. While the 
subject matter of trademarks and their relation to the antitrust 
laws is not dealt with in the report in extenso, Chapter 5, which 
deals with Patent Antitrust Problems, has a short concluding 
section on trademarks. The most important recommendation 
made with regard to trademarks is the proposal to repeal Section 
33(b)(7) of the Trade-Mark Act of 1946, which provides that use 
of a trademark in violation of the antitrust laws shall be a defense 
in trademark infringement proceedings, even though these may 
be based on an otherwise ‘‘incontestable’’ trademark. Other 
trademark problems are briefly dealt with in Chapter 2 of the 
report in connection with ‘‘undue limitations on competitive con- 
ditions in foreign commerce.’’ It is here emphasized, at page 87 
of the report, that trademark licensing in international trade does 
not, in the normal case, present antitrust problems. The report 
says in this regard: ‘‘This Committee believes that as in the case 
of patents, valid trademark rights may provide a lawful main 
purpose to which reasonable restrictions on competition may be 
properly ancillary and therefore legal.’’ Only where trademarks 
are used as an instrument of an overall illegal central purpose of 
monopolization or allocation of territory will antitrust problems 
arise, as in the much-discussed Timken case (Timken Co. v. U.S., 
341 U.S. 593, 41 TMR 672 (1951), and a number of other instances 
of international cartels and monopolies. It should be noted, how- 
ever, that some of the most difficult antitrust problems with which 
trademark owners are presently confronted are not treated in the 
report. This is particularly true of the problems centering around 
the recordation of trademarks with the Bureau of Customs, to 
which frequent reference has been made in previous issues of THE 
TrapE-Mark Reporter. The Committee’s report takes no posi- 
tion concerning the Government-sponsored repeal of Section 526 
of the Tariff Act nor does it comment upon the recently revised 
Regulations of the Bureau of Customs, which will make enforce- 
ment of Section 526 inapplicable in import cases in which the 
American importer and the foreign manufacturer are ‘‘related 
companies. ’’ 
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Those of our readers who have a far-flung foreign distribution 
system will undoubtedly want to give careful study and consid- 
eration to Chapter 2 of the report, which specifically deals with 
the problems of foreign subsidiaries, exclusive distributorships, 
and related matters. 


BOOK REVIEW 


THe Great Mercuants. By Tom Mahoney.* New York, Harper 
& Brothers, 1955. Pp. 340. $3.95. 

In this book a well written review is presented of the history 
and success story of 20 of the largest retail organizations in this 
country. The book makes interesting reading because its author 
not only tries to explain the secret of the phenomenal growth of 
these establishments but also to present the human side of those 
who have guided their destinies. Included in the book are accounts 
of some large enterprises in whose history trademark problems 
have played an important part. This is true, for instance, of the 
Singer Sewing Machine Company and reference is made by the 
author to the famous trademark litigation, Singer v. June, 163 
U.S. 169 (1896). It is true, also, in connection with a description 
of the operation of R. H. Macy and that store’s handling of trade- 
marked items under the State Fair Trade law. The personal his- 
tory and the ups and downs of such stores as Brentano’s, Ohr- 
bach’s, Tiffany’s and the Great A.&P. Stores, and numerous others, 
are offered in easily readable style and it is believed that many of 
our subscribers may enjoy this most recent, entertaining work on 


the leading retail establishments of our country. 
W. J.D. 


* Writer at Young & Rubicam, Inc., New York; member of Information Committee, 
USTA. 
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LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 
Closer Tie-Ups for Ads and Packages (Printers’ Ink, April 1, 1955, pp. 54, 56, 
60, 64-65, 68). 


Eight members of Printers’ Ink Packaging Panel discuss trends of package 
designs, use of trademarks and trade characters. 
Wedding, Nugent 


Good Times ahead for national Brands. (Printers’ Ink, February 4, 1955, 
pp. 23-25). 
Whitman, Stewart L. 

Preventing Design Piracy: A Copyright Law for Industrial Design. (American 
Bar Assoc. Journal, v. 41, March 1955, pp. 242-247). 


Mr. Whitman’s article is based on the Supreme Court decision in the Mazer v. 
Stein case handed down on March 8, 1954, extending the scope of the copyright law 
to protect an industrial design of a statue for use as a lamp. Mr. Whitman recom- 
mends enactment of a statute that would give industrial designs protection from 
piracy and gives an outline of general provisions that such a statute should contain. 


LEGAL NOTES 
John Haig and Co., Ltd. v. Forth Blending Co., Ltd. 


The Whisky Bottle Case. (The Law Journal, v. 104, December 31, 1954, pp. 
833-848). 
Schwartz v. Slenderella Systems of California 


Trade-Marks: Unfair Competition—Use of Identical Names on Non-Com- 
petitive Activities as Constituting Unfair Competition. (Hastings Law Journal, v. 
6, No. 1, November 1954, pp. 115-119). 


*Copies of these articles and legal notes are available in the Association’s library. 
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IN MEMORIAM 
HUGO MOCK 


It is in deepest sorrow that we record here the death of Hugo 
Mock on March 24, 1955, at the age of 77 years. Mr. Mock was 
the senior member of the firm of Mock & Blum, and among patent 
and trademark lawyers one of the oldest friends of our Associ- 
ation. 

As Counsel of the Toilet Goods Manufacturers Association 
from its inception, as well as of the Perfumery Importers Asso- 
ciation and the Fragrance Foundation, Mr. Mock took a leading 
part during most of his active life in any movement or effort to 
protect the rights of trademark owners and to enhance the general 
principles of fair play among businessmen and their competitors. 
Indeed, it was during the annual meeting of the Fragrance Foun- 
dation, while the president was reading Mr. Mock’s report to the 
members, that he quietly passed away. His name is associated 
with some of the most famous cases in trademark law, such as, 
for instance, the celebrated case of Prestonettes v. Coty, in which 
he sought to establish a maximum degree of protection for trade- 
mark owners against damage to the integrity of the marks as a 
result of unauthorized collateral use of the marks by others. He 
was for many years a member of the Lawyers Advisory Com- 
mittee of the United States Trademark Association and the author 
of numerous challenging articles published from time to time in 
these pages. 

Hugo Mock was widely known, too, in the international field; 
he represented, among others, the influential Manufacturers Union 
(Union des Fabricants) of France. He never ceased to be inter- 
ested in actively promoting better understanding among nations, 
not only with regard to narrow professional problems but even 
more so in connection with overall problems of international trade. 

The Board of Directors of the Association, as well as its staff 
and the Editorial Board will greatly miss the wise counsel and 
unfailing interest which he so generously offered to those who 
were fortunate enough to enjoy his professional cooperation and 


personal friendship. 
W. J.D. 





THe TRADE-AMARR REPORTER 


Part Il 


LAUNDERED SERVICE, INC. v. LAUNDERED LINENS, INC. 
N. Y. Sup. Ct., Special Term, Kings County — October 19, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Petition for injunctive relief under the provisions of Section 964 of the New 
York Penal Law against use of corporate name is dismissed, as record presents 
issues of fact impossible of determination on conflicting affidavits, and where 
statute requires that an “intent to deceive” the public must exist before an injunc- 
tion may issue. 
Action by Laundered Service, Inc. v. Lawndered Linens, Inc. for in- 
junctive relief under Section 964 of N. Y. Penal Law. Petition dismissed. 
Jacob Landau, of New York, for plaintiff. 


Alexander Berman, of Hempstead, New York for defendant. 


ARKWRIGHT, Justice. 
This is an application for injunctive relief under the provisions of 


section 964 of the Penal Law. 

The petitioner seeks an order forever restraining and enjoining the 
respondent from using the name Laundered Linens, Inc., or using any other 
simulation, derivation or approximation thereof, either alone or in con- 
junction with other words. 

Petitioner shows that it is a New York corporation with principal 
place of business in the County of Kings, New York. It has been organized 
since 1936 and is and has been engaged in the laundry and linen supply 
service during that time. The business consists of supplying hospitals, 
hotels, rooming houses, &c., with clean laundered linens, owned by the 
petitioner, and rented to its customers. The annual volume of its business 
is in excess of $300,000. Approximately 25 per cent of that amount is 
derived from business done with customers in Nassau County, New York. 

It is charged by the petitioner that the respondent, a New York cor- 
poration, originally organized on October 19, 1949, under the name of 
Long Island Industrial Towel Service, Inc., has been located since its 
inception in the town of Hempstead, Nassau County. On March 2, 1954, 
petitioner alleges, the respondent caused its name to be changed to 
LAUNDERED LINENS, INC. with the obvious intention and calculation to 
deceive and mislead the public and more particularly petitioner’s cus- 
tomers and potential customers; that its actions are likely to create confusion 
in the public mind and cause the respondent to be mistaken for petitioner. 


410 
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Respondent, through its secretary, admits the change of name, but 
denies that such change was calculated to and likely to deceive the public. 
It contends it initiated the use of its present name only after receiving 
approval by the secretary of state’s office as to its right to use it and that 
said name was not in conflict with any other corporate entity. Said 
secretary of respondent has been in the laundry business since 1928 and 
has been secretary to the Long Island Power Laundry Owners’ Association 
for seven years, during all of which time he has never heard of the 
petitioner. 


As indicated by the answering papers, the principal offices of the 
parties are in different counties and the respondent does not supply any 
of its own linens to its customers but merely launders them. Respondent 
further contends that it does not receive any of the petitioner’s mail nor 
telephone calls nor have any customers of either of the parties indicated 
that they have been misled or confused. 

The aforementioned statute, so far as pertinent, provides: “No * * * 
corporation shall, with intent to deceive or mislead the public, assume, 
adopt or use as * * * a corporate * * * name, for advertising purposes, 
or for the purposes of trade, or for any other purpose, any name * * * or 
a part of any name * * * which may deceive or mislead the public as to 
the identity of such * * * corporation or as to the connection of such * * * 
corporation with any other * * * corporation.” 


In Asssociation of Contracting Plumbers of the City of New York, 
Inc. v. Contracting Plumbers Association of Brooklyn & Queens, Inc., 302 
N.Y. 495, 89 USPQ 629, (41 TMR 697), the court is discussing the sum- 
mary effect of the statute at page 498, 89 USPQ at 629, stated: 


“* * * When the legislature enacted Section 964 of the Penal 
Law, it provided a new and summary proceeding not heretofore 
available by which an aggrieved party in a proper case, could obtain 
speedy and drastic relief without the delays incident to a plenary 
action. Matter of Julius Restaurant v. Lombardi, 282 N.Y. 126, 45 
USPQ 109, (30 TMR 187). This is not to say, however, that compliance 
with basic evidentiary rules may be dispensed with. The very nature 
of the remedy—a permanent injunction—to be had without a trial on 
affidavits alone—requires that it be invoked only when the right thereto 
is established in a clear and convincing manner. Where basic factual 
allegations of violations are controverted summary relief may be 
denied. Matter of Alexander’s Dept. Stores v. Cohen, 269 App.Div. 
117—, 65 USPQ 341, (35 TMR 121), rev’d 295 N. Y. 557.” 


The court further stated at page 501, 89 USPQ at 631: “* * * The 
wrong is in the use with intent * * *.” And at page 502, 89 USPQ at 
631: “* * * The summary relief authorized should be invoked only when 
there is conclusive evidence of intent ‘to deceive and mislead the public.’ ” 


In prior decisions, such as Matter of Agash Refining Corporation v. 
Gash, 182 Mise. 309, 63 USPQ 108, 109, it was held: “Before a remedy 
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so summary and sweeping is granted, the proof in support of the allegation 
should be clear and convincing that the statute is or may be violated or 
that the public is in present danger of harm through deception” (citing 
Matter of Bill’s Gay Nineties, Inc. v. Fisher, 180 Mise. 721, 60 USPQ 151 
(34 TMR 95), see also Overseas News Agency, Inc. v. Overseas Press, Inc., 
et al., 183 Mise. 40, 62 USPQ 510, (34 TMR 329), aff’d 268 App. Div. 856, 
63 USPQ 361; Matter of Murray v. Roedel, 196 Misc. 233, 83 USPQ 482. 

When the foregoing is established, a case for summary relief is made 
out. Here, however, the proof falls short of such a showing. The record 
presents issues of fact impossible of determination on conflicting affidavits 
and a conclusory statement that the change in the respondent’s name was 
calculated and likely to deceive and mislead the petitioner’s customers, 
potential or otherwise. There is no positive factual proof presented indi- 
eating a violation of the subject section or any inference to be drawn that 
the assumption by the respondent of its present name was calculated to 
secure business upon the good will and standing of the petitioner. 

Under these circumstances a permanent injunction under the highly 
penal provisions of section 964 of the Penal Law should not issue without 
the presentation of testimony of witnesses given in court and attended by 
all the usual safeguards including the right of cross-examination and pos- 
sible production of compulsory evidence. This is particularly true where 
the statute, as it does here, requires that an intent to deceive the public 
must exist before an injunction may issue. 

The petitioner may be entitled to an injunction in an action in equity, 
but on the papers submitted herein, in the proceeding chosen by petitioner, 
summary and final relief cannot be granted. 

Accordingly, the petition is dismissed. 


PROGRESSIVE WELDER COMPANY et. al. v. MERTON P. COLLOM, 
doing business as 
PROGRESSIVE WELDER SALES COMPANY OF MINNESOTA, et. al. 


No. 4623 — D. C., Minnesota — October 20, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Defendants are enjoined from use of plaintiff’s corporate name after expira- 
tion of franchise, as this might result in palming off the goods, particularly in view 
of defendant’s intent to trade upon plaintiff’s good will and evidence shows actual 
confusion. Plaintiff has established secondary meaning of its name by the volume 
of its sales and substantial sums expended for advertising. While plaintiff does 
not presently manufacture it has retained its name and corporate franchise and 
therefore is qualified to assert its rights. 


Defendants’ contention that no confusion will result in view of differentiation 
of name by the addition of words OF MINNESOTA is unsound since purchasers may 
eonclude defendant is a branch or affiliate. 


Action by Progressive Welder Company and Progressive Welder Sales 
Company v. Merton P. Collom, doing business as Progressive Welder Sales 
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Company of Minnesota, and Progressive Welder Sales Company of Min- 
nesota, Inc., for unfair competition. Judgment for plaintiffs. 


Neville, Hachey & Johnson, of Minneapolis, Minnesota for plaintiffs. 
Wolner, Kelly & Haglund, Excelsior, Minnesota for defendants. 
Joyce, District Judge. 


The plaintiffs in this action seek equitable relief upon their claim that 
the defendants wrongfully appropriated and wrongfully use the words 
PROGRESSIVE WELDER as part of their business names or designations. 
Jurisdiction is found in this court by reason of diversity of citizenship and 
the existence of the requisite amount in controversy. 


Progressive Welder Company (hereafter referred to as the Welder 
Company) and Progressive Welder Sales Company (hereafter referred to 
as the Sales Company) were incorporated under their present names in 
1935 and 1950 respectively under the laws of the State of Michigan. The 
Welder Company, since shortly after its incorporation, engaged in the 
manufacture and sale of welding equipment and supplies and over the 
course of years expanded its sales market to include the principal indus- 
trial states. It appears from the evidence that the Welder Company 
through extensive advertising and sales promotion obtained a position of 
recognized importance in the field particularly with respect to industrial 
or production type welding equipment and made sales directly or through 
its sales dealers in many states including Minnesota. 


Commencing in the spring of 1947 the Welder Company adopted a 
policy of identifying its sales representative in each of the respective sales 
territories aS PROGRESSIVE WELDER SALES COMPANY OF to which title was 
added the name of the state in which the representative was located, and 
thereafter franchises or sales agreement negotiated with such represen- 
tatives were executed by them under such name and style. The first such 
contract was executed in April 1947 and by September of 1948 seven 
additional contracts were in effect covering several sales territories. The 
number of such contracts had increased to nine by March 1, 1949 and to 
fifteen by September 1, 1949. 


The adoption of such form of name on the part of the sales represen- 
tatives was not the result of express written agreement or license but was 
made at the suggestion and with the consent of the Welder Company as 
an expression of its general sales policy. 

The Sales Company was organized in 1950 for the purpose of func- 
tioning as the national sales distributor of the products of the Welder 
Company and from that time took over from the Welder Company the 
entire sales operation including advertising and sales promotion and of 
course dealt with the local representatives as principal. 

In the spring of 1949 the defendant Collom entered into an arrange- 
ment with the Welder Company whereby he was given the right to sell the 
company’s products in the State of Minnesota, and in portions of adjoining 
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states. A formal franchise agreement was executed on May 9, 1949. In 
this initial contract and subsequent contracts Collom was described as 
DOING BUSINESS AS THE PROGRESSIVE WELDER SALES COMPANY OF MINNESOTA, 
and in August of 1949 Collom filed notice of intention to adopt such busi- 
ness name under M.S.A. Sec. 333.01. In September of 1950 when the time 
arrived for the execution of a new one year agreement the Sales Company, 
having taken over dealings with the local representatives, executed the 
same, in substitution for the Welder Company. When that agreement 
expired by its terms no further formal agreement was executed but Collom 
continued for some months to represent the Sales Company upon an in- 
formal basis. In any event his authority to do so terminated not later 
than December 31, 1952, as Collom himself admitted in a letter, plaintiffs’ 
exhibit No. 24. 


Following this termination of the dealership arrangement Collom 
continued to do business as a distributor of other lines of welding equip- 
ment but still employed the name and style adopted in 1949. In June of 
1953 Collom caused a Minnesota corporation to be organized under the 
same name, PROGRESSIVE WELDER SALES COMPANY OF MINNESOTA, INC., and 
since that date both defendants have done business under the name although 
neither sells PROGRESSIVE WELDER products. 


Collom and the defendant corporation have circulated advertising 
material in Minnesota and surrounding states under the defendant cor- 
poration’s name and have distributed printed cards in the same area which 
in substance read as follows: 

“Progressive Welder Sales Company of Minnesota, Inc. 
* * * * * 

In order to assist our customers we have expanded our Minneapolis 

facilities to include an engineering staff and a replacement parts 


service. Please address all correspondence to Progressive Welder 
Sales Company of Minnesota, Inc. 


Morton P. Collom, President.” 

The firm name as it appears on the card, by reason of the type face and 
color of ink employed, is in apparent simulation of the letter head used 
by the plaintiff Sales Company, and neither Collom who testified on his 
own behalf nor any other witness offered any relevant or satisfactory 
explanation to dispel the inference that such simulation was intentional. 
Reference will be made later to the effect of the circulation of such cards. 
The defendants claim that Collom obtained rights in the name by his 

use prior to the time the 1949 sales agreement was executed and produced 
several witnesses who testified that he employed the name prior to the date 
of that agreement, May 9, 1949, in his dealings with the trade. Some of 
the witnesses were of the impression his use of the name commenced as 
early as February of 1949, but none was positive as to the exact date and 
their testimony is entirely consistent with the conclusion that Collom’s 
first use of the name was at a time when he had already commenced 
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negotiation with the Welder Company for a sales territory. It is not 
entirely clear when those negotiations were commenced, the testimony in 
that regard being somewhat confused. It is clear in any event they com- 
menced some time prior to February 25, 1949 for on that date Mr. Plummer, 
sales manager for the Sales Company, wrote a letter to Collom, defendants’ 
Exhibit “B,” enclosing a blank form of franchise agreement. It is incon- 
ceivable that this letter represented the first contact of the parties. The 
court is convinced in accordance with the logic of the situation that Collom’s 
first use of the name came after the commencement of negotiations. From 
the beginning his use was not in his own independent right but in connec- 
tion with his representation of the plaintiffs or in anticipation thereof. 


Since the only ground of federal jurisdiction present in this case is 
diversity of citizenship it is clear that Minnesota law governs the plain- 
tiff’s claim of unfair competition. Pecheur Lozenge Co., v. National Candy 
Co., Inc., 315 U.S. 666, 53 USPQ 11, (32 TMR 194). In this connection 
Howards Clothes, Inc. v. Howard Clothes Corp., 236 Minn. 291, 296-297, 
52 N.W.2d 753, 93 USPQ 107, 109-110 (42 TMR 675), contains the most 
recent and informative statement of Minnesota law on the subject of trade 
names. As indicated in that case the plaintiffs must establish three ele- 
ments in order to prevail here. 

“(a) That plaintiff’s name has a special significance or secondary 
meaning in the trade; 

(b) That plaintiff has an exclusive right to, or a protectible in- 
terest in, the trade name with reference to his goods, services, or busi- 
ness and with reference to the territorial or special group market in 
which his trade name is used; and 

(ec) That defendant has unfairly used plaintiff’s trade name, or 
a confusing simulation thereof (although not necessarily with a fraudu- 
lent intent), whereby the ordinary purchaser, to plaintiff’s or the 
publie’s detriment, has been, or is reasonably likely to be, deceived 
as to the true identity of the goods, services, or business, and is misled 
into believing that he is getting plaintiff’s product when he is in fact 
getting that of defendant.” 

Whether the present plaintiffs have succeeded in attaching to their 
name a secondary meaning connoting their business and the PROGRESSIVE 
WELDER products in which they deal, is an issue of fact upon which prior 
precedent is of little assistance. The factors which may be considered by 
the court on that question are illustrated by the cases collected in Note 


150 ALR 1067, 1082-1097. 


In the present case plaintiffs have presented evidence tending to show 
that defendants’ use of the name has created actual confusion in the minds 
of customers as to the connection between the plaintiffs’ business and that 
of defendants. In addition there is opinion testimony, by witnesses familiar 
with the group market in which welding equipment is sold, to the effect 
that in such group market, the words “Progressive Welder” do have a 
secondary meaning indicative of a certain line of welding equipment and 
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of the plaintiffs as the source of that line of goods. Such testimony may 
be necessarily subject to the frailties of possible bias and inadequacy of 
sampling with reference to the entire group market in which the existence 
or non-existence of secondary meaning must be determined. See Premier- 
Pabst Corp. v. Elm City Brewing Co., D.C. Conn. 9 F.Supp. 754, 760, 23 
USPQ 84, 89-90. Yet when considered with the other factors present here 
(1) the use of the name by the Welder Company in connection with its 
business since its incorporation in 1935, (2) the volume of business done 
by plaintiffs, the evidence indicating that on a volume basis the Sales 
Company is presently one of the four largest suppliers of such equipment 
in the country, and (3) the substantial sums expended by plaintiffs for 
advertising and other sales promotion of a nature calculated to impress 
upon the sales market an identification of the trade name with their par- 
ticular line of goods, the court is of the opinion that plaintiffs have estab- 
lished the existence of the requisite secondary meaning. 

It appears that the Welder Company since 1950 has sold its products 
only through its distributor, the Sales Company, and at present is not 
engaged in manufacturing although it retains its name and its corporate 
franchise. However, defendants do not seriously contend that it has 
abandoned its name or good will as such manufacturer and there being no 
evidence here to support such contention if it were made, other than the 
suspension of production, it remains qualified to assert its rights therein. 
See Note 3 ALR 2d 1226, 1244. The Sales Company on the other hand 
is not a manufacturer but obtains its requirements from other manufac- 
turing suppliers and sells and distributes such products as “Progressive 
Welder” equipment. Since the goods supplied are made to its specification 
it also has standing to assert here its rights to the name and attendant 
good will. Cf. Menendez v. Holt, 128 U.S. 514. 

The court is also of the opinion that plaintiffs’ interest in the good 
will represented by the name and attendant connotations is in other respects 
protectible as against these defendants. The defendant’s claim to the 
contrary is based upon their contention that Collom used the name in 
connection with his own business prior to becoming a sales representative 
of the plaintiffs and this prior use was a sufficient appropriation to protect 
defendants in their present use as against the claims of plaintiffs. 

It is at least doubtful that Collom made any use of the name except 
in connection with his representation of the plaintiffs. This was certainly 
true with reference to the period in which he was operating under the 
successive franchise agreements. And the isolated instances in which 
Collom may have employed the name in the period immediately prior to 
May of 1949 were, as previously indicated, most certainly made on behalf 
of “Progressive Welder” products and on behalf of the supplier from whom 
he expected to obtain a sales territory. Collom was well aware of the 
Welder Company long prior to 1949 and had in fact been employed by 
that company at one time. Nor does the bare fact that he adopted the 
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business designation prior to the execution of a formal contract alter the 
situation since it was obviously done with the consent of the Welder Com- 
pany. Societe Anonyme Du Filtre v. Pasteur Chamberland Co., 8.D. Ohio, 8 
Trade Mark Reporter 298. 

Even if it be assumed that the casual and intermittent use of the 
assumed name by Collom prior to May of 1949 was solely in connection 
with his own business, it is apparent that defendants do not contend such 
use generated a secondary meaning; nor is there evidence here to support 
any such contention. Such use was not in any event a protectible appro- 
priation. Cf. C. A. Briggs Co. v. National Wafer Co., 215 Mass. 100, 102 
N.E. 87. 

No continuing right to the use of the name arose out of its use by 
Collom as an incident of the sales franchises which he held from plain- 
tiffs, and the failure of such agreements to make specific provision as to 
the continued use of the name upon expiration of the franchises will not 
prevent the court from protecting the true owner of the name and the 
good will represented thereby if continued use has resulted in or may 
reasonably be expected to result in deception among the trade. Morand 
Bros. v. Chippewa Springs Corp., 7th Cir., 2 F.2d 237; J. F. Rowley Co. v. 
Rowley, 3rd Cir., 18 F.2d 700; Lawrence-Williams Co. v. Societe Enfants 
Gombault Et Cie, 6th Cir., 22 F.2d 512; U. 8S. Ozone Company v. U. 8. 
Ozone Company of America, 7th Cir., 62 F.2d 881, 16 USPQ 233; Societe 
Anonyme Du Filtre v. Pasteur Chamberland Co., 8.D. Ohio, 8 Trade Mark 
Reporter 298; A.I.M. Percolating Corp. v. Ferrodine Chem. Corp., 139 
Va. 366, 124 S.E. 442. 

Defendants contend there is no confusion or possibility of confusion 
because the defendants’ name is differentiated from that of plaintiffs by 
the addition of the words or MINNESOTA, that the parties respective places 
of business are widely separated, and inasmuch as most purchases of weld- 
ing equipment involve substantial sums and sales are made to industrial 
firms who are more sophisticated with reference to their purchases than 
the ordinary buyer there is no deception as to the business firm with which 
such purchasers deal. 

Plaintiffs concede that such purchasers are not deceived as to the 
company with which they deal but insist that the relevant confusion is 
not with respect to the physical identity of the respective businesses of the 
parties but a confusion as to the connection or relationship between the 
parties and correspondingly as to the line of goods handled by the de- 
fendants. In this connection they contend purchasers will be wrongfully 
led to believe that defendants operate a branch or subsidiary of the plain- 
tiff companies. See Colorado Nat. Co. v. Colorado Nat. Bank, 95 Colo. 
386, 36 P.2d 454; Vickers Inc. v. Fallon, D.C., E.D. Mich., 48 F.Supp. 221, 
56 USPQ 262. Such situation may not only make possible the “palming 
off” of goods in the narrow meaning of the phrase but in addition it is 
apparent that even without that result the plaintiffs having no control 
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over the business methods and operation of the defendants may suffer 
injury to its good will arising out of such methods of operation. Cf. 
Time Incorporated v. Life Television Corporation, D.C.Minn., Civil No. 
4517, 103 USPQ 131 (45 TMR 174). 

Where the similarity of trade names or marks is such as to make con- 
fusion a doubtful question, the existence of an intent to trade upon the 
good will of another may be sufficient in itself to establish the likelihood 
of confusion without proof of specific instances of confusion. G. H. Mumm 
Champagne v. Eastern Wine Corp., 2d Cir., 142 F.2d 499, 61 USPQ 337, 
(34 TMR 196); Time Incorporated v. Life Television Corporation, D.C. 
Minn., Civil No. 4517, 103 USPQ 131, (45 TMR 174). 

Here the type of printed advertising used by defendants compels the 
conclusion that defendants in their continued use of the term PROGRESSIVE 
WELDER were motivated not by a desire to exploit any independent good 
will of their own but primarily intended to trade upon the good will of 
these plaintiffs. This is shown not only by the simulation of the type face 
and coloring employed in plaintiffs’ letterhead but also by the very word- 
ing of the announcement card. Reference to the expansion of “our Min- 
neapolis facilities’ was quite evidently intended to lead customers or 
prospective customers to believe the plaintiffs had a branch or affiliate in 
Minneapolis or that defendants were an authorized dealer. This demon- 
stration of intent is sufficient in itself to justify the court’s adoption of 
the defendants’ own apparent estimate of the possibility of confusion 
arising out of their continued use of the name. 

But the conclusion need not rest on that basis alone for the evidence 
demonstrates at least two instances of actual confusion on the part of 
customers. In both cases, that of Vendo Company and of Engineered 
Specialties, Inc., the purchasers were led to believe that in dealing with 
the defendants they were dealing with an authorized dealer or branch 
office. 

Howard Clothes Inc. v. Howard Clothes Corp., supra, is not conclusive 
that the addition of the words or MINNESOTA is sufficient to so differentiate 
the parties as to obviate possibility of confusion. The relief granted in 
that case was strictly restricted because of the clear showing that defendant 
was in complete good faith. Furthermore that case did not hold that such 
a difference in names would compel a conclusion that there was no reason- 
able possibility of confusion but only that the trial court’s finding to that 
effect was not clearly erroneous. 

The question of the scope of relief was not made an issue here but it 
appears that relief may be granted prohibiting the use by defendants of 
the words PROGRESSIVE WELDER both in their business name and in their 
advertising. The fact that the defendant corporation holds a charter 
from the State of Minnesota does not prevent allowance of the relief 
requested. U. 8. Ozone Company v. U. 8. Ozone Company of America, 
7th Cir., 62 F.2d 881, 16 USPQ 233. 
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Defendant Collom’s counterclaim for commissions allegedly earned 
upon goods sold on behalf of plaintiffs prior to December 31, 1952 was 
admitted by plaintiffs’ reply to be a proper claim in the amount of $814.30. 
No evidence was introduced by Collom to support a recovery in a larger 
amount. Accordingly Collom is entitled to judgment against both plain- 
tiffs in the amount indicated. 

Proposed findings of fact, conclusions of law and order for judgment 
in accordance with this opinion may be prepared and submitted, together 
with a proposed form of order of injunction in accordance with the prayer 
for relief contained in the complaint. 


S. C. JOHNSON & SONS, INC. v. JOHN C. STALFORT & SONS, INC. 
No. 7005 — D. C., Maryland — November 3, 1954 
COURTS—PLEADING AND PRACTICE 
EFFECT OF REGISTRATION—THE SUPPLEMENTAL REGISTER 
Plaintiff who registered HARD GLoss for liquid polish for floors on Supple- 

mental Register sued to prevent defendant from use of similar mark for polish on 
related goods. Plaintiff objects to interrogations asking whether the product is 
covered by patents and if certain specific patents are employed in the manufacture 
of the goods. Plaintiff is required to answer questions as to patents since patents 
might use the words HARD and GLOSS as descriptive of the product or of the finish 
obtained by its application. Such use would be revelant to the issues. However, 
plaintiff need not state what means are employed to give the hardness and gloss 
to the product. 


Action by 8S. C. Johnson & Sons, Inc. v. John C. Stalfort & Sons, Inc. 
for trademark infringement. Defendant counterclaims for cancellation 
of trademark registration. Plaintiff objects to interrogatories. Objec- 
tions sustained in part and overruled in part. 


Richard W. Case and Semmes, Bowen & Semmes, of Baltimore, Maryland, 
Thomas L. Mead, Jr., Francis C. Browne, William E. Schuyler, Jr., 
and Andrew B. Beveridge, of Washington, D. C., and Harold F. 
Greweldinger, Racine, Wisconsin for plaintiff. 

Thomas W. Y. Clark, Samuels & Clark, J. Wesley Everett, and Gordon C. 
Murray, of Baltimore, Maryland for defendant. 


THOMSEN, District Judge. 

Plaintiff has registered on the Supplemental Register the trade mark 
HARD GLOoss for liquid polish for floors has sued to prevent defendant 
from using any similar mark in connection with such polish or goods 
related thereto. 

Defendant claims, inter alia, that the words HARD GLoss are descriptive 
of the finish claimed to be obtained by use of the product; that the plain- 
tiff’s use of those words is not capable of identifying its product or of 
distinguishing it from the liquid polish for floors manufactured or sold 
by others; and that the registration was improper. Defendant’s counter- 
claim seeks a judgment canceling that registration and enjoining plaintiff 
from interfering with defendant and its customers in the use of the words 
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HARD and GLoss separately and together as applying to the finish obtained 
by the use of defendant’s product. 

Plaintiff has objected to two groups of interrogatories propounded by 
defendant under Rule 33, Fed. R. Civ. P.: (a) Numbers 40-45, asking 
whether the product which plaintiff designates by the words JOHNSON’s 
HARD GLOSS GLO-COAT is covered by a patent or patents, and, if so, the patent 
numbers, ete., and whether four patents, whose numbers are given, cover 
said product; (b) Numbers 59-60, asking what means are employed by 
plaintiff which give “gloss” and “hardness” respectively to said product 
when properly applied to floor surfaces. 

(a) Numbers 40-45. The diligence of counsel has discovered no case 
directly in point nor any closely analogous. In Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, at 117, 39 USPQ 296, 298-299 (28 TMR 569), a 
trade mark case, the Supreme Court noted that in the basic patents assigned 
to plaintiff the term “shredded” was repeatedly used as descriptive of the 
product. The fact that the patent in that case had expired gave defendants 
in that case certain rights which defendant in this case may not have, but 
does not affect the relevancy of the question whether the words alleged 
to constitute the trade mark were used in the patents as descriptive of the 
product. Defendant evidently expects that if plaintiff’s product is pro- 
duced under a patent, the patent used the words “hard” and “gloss” as 
descriptive of the product or of the finish obtained by its application. Such 
use woula be relevant to one or more of the issues framed by the pleadings, 
although the question of its materiality to the final decision of the case 
cannot be determined until the trial. Such relevancy is sufficient to sup- 
port the interrogatories. 4 Moore’s Federal Practice, Section 33.15, and 
eases cited therein. I do not believe that plaintiff will be giving away 
much of a secret in answering these questions. Defendant probably knows 
whether the product is being manufactured under the patents listed, but 
seeks and is entitled to make assurance doubly sure. Trade secrets are not 
always privileged. 

(b) Numbers 59-60. I find that defendant is not entitled to an answer 
to these questions, particularly since I have required plaintiff to answer 
Numbers 40-45. 

Counsel will prepare an appropriate order. 


DAGGETT & RAMSDELL, INCORPORATED v. MARZALL, Comr. Pats., 
et al. 
No. 54-52 — D. C., D. C.— November 4, 1954 
REGISTRATION PROCEDURE—APPEALS—R. 8. 4915 
The rulings of the Patent Office are accorded considerable respect by the 
Court and will not be overturned unless shown to be clearly erroneous or new and 
substantial evidence is offered. 
Where plaintiff, the manufactory of various cosmetics carrying the trademark 
DEBUTANTE, brought an action to restrain the issuance of the trademark DEBUTANSET 
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used for defendant’s hairbrushes, hairbrush handles and set held plaintiff’s trade- 
mark on cosmetic items including mascara applied with an accessory mascara 
brush did not indirectly apply to cover brushes and brush sets; there is little 
likelihood of confusion between plaintiff’s and defendant’s products because of the 
different physical characteristic mode of use and function of the products and 
channels of trade in which they are sold. The decision of the Commissioner of 
Patents entitling the defendant to register DEBUTANSET as a trademark over 
plaintiff’s opposition based on the prior registration of DEBUTANTE for cosmetics 
including mascara and accessory brush is sustained. 
CouRTS—EVIDENCE 
The plaintiff in an R. 8S. 4915 action is not estopped from introducing evi- 
dence to establish prior use of its trademark merely because of the failure to 
present the evidence to the Patent Office within the proper time. 

Action by Daggett & Ramsdell, Inc. v. John A. Marzall, Commis- 
stoner of Patents, and Lactona, Incorporated, under R. 8S. 4915, trademark 
application, Serial No. 521,905, Filed May 5, 1947. Complaint dismissed. 
Francis C. Browne, of Washington, D. C. for plaintiff. 

E. L. Reynolds for defendant Marzall. 

John W. Brennan, of Washington, D. C. for defendant Lactona, In- 
corporated. 

YounaepDaHL, District Judge. 

This is a suit to restrain the issuance of a trademark registration. 
Lactona, Inc., defendant, filed an application for a trademark registration 
on May 5, 1947, under the Trade Mark Act of 1905. It sought registration 
of the trademark DEBUTANSET to be used on hairbrushes, hairbrush handles 
and hairbrush sets. Trademarks are registered in classes. This particular 
one falls into a class entitled “Brooms, brushes and dusters.” The 
United States Patent Office published the mark on June 1, 1948. 

On June 30, 1948, Daggett & Ramsdell, Inc., plaintiff, filed an oppo- 
sition to the registration of this trademark, naming both Lactona, Inc., 
and the Commissioner of Patents as co-defendants. Plaintiff manufactures 
various types of cosmetics which carry the trademark DEBUTANTE. That 
trademark was registered on October 4, 1932, covering cosmetic items which 
fall into a class entitled “Chemicals, medicines and pharmaceutical prepa- 
rations.” The basis of plaintiff’s opposition is that prior to the granting 
of the trademark DEBUTANSET to defendant it had used its own trademark 
DEBUTANTE on a mascara set which includes the cosmetic mascara and a 
mascara brush, and that if defendant secures the registration it seeks, there 
will be confusion in the mind of the public as to the origin of the mascara 
brush, the trademarks being so similar and both products being brushes. 

Plaintiff's opposition was dismissed by the Examiner of Interferences 
after a full hearing. Plaintiff appealed to the Commissioner of Patents. 
On July 3, 1951, 90 USPQ 37 (41 TMR 854), the Assistant Commissioner, 
on behalf of the Commissioner of Patents, dismissed the appeal, thereby 
affirming the Examiner of Interferences. He stated in his findings that, 
90 USPQ at 39: 


“* * * opposer’s cosmetics for beautifying the skin and the appli- 
eant’s hair brushes and hair brush sets, including hair brush handles, 
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used for grooming the hair, do not constitute goods of the same de- 
seriptive properties, being unalike in composition, physical appearance 
and utility, and further in view of the lack of identity between the 
marks of the respective parties the opposition was properly dismissed.” 


The Commissioner also found that there was no evidence before the exam- 
iner to show any use by plaintiff of its mark on a mascara set prior to 
March 12, 1947, the date defendant began using the trademark DEBUTANSET 
on its hairbrushes. 

This suit in form is a trial de novo of the decision of the Patent 
Office. Under Section 5(b) of the Trade Mark Act of 1905 (15 U.S.C. 85) 
plaintiff will succeed in his opposition if he can show that defendant’s 
trademark nearly resembles his own; that defendant’s trademark is used 
on merchandise of the same descriptive properties with the result that it 
is likely to cause confusion in the mind of a purchaser or the public gen- 
erally as to the origin of the respective goods. 

Plaintiff asserts that DEBUTANSET and DEBUTANTE are nearly identical 
marks, and that cosmetic items on the one hand and brushes on the other 
are sold and used together so commonly that the purchasing public is 
likely to assume that reasonably similar articles within this category have 
a common origin. 

Defendant asserts that the trademarks are not in any real way iden- 
tical; that the goods are dissimilar in physical appearance and in the use 
to which they are put; and that the defendant sells brushes only while 
the plaintiff sells mascara primarily, the mascara brush being an incidental 
item included in the set for convenience. 


A long standing and consistent policy of this Court is to accord con- 
siderable respect to the rulings of the Patent Office. Such rulings will 
not be overturned unless shown to be clearly erroneous or new and sub- 
stantial evidence is offered. National Lead Co. v. Kingsland, 74 F.Supp. 
985, 76 USPQ 174 (D.C., D.C. 1948), Abbott v. Coe, 109 F.2d 449, 43 
USPQ 267 (1939). At the same time the Court is entitled to rely more 
heavily on its own judgment where the case, as here, does not involve an 
intricate scientific problem. 


During the trial before this Court, evidence introduced by plaintiff 
to establish prior use of its trademark on mascara cosmetic sets which 
included brushes was admitted conditionally. The Court now rules this 
evidence was properly received. Plaintiff is not estopped from offering 
such evidence as a result of failing to present it to the Patent Office within 
proper time. Estoppel applies only when the failure to introduce evidence 
is an act of gross negligence, bad faith, or a conscious suppression or wilful 
withholding of available evidence. E. I. du Pont de Nemours & Co. v. 
American Cyanamid, 120 F.Supp. 697, 101 USPQ 270 (D.C. D.C. 1954), 
Shell Development Co. v. Pure Oil Co., 111 F.Supp. 197, 199, 96 USPQ 
309, 311 (1953). No such bad faith exists here. The evidence is helpful 
to the Court in determining the dispute on hand and is therefore properly 
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admitted. Knutson v. Gallsworthy, 164 F.2d 497, 74 USPQ 324 (1947). 

Considering all of the evidence, this Court agrees with the decision 
of the Patent Office that the trademark DEBUTANSET was properly regis- 
trable. It is not enough that plaintiff is able to establish prior use of its 
trademark on the mascara brush when the articles in dispute do not have 
the same descriptive properties. What the plaintiff is primarily selling 
and what the public is buying is the cosmetic mascara. The unmarked 
brush is an incidental item contained in the set for convenience. If one 
intends to buy a particular type of nail polish, for example, the known 
quality, the established name of the maker, the desired color of the polish 
will determine what brand will be purchased; the type brush which is to 
be used for application does not. The mascara brush is not itself marked 
in any way and is not offered to the public as an independent item in its 
line. Plaintiff is seeking to give an unwarranted trademark significance 
to the applicator as an independent item rather than as part of the 
cosmetic. A cosmetic set remains a cosmetic set, and a cosmetic brush found 
within the set does not change the descriptive properties of the set into 
those of a brush. 

While a trademark on the outside of a cosmetic container is equivalent 
to applying it to a cosmetic in certain cases, Elgin American Mfg. Co. v. 
Elizabeth Arden, Inc., 83 F.2d 681, 29 USPQ 539 (26 TMR 416) (1936), 
we are of the opinion that marking a container for a cosmetic (the primary 
article being sold) is not equivalent to marking an accessory mascara 
brush, inserted into the container for convenience as an incidental item. 

Beyond this it cannot be said that a mascara applicator and a hair- 
brush are articles with the same descriptive properties because both are 
used on the hair. Defendant’s brushes are toilet articles used to keep the 
hair on top of the head in place while plaintiff’s mascara applicator is an 
aid in applying a cosmetic to the eyelashes, giving them a darker color 
and the illusion of greater length. An attempt to apply mascara with 
one of defendant’s brushes would be no more satisfactory than an attempt 
to comb one’s hair with plaintiff's mascara brush. These products are 
designed to accomplish different purposes and the fact that they come into 
contact with a similar substance, hair, does not alter their basic differences. 
Razor blades and shampoo are both used on human hair but they do not 
have the same descriptive properties. McKesson & Robbins, Inc. v. Isen- 
berg, 167 F.2d 510, 77 USPQ 382 (38 TMR 663) (1948). Nice distinctions 
on the basis of use are constantly drawn. Affiliated Products, Inc. v. 
Crazy Water Co., 104 F.2d 366, 42 USPQ 22 (29 TMR 399) (1939), 
American Safety Razor Corp. v. W. G. Shelton Co., 70 USPQ 243. Grove 
Laboratories, Inc. v. Terwilliger, 86 USPQ 326 (40 TMR 868). 

The record indicates that plaintiff does not possess a distinctive or 
fanciful trademark. Plaintiff seeks to extend such trademark, which 
presently covers cosmetic items, to cover brushes and brush sets in an 
indirect manner by asserting prior use on a mascara brush and then striving 
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to establish the similarity between this brush and the hairbrushes produced 
by defendant. Plaintiff did not use his trademark on brushes simply by 
placing it on a mascara set which included the mascara applicator for 
convenience. Assuming, however, that the trademark did attach in this 
manner to the mascara brush, the general nature of plaintiff’s trademark, 
the different characteristics of the brushes in issue, would still allow 
defendant to register DEBUTANSET on his brushes. Sunbeam Lighting Co. 
v. Sunbeam Corp., 183 F.2d 969, 86 USPQ 240 (40 TMR 669) (9th Cir. 
1950), Jewel Tea Co., Inc. v. Kraus, 187 F.2d 278, 88 USPQ 14 (41 TMR 
134) (1950). 

The Court is of the opinion that there is little likelihood of confusion 
as to the origin or source of the respective goods in issue. The two products 
differ in physical characteristics, mode of use and function. Furthermore, 
they are sold in different channels of trade and not on a competitive basis 
in the same stores—plaintiff selling on a house-to-house basis through the 
Fuller Brush Company, defendant selling through retail department 
stores. These differing areas of trade afford some evidence that no con- 
fusion will exist. Richardson v. Norcross, 80 F.Supp. 799, 78 USPQ 122 
(38 TMR 914) (D.C. D.C. 1948), McKesson & Robbins, Inc. v. Fischer 
Industries, Inc., 87 USPQ 272 (41 TMR 73). 

The Court does not consider whether or not defendant abandoned use 
of the trademark DEBUTANSET since no serious allegation has ever been 
made either in the Patent Office or in the complaint or any pleading or 
oral argument before this Court. 

Upon the oral arguments and written briefs, and upon all the evidence 
filed and presented here, the Court concludes that Lactona, Inc., as the 
Patent Commissioner found, is entitled to the registration of its trademark 
DEBUTANSET to cover those goods enumerated in its trademark application. 


An order may be prepared consistent with these findings. 





AMERICAN RADIATOR & STANDARD SANITARY CORPORATION 
v. SUNBEAM CORPORATION 


No. 95-352 — D. C.,$. D.N. Y¥. — November 17, 1954 


CouRTS—PRELIMINARY INJUNCTION 

Motion for preliminary injunction denied where plaintiff used sunBEAM for 
air-conditioning apparatus for heating and cooling of a structure by a central-unit 
and defendant used SUNBEAM for electrical room air-conditioners since there was 
no right of either party to the exclusive use of the name SUNBEAM, there were 
issues of facts which the court was unable to resolve from the papers submitted 
on the motion, namely, whether, in the trade, air-conditioning is a generic name, 
whether confusion will result to customer by the use of SUNBEAM concurrently 
for plaintiff’s and defendant’s products, and whether plaintiff by failing to enter 
the field of electrically operated room air-conditioning equipment, has left the field 
open to the defendant, which apparently was the first to use the mark SUNBEAM 
on electrical appliances. 
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Action by American Radiator and Standard Sanitary Corporation v. 
Sunbeam Corporation for trademark infringement and unfair competi- 
tion. Plaintiff moves for preliminary injunction. Motion denied. 


Sullivan & Cromwell (Roy H. Steyer and Robert Lockwood of counsel) of 
New York, N. Y. for plaintiff. 


Woodson, Pattishall & Garner, of Chicago, Illinois and Davis, Polk, Ward- 
well, Sunderland & Kiendl, of New York, N. Y. (Beverly W. Pattishall 
and George R. Clark, of Chicago, Illinois of counsel) for defendant. 


Dawson, District Judge. 


This action seeks a permanent injunction to enjoin the defendant from 
using the trademark and trade name SUNBEAM in connection with heating, 
cooling, and air-conditioning equipment. On the papers before me, plain- 
tiff seeks a preliminary injunction. 

The facts briefly stated are as follows: 


The plaintiff, American Radiator and Standard Sanitary Corporation, 
manufactures a wide range of items used by the building, heating, and 
plumbing industries. The defendant Sunbeam Corporation, is a large 
manufacturer of electrical household appliances and metal treating fur- 
naces. 


In 1920, the Fox Furnace Company, a predecessor corporation of the 
plaintiff, began to use the trademark and trade name sUNBEAM in con- 
nection with the manufacture and sale of heating and ventilating equip- 
ment. In 1922, it filed an application for the registration of its trademark 
SUNBEAM in the United States Patent Office for use on coal furnaces, in 
class 34, “heating, lighting, and ventilating apparatus, not including 
electrical apparatus,” which trademark was registered under the Act of 
1920 on July 5, 1923. Plaintiff did not reregister its trade name SUNBEAM 
under the Lanham Act 15 U.S.C.A. 1051 et seq., and relies on its Common 
Law right. 


In 1921, the defendant adopted and used the trademark sunBEAM for 
certain electrical appliances manufactured and sold by it. This trademark 
was first registered with the United States Patent Office on August 2, 1921 
for use on electrical flat irons and thereafter, commencing in 1928, it was 
reregistered in almost each successive year for use on different electrical 
appliances. 


Both plaintiff and defendant have extensively used and advertised the 
name SUNBEAM for their respective products for many years. Until 1953, 
the product categories for which each used the name SUNBEAM were sepa- 
rate and distinct and no question had arisen as to the right of each to 
the use of the name in their respective fields—electrical household appli- 
ances by the defendant, and oil and gas fired industrial, and building, 
heating and cooling units by the plaintiff. Plaintiff’s mode of distribution 
normally has been through the trade, via building, heating, and plumbing 
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contractors. Defendant’s mode of distribution generally has been directly 
to the public through retailers of electrical equipment and appliances. 


In 1953, plaintiff set up and advertised to the trade a separate divi- 
sion, encompassing its household heating and cooling business, known as 
the SUNBEAM AIR-CONDITIONING DIvIsioN. So far the air-conditioning 
apparatus advertised by it seems to have been large units for the heating 
or cooling of a structure or part of a structure by a central furnace or 
unit, either gas fired or oil fired. It has not yet, so far as the motion papers 
disclose, entered upon the sale of electrically powered individual room 
air-conditioners. In March of 1954, defendant started to market electrical 
room air-conditioners under the trade name SUNBEAM. Shortly thereafter, 
plaintiff commenced this action. 


The complaint alleges two causes of action—one for trademark and 
trade name infringement, the second for unfair competition and unfair 
business practices. In each, plaintiff alleges that the use of the name 
SUNBEAM 0n air-conditioning equipment will damage plaintiff’s established 
good will and reputation; will encourage and induce others to violate 
plaintiff's trademark and trade name and thus engage in unfair com- 
petition ; and will cause confusion in the trade and deception to the public 
with respect to the trademark and trade name. 


There is no right of either party to the exclusive use of the name 
SUNBEAM on all possible items of manufacture. A word such as this, 
which has been used as a trademark for a large number and variety of 
products, will be protected only within the range of use on similar goods. 
Sunbeam Lighting Co. v. Sunbeam Corp., 183 F.2d 969, 86 USPQ 240 
(40 TMR 669) (C.A. 9, 1950), cert. den. 340 U.S. 920, 86 USPQ 569. A 
word acquires a secondary significance as a trademark or trade name only 
in connection with some particular article or type of article. The same 
word may properly be used by others on articles of a different category. 


The issue in this case is therefore: Does the past use of the word 
SUNBEAM by the plaintiff in connection with air-conditioning units for 
heating and cooling a structure, or part of a structure, by central furnaces 
or units operated with oil or gas, give the plaintiff a right to preempt this 
name for the entire air-conditioning field so that another party may not 
use the word SUNBEAM in connection with individual room air conditioners 
which are operated by electricity from room outlets? Plaintiff first used 
the word in connection with the first type of air-conditioning apparatus. 
Defendant first used the word in connection with the second type of air- 
conditioning apparatus. If each type of apparatus is a separate category, 
there is no conflict. If, however, air-conditioning is an all inclusive cate- 
gory, then there is a conflict. 

A preliminary injunction is a drastic remedy. It generally will not 


be granted where there are doubtful issues of fact which may determine 
the result. Huber Baking Co. v. Stroehmann Bros. Co. et al., 114 F.Supp. 
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411, 97 USPQ 409 (48 TMR 493) (S.D. N.Y. 1953) ; aff'd 208 F.2d 468, 
99 USPQ 429; Federal Telephone & Radio Corp. v. Federal Television 
Corp., 180 F.2d 250, 84 USPQ 394 (40 TMR 219) (2 C.A. 1950) ; Atlantic 
& Gulf West Coast v. United States, 90 F.Supp. 554 (S8.D. N.Y. 1950). 


There are issues of fact involved in this case which should not be 
determined on affidavits alone but should be determined at a trial where 
those issues can be tested in the crucible of oral examination and cross- 
examination. There is for example, the fundamental issue as to whether, 
in the trade, air-conditioning is a generic term and whether confusion 
will result to customers when the plaintiff sells its type of apparatus under 
the name of SUNBEAM and the defendant also sells its electrical room air- 
conditioners under the same name. This is an issue which this Court has 
not been able to resolve from the papers submitted on the motion. It is 
an issue which must be determined at a trial. 


There is the further issue as to whether the plaintiff, by failing to 
enter the field of electrically operated room air-conditioning equipment, 
has left that field open to the defendant, which apparently was the first 
to enter that particular field. This is also an issue on which all the facts 
should be developed at a trial. It may be pointed out in this connection 
that it cannot be concluded as a matter of law that the defendant has 
adopted the word sUNBEAM with the improper motive of trading upon the 
good will of the plaintiff. Defendant is well known in the electrical 
appliance field. If an electrically operated room air-conditioner is an 
electrical appliance, it is not inappropriate that defendant should use its 
name on such an appliance. It is true that such use might make it more 
difficult for the plaintiff hereafter to use the name on electrically operated 
room air-conditioners, if it should seek to enter that field, but this fact 
alone would not be sufficient to warrant granting a preliminary injunction. 
Federal Telephone & Radio Corp. v. Federal Television Corp., 180 F.2d 
250, 84 USPQ 394 (40 TMR 219) (C.A. 2, 1950). 


Furthermore, the possibility of confusion between two users should 
not always, in and of itself, tip the scales in favor of the first user. 
Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 105 
F.2d 908, 42 USPQ 286 (29 TMR 514) (C.A. 2, 1939) ; cert. den. 308 U.S. 
616, 48 USPQ 520. If there did result some confusion, the resulting 
prejudice to the plaintiff might not counterbalance the prejudice to the 
defendant if it were prevented from doing this business under its own 
name. See S. C. Johnson & Son v. Johnson, 175 F.2d 176, 180, 81 USPQ 
509, 513 (39 TMR 557) (C.A. 2, 1949); cert. den. 338 U.S. 860, 83 
TSPQ 543. 

The extent to which the parties’ interests will be affected, or the public 
confused, by the use of the common name is a matter which must be 
determined from more proof than can be obtained merely by affidavits on 
an application for preliminary injunction. 
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So also the question as to whether the use of the same name by the 
defendant will result in irreparable injury to the plaintiff before a final 
decree can be entered is not so free from doubt that it would warrant 
the Court in granting this relief at this time. Plaintiff, up to the present 
time, does not appear to have entered the field of electrical room air- 
conditioning units. The proof is not conclusive that the sale of those units 
by the defendant will interfere with the sale of the apparatus now sold 
by the plaintiff for heating and cooling by furnaces or units designed to 
use oil or gas. There has been no evidence in the moving papers of any 
actual damage resulting to the plaintiff from the use of the name by the 
defendant. Here again the facts must be developed at a trial. 

The motion for preliminary injunction is denied. So ordered. 





HENNING et al. v. KITCHEN ART FOODS, INC. 
No. P-1416 — D.C., §.D. ILL., N. Div. — December 30, 1954 


UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS 
Plaintiffs and defendant entered into license agreement for recipe in prepa- 
ration of food mix. When market survey results proved unsatisfactory for the 
marketing of cake mix, defendant released any interest in recipe, and plaintiffs 
released defendant from any claims arising out of agreement. Defendant subse- 
quently developed and put on market cake mix of own. Cake mix not a new idea 
of plaintiffs’ and defendant’s mix differs as to ingredients and method of use. 

Defendant has not been enriched at plaintiffs’ expense and has not appropriated 

trade secrets from plaintiffs. Complaint is dismissed at plaintiffs’ cost and judg- 

ment entered for defendant. 

Action by Claud F. Henning, Charles C. Henning, and Edmund J. 
Krajewski v. Kitchen Art Foods, Inc., for misappropriation of trade secret. 
Judgment for defendants. 

E. V. Champion and Wayne Mathis, of Peoria, Illinois and Roger V. 
Pierson, of Princeton, Illinois for plaintiffs. 

Fischel, Kahn, Heart & Weinberg, of Chicago, Illinois and Miller, Wester- 
velt, Johnson & Thomason and Eugene Johnson, of Peoria, Illinois 
for defendant. 

Apa, District Judge. 

Frnpine or Fact 

1. Plaintiffs are residents and citizens of the State of Illinois. De- 
fendant, Kitchen Art Foods, Inc., is a Delaware corporation with its 
principal office and place of business in Chicago, Illinois. 

2. The amount in controversy exceeds the sum of $3,000 exclusive of 
interest and costs. 

3. On or about March 4, 1948, plaintiffs voluntarily solicited and 
requested defendant’s assistance in marketing an angel food cake mix, 
which they represented to be a secret recipe owned by the plaintiffs. 

4. During the period from March 4, 1948, to and including July 14, 
1948, the plaintiffs and defendant negotiated the terms of an agreement 
licensing plaintiffs’ recipe to defendant. 
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5. On July 14, 1948, plaintiffs and defendant entered into an agree- 
ment dated June 23, 1948, (Ex. “A” attached to Plaintiffs’ Complaint). 
Said agreement provides for the licensing of plaintiffs’ recipe to defendant 
through December 31, 1953. 

6. Plaintiffs and defendant agreed to test the angel food cake mix 
prepared with plaintiffs’ recipe by means of a retail market survey con- 
ducted by the Cook Coffee Company of Cleveland, Ohio. 

7. The market survey was conducted during the period from August 
23, 1948, through November 15, 1948, and the results thereof were unsatis- 
factory. As a result thereof, defendant discontinued all plans for the 
retail marketing of an angel food cake mix prepared from plaintiffs’ recipe. 

8. On or about January 13, 1949, plaintiffs requested defendant to 
release all right and interest in and to plaintiffs’ recipe for an angel food 
cake mix. 

9. The defendant in compliance with plaintiffs’ request, although then 
not required to do so, released any interest in and to plaintiffs’ recipe for 
an angel food cake mix by written instrument dated January 17, 1949 
(Ex. “B” attached to Plaintiffs’ Complaint) and in the same instrument 
plaintiffs released the defendant from any claims arising out of their agree- 
ment dated June 23, 1948 (Ex. “A” attached to Plaintiffs’ Complaint). 

10. On August 16, 1948, plaintiffs for the first time disclosed to 
defendant their allegedly secret recipe for an angel food cake mix. 

11. The defendant at no time either prior or subsequent to either 
July 14, 1948, or January 17, 1949, agreed with plaintiffs to refrain from 
marketing, producing, developing, or manufacturing an angel food cake 
mix. 

12. The use and existence of each of the ingredients contained in 
plaintiffs’ allegedly secret recipe for the making of an angel food cake mix 
was a matter of common knowledge long prior to March 4, 1948. 

13. The existence and use of each of the ingredients contained in 
plaintiffs’ allegedly secret recipe for making angel food cake mix was 
known to the defendant long prior to March 4, 1948. 

14. The combination of ingredients used by plaintiffs in their allegedly 
secret recipe for making an angel food cake mix was a matter of common 
knowledge long prior to March 4, 1948, and was known to defendant long 
prior to March 4, 1948. 

15. Any skill or so-called “know-how” which plaintiffs may have used 
in the making of an angel food cake mix was known to the defendant and 
was common knowledge long prior to March 4, 1948. 

16. The preparation and sale of angel food cake mix at wholesale to 
bakeries and at retail was common knowledge and known to defendant 
long prior to March 4, 1948. 

17. The defendant did not engage in the preparation, manufacturing 
or marketing of an angel food cake mix for the retail trade prior to March 
28, 1950. 
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18. An angel food cake mix copyrighted as KA-Ko containing on its 
label the descriptive words: KA-KO ANGEL FOOD CAKE MIX—SIMPLY ADD 
EGG WHITES was on the retail market as early as the year 1924, and con- 
tinued on the market until the year 1949. Said product, Ka-Ko Angel Food 
Cake Mix, was manufactured within a radius of fifty miles of plaintiffs’ 
home. During that period it had been nationally advertised and sold in 
every sizable city of the United States and Canada. 

19. Plaintiffs’ alleged secret recipe for making an angel food cake 
mix did not contain dried egg whites. All angel food cake mix manu- 
factured by defendant other than that manufactured for testing purposes 
from plaintiffs’ recipe contained dried egg whites. 

20. During the period from January 17, 1949, to and including March 
29, 1950, the art of drying egg whites was so improved that it became 
commercially feasible for defendant to prepare and market an angel food 
cake mix containing dried egg whites. 

21. As a result of the above improvement in the art of drying egg 
whites, the defendant without assistance, knowledge or disclosure from 
plaintiffs, on or about June 14, 1950, created in its own laboratory a recipe 
for an angel food cake mix for retail sale that was satisfactory. 

22. Thereafter, and particularly from and after October 23, 1950, the 
defendant under its trademark py-o-my produced, distributed, and sold 
an angel food cake mix developed by it in its own laboratories, and de- 
fendant at no time has used plaintiffs’ recipe in the preparing, processing 
or manufacturing of its angel food cake mix marketed under its trade- 
mark PyY-0-MY. 

23. The plaintiffs’ recipe for an angel food cake mix and the defend- 
ant’s differ, among others, in the following respects: 

(a) Defendant’s recipe contains the equivalent of eight egg whites in 
dried form, and recommends the addition of two fresh egg whites and 
water; whereas plaintiffs’ recipe requires the addition of ten fresh egg 
whites and no water. 

(b) Defendant’s recipe contains the equivalent of eight egg whites in 
dried form ; whereas plaintiffs’ recipe contains no egg whites in dried form. 

(ec) It is necessary that defendant, pursuant to its recipe, place the 
ingredients in two bags. The plaintiffs’ recipe places all the ingredients 
in one bag. 

(d) Under plaintiffs’ recipe sifting of flour is required. Under de- 
fendant’s recipe sifting of flour is eliminated. 

(e) Defendant’s recipe requires only a minimum amount of beating 
the egg whites; whereas plaintiffs’ recipe requires a specific and critical 
minimum and maximum beating of egg whites. 

(f) The percentage of ingredients by both weight and volume of 
plaintiffs’ and defendant’s recipe differ significantly, particularly with re- 
spect to the important ingredient, cream of tartar. 
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(g) Defendant’s recipe produces a substantially smaller angel food 
cake than does plaintiffs’ recipe. 

(h) Defendant’s recipe contains oil of lemon terpeneless; whereas, 
plaintiffs’ recipe does not. 


CoNCLUSIONS OF LAW 


1. This Court has jurisdiction of this cause and the parties hereto. 

2. The plaintiffs’ alleged recipe and “know-how” for making an angel 
food cake mix contains nothing which was new or novel in March of 1948. 

3. Plaintiffs’ alleged secret recipe for making an angel food cake mix 
is made up in its entirety of matter which was common and public knowl- 
edge, and was well known to the defendant long prior to March 4, 1948. 

4. The defendant at no time either by contract with the plaintiffs or 
otherwise restricted or waived its right to develop independently a recipe 
for and to market an angel food cake mix. 

5. That, by reason of plaintiffs’ release, dated January 17, 1949 (Ex. 
“B” attached to Plaintiffs’ Complaint), plaintiffs released any and all 
claims against defendant arising from the agreement between the plain- 
tiffs and defendant entered into June 23, 1948 (Ex. “A” attached to 
Plaintiffs’ Complaint) and from any other cause, including the cause of 
action set up herein. 

6. The defendant has not been unjustly enriched at the plaintiffs’ 
expense and the plaintiffs are not entitled to an accounting, injunction or 
recovery of damages from defendant in any form or amount. 

7. Defendant has not appropriated any trade secret from plaintiffs. 

8. The idea of preparing an angel food cake mix was not the property 
of the plaintiffs, and plaintiffs are not entitled to any compensation for 
any suggestion thereof which it may have made to the defendant. 

9. The Complaint and this cause of action should be dismissed at 
plaintiffs’ cost, and judgment entered for the defendant and against the 
plaintiffs for defendant’s costs. 


JUDGMENT 
In accordance with the foregoing Findings of Fact and Conclusions 
of Law, It Is Ordered, Adjudged and Decreed that the Complaint herein 
is dismissed upon the merits, and the relief requested by plaintiffs is denied, 
and that the defendant have judgment against the plaintiffs for its costs 
in this action. 


DIXIE MERCERIZING COMPANY v. TRIANGLE THREAD MILLS, INC. 
No. 96-28 — D.C.,$.D. N.Y. — February 1, 1955 


CoURTS—PLEADING AND PRACTICE 
Defendant counterclaims for trademark infringement, unfair competition and 
cancellation of trademark registration. Court held that issues with reference to 
trademark infringement are separate and distinct from those related to charges 
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of unfair competition and should, therefore, be stated separately. Allegations of 

fraud must be stated with particularity under Rule 9(b). Plaintiff’s motion for 

more definite statement under Rule 12(e) of FRCP is granted. 

Action by Dixie Mercerizing Company v. Triangle Thread Mills, Inc., 
Registration No. 163,484, issued January 16, 1923 and renewed. Defend- 
ant counterclaims for trademark infringement and unfair competition and 
cancellation of trademark registration. Plaintiff moves for more definite 
statement. Motion granted. 

See also 44 TMR 1251. 

Richard K. Stevens and Robert E. Watkins, of Washington, D. C., and 

Burgess, Ryan & Hicks, of New York, N. Y. for plaintiff. 

Henry L. Burkitt, of New York, N. Y. for defendant. 
PauLMiIeRI, District Judge. 

This is an action for relief under Title 15, §1071 and §1119, Title 35, 
§146, U.S.C., arising out of an alleged trademark infringement. The 
defendant has included a number of counterclaims in its answer and has 
alleged unfair competition and trademark infringement by the plaintiff. 

Plaintiff moves for a more definite statement pursuant to the provi- 
sions of Rule 12(e) of the Federal Rules of Civil Procedure with respect to 
the first, second and third counterclaims. This motion must be granted. 
The defendant has combined four claims for relief in its first counterclaim, 
to wit: (1) a claim for trademark infringement, (2) a claim for unfair 
competition, (3) a claim for “unfair trade,” and (4) a claim for can- 
cellation of plaintiff’s Federal registration of its trademark. By incor- 
porating these by reference in the second and third counterclaims and 
adding claims with respect to the plaintiff’s New York State and Federal 
trademark registrations, the defendant has combined five claims for relief 
in the second counterclaim, and six claims for relief in the third counter- 
claim. 

The issues with reference to infringement of a registered trademark 
are separate and distinct from those relating to charges of unfair com- 
petition. They should be separately stated. See Rules 8(a) and 10(b), 
Federal Rules of Civil Procedure; Italian Swiss Colony v. Ambrose, Ltd., 
94 F.Supp. 896, 88 USPQ 472 (D. Col. 1951); Brooks Bros. v. Brooks 
Clothing Co. of California, Ltd., 60 F.Supp. 442, 447, 65 USPQ 301, 306 
(35 TMR 99) (S.D. Calif. 1945) aff’d 158 F.2d 798, 72 USPQ 66 (9th 
Cir. 1947) cert. denied, 331 U.S. 824, 73 USPQ 550 (1947). If this is 
not done the plaintiff cannot file responsive pleadings as he is required 
to do under Rule 12(b), the issues cannot be satisfactorily framed for 
the trial of the facts, and the Court cannot make appropriate rulings 
of law. 

The same objection applies to the defendant’s allegations in paragraph 
54 of its second counterclaim that the plaintiff has “proceeded * * * in 
contravention of good conscience, equity and the laws of the United States 
and the State of New York.” This allegation is incorporated by reference 
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in the third counterclaim. If this is legal argument it has no place in the 
pleading. If it is essential to a valid statement of the defendant’s cause 
of action, then it is too vague and indefinite to permit the plaintiff to 
file a responsive pleading. The specific statutes involved, if any, must be 
stated. See Downey v. Bankers et al., 1 F.R.D. 123, 124 (S.D.N.Y. 1940) ; 
Courteau v. Interlake 8.8. Co., 1 F.R.D. 429, 480 (W.D. Mich. 1940). 

Plaintiff has also moved under Rule 9(b) that the defendant’s allega- 
tions of fraud be stated with particularity. This motion must also be 
granted. Despite the plasticity of the new rules of pleading, it is never- 
theless required by Rule 9(b) that fraud and mistake be alleged with 
particularity. In the defendant’s second and third counterclaims it has 
used the word fraud, or some variant of it, several times. The circum- 
stances constituting fraud must be set forth in detail or the allegation 
cannot be permitted to stand. 2 Moore’s Federal Practice 1907-1912 (2d 
ed. 1948). Such a requirement would seem to be just and proper. Anyone 
charging another with fraud should be compelled to state of what the 
alleged fraud consists. On oral argument, counsel for the defendant stated 
that in at least one instance the allegation followed as a logical conclusion 
from the prior allegations contained in separate and distinct paragraphs 
of the answer. Even assuming this to be true, it would not constitute a 
valid reason for contravening the salutary purpose of Rule 9(b). If the 
preceding paragraphs spell out fraud, then the defendant has no reason 
to allege it, as it has in its second and third counterclaims. If they do not 
spell out fraud, its naked use of the term, without the conjoint allegation 
of substantiating details, has no proper place in the pleading. While a 
general averment of fraudulent intent is permissible in some cases, see 
Scervini v. Miles Laboratories, Inc., 11 F.R.D. 542, 91 USPQ 206 (S.D.N.Y. 
1951); 2 Moore’s Federal Practice 1911-1912 (2d ed. 1948), I do not 
understand the counterclaims here involved to be among them. 

Motion granted. Settle order on notice. 


FALCON INDUSTRIES, INC., et al. v. 
R. S. HERBERT CO., INC., et al.* 


No. 14128 — D.C., E.D. N.Y. — February 4, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 

Defendant guilty of unfair competition in the manufacture and sale of a 
tobacco pipe closely resembling plaintiff’s pipe in general appearance and configu- 
ration, plaintiff’s pipe being a unique and entirely original combination of an 
aluminum metal shank with three parallel bars connecting the tobacco burning 
element with the bit; although a side by side comparison revealed differences in 
construction, testimony showed that an uninstructed person would assume that 
defendant’s pipe was but a modified version of plaintiff’s pipe; secondary meaning 


* That part of the decision dealing with mechanical patent infringement is here 
omitted. 
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established for plaintiff’s pipe in that it was the only pipe of its kind sold during 
a five-year period prior to appearance on market of defendant’s pipe; defendant’s 
use of confusingly similar easels and failure to impress or clearly stamp name 
VIKING on its pipes were important elements showing defendant’s purpose to wrest 
from plaintiff established consumer acceptance of plaintiff’s FALCON pipe; uncon- 
tradicted testimony introduced by plaintiff not only evidenced likelihood of con- 
fusion among distributors and consumers, but also actual confusion among both, 
as well as passing off by a retailer and confusion of an advertiser. 


REMEDIES—PATENT INFRINGEMENT 
Plaintiff’s design patent, Des. 142,280 for a smoker’s pipe, held valid and 
infringed by defendant’s pipe. 
Plaintiff’s mechanical patent No. 2,581,169 held invalid. 


REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Defendant’s objection to admissibility of a tabulation of polls taken at 
automobile and motor boat shows sustained. 
Action by Falcon Industries, Inc. and Diversey Machine Works, Inc. v. 
R. 8. Herbert Co., Inc., Continental Briar Pipe Co., Inc., Jerome Gevirman, 
Max Rubin, Henry, Leonard & Thomas, Inc. and Henry Lavietes for patent 
infringement and unfair competition. Judgment for plaintiffs in part 
and for defendants in part. 
Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y. (Louis 
Kunin, New York, N. Y., and Howard W. Hodgkins and Howard 
Koven, of Chicago, Illinois of counsel) for plaintiffs. 


Abraham Nydick (W. Lee Helms, of counsel) of New York, N. Y. for 
defendants. 
Byers, District Judge. 

The plaintiffs seek an injunction and damages by reason of alleged 
unfair competition and the alleged infringement of a design patent and 
of a mechanical patent owned by the first named plaintiff, to be called 
Falcon. 

The plaintiffs are corporations of Indiana and Illinois, respectively. 
The three corporate defendants are R. S. Herbert Co., Inc., to be called 
Herbert; Continental Briar Pipe Co., Inc., to be called Continental; and 
Henry, Leonard & Thomas, Inc., to be called Henry. They are all New 
York corporations. The individual defendants are either residents of 
New York State or non-residents of either State in which the plaintiff 
corporations were organized. 

It appears that Falcon manufactures the Falcon pipe involved in this 
litigation, and that Diversey Machine Works, Inc., is the exclusive selling 
agent thereof. 

The respective roles of the corporate defendants are not made clear 
in the record but it is thought that Herbert is the manufacturer now of 
the pipe presently called the Viking, which is the subject of the plaintiffs’ 
attack. The Continental perhaps started that manufacture but is now 
inactive, having leased its machinery and equipment to Herbert. Henry 
is the exclusive selling agent of either or both of the other corporate 
defendants. 





Vol. 45 T. M. R. FALCON v. R. 8. HERBERT 435 


This decision will proceed upon that understanding which can be 
corrected at the foot of the opinion if a mistake has been made. 

For convenience, reference hereinafter to the plaintiff will mean 
Falcon, and to the defendant will mean Herbert, for essentially the contest 
seems to be between those parties. 

The causes will be considered in the order in which they are pleaded. 


First: ALLEGED UNFAIR COMPETITION 


It should be said that the competing articles are tobacco pipes which 
closely resemble each other in general appearance and configuration. A 
side by side comparison and examination will reveal differences in details 
of construction but the testimony shows that uninstructed persons looking 
at the defendant’s product would assume that it was but a modified version 
of the Falcon pipe. 

The evidence to support that statement will be referred to in con- 
nection with the Findings which, to avoid duplication, will be stated in 
this opinion: 


Findings as to Unfair Competition 


1. On the question of priority, the plaintiff’s product was put upon 
the market in 1947 and the exclusive selling arrangement was made with 
Diversey in September, 1948. 


2. The sales in dollars of the Falcon pipe during the ensuing years 
through 1953, when defendant’s product was first sold, are shown to have 
been: 


3. Until the defendant’s pipe was placed on sale, the Falcon was the 
only pipe which had ever combined a removable briar bowl screwed into 
a supporting metal (aluminum) cup-shaped basin from which extended, 
laterally to the mouthpiece or bit, two integral metal (aluminum) side 
supporting members and a third element, namely, an exposed central metal 
(aluminum) tube through which smoke passed from the basin supporting 
the briar bowl, to the bit; from the latter the smoke entered the mouth of 
the user of the pipe. 


4. The side supporting members were in effect parallel extended por- 
tions of the cup-shaped basin about 5/16 of an inch apart and did not merge 
until at a distance of about 1% an inch from the bit where they were bridged 
or molded so as to constitute a continuous unit, commencing as extensions 
of the basin and ending at the bit. 


5. The Faleon pipe was individual, unique, and entirely original in 
appearance, namely, there had never been any pipe on the market with an 
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aluminum metal shank with three parallel bars connecting the tobacco 
burning element with the bit. 

The word FALCON was legibly impressed into the flat surface where the 
side supporting members merge into the bottom of the cup-shaped basin. 

6. Consumer acceptance as shown in the dollar volume of sales during 
the five year period mentioned, since there was no competing device on 
the market, was consistent with identification in the minds of pipe smokers 
of the plaintiff’s device as a product apart from pipes entirely of briar 
construction; the Faleon pipe has created its own individual place in the 
field of tobacco smoking devices. 

7. The plaintiff spent $265,000 from 1949 through 1954 (9 months) 
in advertising and promoting the sale of the Falcon pipe. The figure for 
1949 was $9,000, and for the first nine months of 1954 it was $41,000. 

8. The pipes of both parties have been mounted upon cardboard easels 
for display on counters and shelves of distributors. The defendant’s easels 
were later in time than the plaintiff’s and are of the same general appear- 
ance. 

Points of resemblance are: 


(a) Color scheme: Both employed the same shade of red and yellow, 
the part supporting the pipes being red in the plaintiff’s easel and yellow 
in the defendant’s; black lettering is used in both, with white background 
effort more extensive in the defendant’s easel than in plaintiff’s: 

(b) By prominent illustration both easels emphatically call attention 
to the drops of moisture resulting from the burning of tobacco in the bowl 
(although in both the tobacco is absent) which fall into the cup-shaped bowl 
holder below the aperture connecting the central metal tube with the metal 
holder, to indicate that the smoke going through the tube loses much of the 
moisture content or residue of the smoking operation. The residue of 
ashes and moisture in this case is called the concentrate. 

That asserted result was one of the important selling points exploited 
by the plaintiff’s easel and was pictorially over-emphasized in the illustra- 
tion showing a section of the briar bowl detached from the bowl holder to 
depict the operation above described. The plaintiff’s illustration is almost 
grotesque in exaggeration, and that exaggeration is reproduced in the 
defendant’s easel in such simulation of the plaintiff’s illustration, as to 
refute any possible suggestion of coincidence. 


Comment: 


In making this Finding, the court has not overlooked Defendants’ 
Exhibits C, D and E. 

(ec) Both easels emphasize in printed form that the briar bowls are 
interchangeable and that the user of the pipe will experience a cool, dry 
smoke and that the bowl is dry, but the reading matter differs as to the 
color scheme, size of type and form. Both call attention to the lightness of 
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the metal stem, the plaintiff’s statement being “Weight one ounce”, and the 
defendant’s “It’s light.” 


Points of difference are: 


(a) The plaintiff’s pipe is priced at $3.50 while the defendant’s is 
$1.95; 

(b) The plaintiff’s easel contains a pictorial representation of a cross- 
section of the bowl and holder, containing tobacco being consumed, and is 
intended to show the trapping of concentrate, while there is no such illus- 
tration in the defendant’s easel. 


Comment: 


A comparison of the easels would not sustain a finding of complete 
simulation by the defendant of this form of the plaintiff’s advertising ; how- 
ever, the overall effect, if resulting from an unstudied and separate observa- 
tion of the two, would reveal more of resemblance than of difference, since 
the color scheme and the general presentation are indeed similar. 

This aspect of the case is not of sufficient weight to sustain the plain- 
tiff’s cause but it is an important element of the case as a whole. 


9. Actual confusion on the part of pipe smokers between these com- 
peting products has been established by the evidence. 


Comment: 


The depositions of nine witnesses have been received in evidence, all 
of whom were interviewed in the course of the taking of a poll at the 
Motor Boat Show and the Automobile Show in Chicago in 1954 by an 
agency employed for that purpose. The upshot of those depositions, each 
witness having been cross-examined, is that they can see the differences 
between Falcon pipe and the defendant’s product as the result of compari- 
son, but upon first looking at the latter only, they thought either that it 
was a Falcon pipe or a newer model of it. (Snowden, for instance, said: 
“* * * T thought it was a reversion of the Falcon.’’) 

The following may be quoted from the witness Muszinski: 

“* * * T can probably tell a good pipe from a poor pipe by the finish 

of the bowl, the briar, but on a pipe of this nature where it has a metal 


design, I presume for the purpose of cooling and trapping tobacco 
juice, the two are similar in design to me. I am not a connoisseur of 


pipes.” 

The plaintiff’s witness at the trial, Morstadt, testified to the same effect. 

10. Evidence of confusion on the part of distributors and consumers 
clearly appears in the record, and without contradictory testimony. 


Comment: 


One manifestation of the confusion on the part of distributors and 
consumers consists in the number of the defendant’s frames and bowls 
which were returned by both, to plaintiff’s selling agent for the purpose 
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of repair or replacement of parts; additionally, the physical exhibits 
include: 


rete eee DEEL CL NOEL OL ELLE LOE IIE COREE OE IE ins te Ram men nan nemmemnnnnes cee rn eT on — sgoconeansnmmmmmnenannmncnemnnnemmenes - 
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Defendants’ vIKING Pipe 


32 defendant’s Viking frames (18 of which do not bear the name 
Viking, and 18 of which have bowls attached) ; 

19 separate Viking bowls; and 

7 Faleon frames with Viking bowls affixed. 


Also there were received by Diversey over thirty letters from distri- 
butors and consumers requesting repair or replacement of the defendant’s 
pipe (Plaintiff’s Exhibits 10-13). 

A quotation may be permitted from Plaintiffs’ Exhibit NN, written 
September 2, 1954: 

“You see, I don’t even know where the ‘Viking’ concern is. I would 
not have known about yours either, only thru an ‘ad’ in the Saturday 


Evening Post. * * * All I can say is, that the Viking pipe must be a 
pretty clever imitation, as they look alike to me.” 


There are two instances of an advertiser being confused, namely, on 
January 17, 1954 and May 16, 1954 the Cunningham Drug Stores, Inc., a 
retail organization operating in Michigan, ran advertisements of FALCON 
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pipes in the Detroit Free Press and the Detroit News, well-known news- 
papers; the advertisements displayed a picture of the Viking pipe. 

Two instances of the sale of defendant’s pipes to customers by a retail 
dealer occurred in the store of Wally Frank, Inc., corner of Fulton and 
Nassau Streets, Manhattan, when two purchasers requested Falcon pipes, 
one specifying “a Falcon pipe with the metal shank” and in both instances 
a pipe of defendant’s manufacture but without a name, were sold to the 
customer. 

The failure of the defendant to impress or stamp any name on the 
pipes that it marketed to identify them, which failure persisted over an 
indefinite time between June, 1953, when marketing by the defendant 
began, and July 1954, was consistent with the purpose to conceal the com- 
petitive nature of these products. 

The testimony for the defendant on the subject of putting the name 
VIKING upon its pipes is vague and unsatisfactory. An initial purpose to 
compete with the plaintiff in an open and candid attempt to wrest from the 
plaintiff some or all of the market it had created and developed over a 
period of five years, namely, a distribution of this particular product, would 
have been reflected in part by the adoption and exploitation of a trade 
name or symbol calculated to create for the defendant’s product an identity 
of its own. 

The extent to which the anonymous character of the defendant’s prod- 
uct contributed to confusion is shown in the return to plaintiff of eighteen 
of the defendant’s pipes for replacement as above stated. 

Moreover the marking as shown on Plaintiffs’ Exhibit 7A, 7B and 7C 
is not comparable in clarity to that produced by the plaintiff. 

Recent magazine advertising by the defendant is consistent with the 
recognition of the expediency of calling attention to the Viking pipe as 
such and reflects a change in tactics from whatever cause that change may 
have proceeded. 

11. The plaintiff’s Falcon pipe as of the date of the filing of the com- 
plaint, February 8, 1954, had acquired such an identity as a tobacco pipe 
that purchasers and distributors were likely to believe, and in many in- 
stances did believe, that the defendant’s Viking pipe came from the same 
source as the plaintiff’s Falcon pipe. 


Comment: 


This finding is based not only upon the testimony above referred to 
but, as to the likelihood of confusion, upon opinions expressed by wit- 
nesses whose familiarity with the trade and its development is unchallenged ; 
even the defendant’s opinion witness, Bell, said on direct: “* * * One in- 
dividual who knows quite a lot about pipes and would inspect them care- 
fully, he would not be confused, I don’t believe. The casual buyer perhaps 
might.” 
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ConcLUSION oF LAW 


I. The plaintiff’s Falcon pipe has acquired a secondary meaning 
whereby its identity has been established, and that it is of the plaintiff's 
manufacture; and the defendant has been guilty of unfair competition in 
the manufacture and sale of the Viking pipe. 


SeconpD: PuarntiFr’s Design PATENT 


Upon application filed April 21, 1945 “Design Patent for a Smoker’s 
Pipe” Des. 142,280 was granted for fourteen years to Bugg, plaintiff’s 
assignor. 

The single claim is: 

“The ornamental design for a smoker’s pipe, substantially as shown 

(in the drawing).” 

Also, and to be discussed later, the same applicant filed on May 19, 
1945 for a mechanical patent continued in part by application filed May 
8, 1947, which ripened into patent No. 2,581,169, granted January 1, 1952. 
That circumstance is somewhat involved with this branch of the case as is 
disclosed in part of defendant’s argument against the validity of the 
design patent. 

In view of the numerous decisions unfavorable to design patents, it 
may be permitted to quote from the statute which authorizes their grant: 


Tit. 35 U.S.C. § 171: 
“Patents for designs. 


“Whoever invents any new, original and ornamental design for an 
article of manufacture may obtain a patent therefor, subject to the 
conditions and requirements of this title. 


“The provisions of this title relating to patents for invention shall 
apply to patents for designs, except as otherwise provided.” 

This is the statute in its present form, which introduced no change of 
substance in the earlier law under which most of the cited decisions were 
rendered. 

It was said in Briddell v. Alglobe, etc., 194 F.2d 416 at 419, 92 USPQ 
100, at 102 (42 TMR 207): 

“To obtain a valid design patent is exceedingly difficult.” 


The same view is stated in Tourneau v. Tishman, 119 F.Supp. 593, 100 
USPQ 350, affirmed on opinion below, 211 F.2d 240, 100 USPQ 334. 


Neither opinion says bluntly that there is a presumption against 
validity (which would have been inappropriate in the first case since no 
design patent had been procured by that plaintiff), but the judicial attitude 
concerning design patents almost seems to go so far. The caveat thus ex- 
posed must of necessity guide, if not constrain, the present attempt at 
adjudication. 

The plaintiff’s pipe is of course an article of manufacture and thus 
within the purpose of the statute. If authority be needed for that state- 
ment, see Application of Park, 181 F.2d 255, 85 USPQ 278. 
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Whether in design the Falcon pipe is new, original and ornamental is 
the next subject of inquiry. As to whether it is new and original depends 
upon the extent to which the art knew of such a design, that is, whether in- 
vention may be attributed to the conception itself. 

Whether it is also ornamental of course invokes that proverbial sub- 
jective test which somewhat enlists the eye of the beholder. 

To deal with the requirement first stated, it will be convenient to ex- 
amine the defendant’s arguments intended to demonstrate invalidity. It is 
to be observed that the action of the Patent Office as shown in the file wrap- 
per, discloses three references cited as illustrating the state of the prior art; 
and since the Bugg application was granted, it is obvious that the Office re- 
garded the Bugg disclosure as patentable over each of the references. Con- 
sideration of the patents so listed by the Office here in evidence, vindicates 
the action taken. Nor does the defendant argue to the contrary, but confines 
its attack to other patents about to be discussed. 


Defendant’s Citations 


Silber, U.S. Patent 2,236,076 (March 25, 1951), Ryberg, Swedish 
Patent 57,501 (1923) and Fritz, U.S. Patent 165,814 (1875) are all 
mechanical patents, and it is urged that their respective disclosures are 
sufficient to deprive Bugg of the showing of invention necessary to sustain 
his design patent. 

The argument fails since none of the cited patents reveals a design—the 
novel embodiment of elements organized in pleasing or artistic form—even 
remotely resembling the Falcon pipe or the drawing. 


Neither Silber, Ryberg nor Fritz portray a shank in the form pre- 
sented by Bugg, namely, a three element member: 


Silber’s no shank pipe shows the shank to be a unitary element ; Ryberg 
shows the same, although the top of his shank is hollow for most of its 
length to hold a detachable metal tube; one end of that is thrust into the bit 
and the other into the bowl, the object being to provide a pipe with a tube 
in which the smoke is conducted from the bowl to the bit; the shank acts 
as an underneath support, leaving the top exposed to the air to secure a 
cooling result. The opening in the top of the stem, according to the patent, 
“may also be replaced by several smaller openings, without substantial 
change of the invention.” 

The defendant’s argument is thus stated: “Bugg sliced away the top 
of his shank exactly as shown by Ryberg,” which slicing by a long oval cut 
at the bottom of the shank, is purely functional. 


The truth is that Bugg sliced away nothing, while Ryberg did. The 
latter started with the conventional briar pipe shank which of course ex- 
tended to the bit, and then cut away the top of the shank for the double 
purpose which has been explained. There was nothing ornamental about 
the Ryberg pipe, and it may even be doubted that it was ever useful. 
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Bugg, so far from slicing away part of the shank of the pipe, designed 
an entirely new and original form of construction of that member which 
was not integral with the briar bowl, but with a different element of the 
structure into which the bowl is screwed. The plaintiff’s design was not an 
improvement upon Ryberg, but embodied a different concept of shank con- 
struction which happens also to be ornamental in appearance. 

Perhaps it is trite to observe that the defendant did not choose to 
imitate Ryberg or to adopt the latter’s design in whole or in part. 

The Fritz patent is for an improvement in pipe stems, namely, a double 
pipe stem consisting of an exterior and interior stem; the former could be of 
wood, slotted longitudinally nearly from one end to the other. The interior 
stem could be of “thin tin, German silver, or any other kind of metal or 
material that will cool off suddenly.” 

The openings provided for as above stated are said to supply the 
deficiency of inside exposure of the inner stem, which Ryberg failed to 
teach. It is obvious to this court at least, that the pipe stem as Fritz 
conceived it did not lie in the path which led Bugg to the expression of 
his concept of an ornamental pipe shank. 


Somewhat as in Park, supra, 85 USPQ at 279, so here: 


“A comparison of the drawings of appellant’s application with 
the drawings of the cited references shows that appellant’s pipe bowl 
is quite different from the golf club head of each of the references. 
This is true when viewed from any side or angle. A comparison of 
the drawings shows appellant’s pipe stem to be different from those 
of the references, both as to proportions and to angle of the curves. 
The overall appearance of appellant’s pipe is decidedly different from 
any of the cited references. We think that the combination of the 
redesigned configuration of the golf club head with the redesigned and 
different proportion and angle of appellant’s pipe stem results in a 
smoker’s pipe which is distinctive, new and ornamental in appearance, 
aesthetically pleasing, and which required the exercise of the inventive 
faculty. Therefore, the decision of the Board of Appeals is reversed.” 


Here there was not only a redesign, but an entirely new conception 
was laid bare. 

While the citation of mechanical patents may have a place in the 
adjudication of a design patent, the present task is not complicated by 
the existence of the Bugg mechanical patent. Judge Hough may be quoted 
for a concise statement of the law on this subject. (Bayley, etc. v. Standart, 
etc., 249 F. 478 at 479) : 


“Tf the same man at the same time devises a container of pleasing 
design and a mechanical contrivance conveniently united with the 
aesthetic covering, he has made two inventions; and, though he patents 
one, that is no reason why within the statutory two years he may not 
patent the other. Such act would not be necessarily a case of double 
patenting, which is always unlawful. The question is unaffected by 
the accident that one of the two compared patents is for a design and 
the other for a mechanical arrangement of matter ; and it is always the 
same, viz.: Is the same thing or inventive thought disclosed by both? 
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Williams, etc., Co. v. Neverslip, etc., Co. (C.C.) 136 F. 210; President, 
etc., Co. v. Macwilliam (D.C.), 233 F. 439.” 


Also it was said in Jn re Barber, 81 F. 2d 231 at 232, 28 USPQ 187 
at 188; 


“Tt is also well established that while, as a matter of law, one may 
have a mechanical patent and a design patent upon the same subject 
matter, there must be a clear patentable distinction between the two; 
or in other words, they must involve different inventions.” 


Invalidity is further urged because of the functional elements of the 
plaintiff’s design, and if this means that only a design which comprehends 
no useful elements can be the subject of a valid design patent, it does not 
correctly state the law. The statute is not restricted to solely esthetic 
concepts. 

Judge Hough said in Dietz etc. v. Burr, ete., 243 F. 592 at 594: 


“While design patents are not intended to protect a mechanical 
function, or to secure the patentee monopoly in any given mechanism 
or manufacture as such, it is immaterial that the subject of the design 
may embody a mechanical function, provided that the design per se 
is pleasing, attractive, novel, useful and the result of invention. 
Ashley v. Weeks, etc., Co., 220 F. at 901, 136 C.C.A. 465. But it is 
the design that is patented, not the mechanism dressed in the design.” 


See also, In re LaMontagne, 55 F.2d 486 at 488, 12 USPQ 195 at 197. 
Sufficient has been shown to establish the test of patentability of a 
design patent as it has been ordained through the years and applied in 
numerous cases in this Circuit, and which is somewhat expounded in General 
Time, etc. v. U.S. Time, ete., 165 F.2d 853 at 854, 76 USPQ 211 at 212, 
wherein the opinion states: 
“In short the test is whether the design involved ‘a step beyond 


9 99 


the prior art requiring what is termed inventive genius’. 

There was no precursor in design of the plaintiff’s pipe, in contrast to 
the ladies’ handbag in Gold Seal, ete. v. Morris White Fashions, 124 F.2d 
141, 52 USPQ 35, the alarm clock discussed in General Time, ete. v. U.S. 
Time, ete., supra, and the wrist watch in the Tourneau case, supra. 

In the opinion of this court the plaintiff’s Faleon pipe design patent 
discloses a pipe and stem construction which was neither disclosed nor 
suggested in any of the patents cited against it, either in the Patent Office 
or in the defendant’s brief on this trial. This means that the design of the 
Falcon pipe is indeed “a step beyond the prior art” and therefore con- 
stitutes invention in that it is new and original. 

The remaining requirement that it be ornamental* is equally present 
in my opinion, for the configuration of the metal stem, the form and 
construction of the side supporting elements and the way in which their 
integration has been accomplished, and the manner in which they are 
disposed with reference to the smoke tube, which is itself ornate, constitute 
such a pleasing and eye arresting combination, that there is no hesitancy 


* The Century Dictionary defines “ornamental” in part as, “adding or lending 
beauty, grace, or attractiveness.” 
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whatever in stating that the entire design is ornamental and pleasing in 
the visual sense. 

Doubtless this aspect of the design has contributed to the commercial 
success of the Falcon pipe, which is not always a consideration to be brushed 
aside (Nebel v. Sanson, 214 F.2d 781 at 782, first para., left hand col., near 
close, 102 USPQ 142 at 143, second para., left hand col., near close). 

Finding: 

12. The plaintiff’s design patent, Des. #142,280, discloses a new, 
original and ornamental design for a smoker’s pipe and is the product of 
invention ; this finding is made with Tit. 35 U.S.C. §103 in mind. whether 
it applies or not. 

The said patent is valid. 

Infringement Finding: 

13. The defendant’s Viking pipe infringes the plaintiff’s Falcon pipe 
in that the design is so similar that even the most cursory comparison of 
the two products reveals their resemblance in all substantial respects, the 
only visual difference being that the side elements of the defendant’s shank 
are connected by two cross-over elements about an eighth of an inch wide, 
spaced apart so as to nearly divide into three parts so much of the shank 
as exposes the smoke tube of the defendant’s structure, and that difference 
is so trivial that infringement is not thereby avoided. The same remark 
applies to the lack of convolutions in the smoke tube of defendant’s pipe, 
as contrasted with the plaintiff’s. 


Comment: 

A comparison of the two products here involved is thought to reveal 
such a condition as was referred to in the case of Ashley v. Tatum, 240 
F’. 979, in which it is said, at page 982: 

“The defendant’s inkstand is undoubtedly within the claims of 
the reissue patent and contains all the dominant features of the Ashley 
design. It is not enough for defendant, while using this design as a 
basis, to superimpose ornamentation thereon, even though the orna- 
mentation is sufficient to make defendant’s inkstand readily distin- 
guishable by the casual observer from complainants.” 

Comments by Falcon users heretofore quoted show that casual observers 


have been misled into thinking that the defendant’s product is that of the 
plaintiff. 

The test as stated in Gold Seal, etc. v. Morris White Fashions, supra, 
has been adopted in the making of this finding, 52 USPQ at 36: 

“* * * The test of infringement is whether the two designs have 
substantially the same effect upon the eye of an ordinary observer 
who gives the matter such attention as purchasers usually give (citing 
cases) .” 

Conciusions or Law 
II. The plaintiff’s design patent, Des. 142,280, is valid. 

III. The defendant has infringed the said design patent in the manu- 
facture and sale of the Viking pipe. 
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IV. The Bugg patent No. 2,581,169 is invalid for failure to disclose 
patentable invention. 

Decision was reserved at the close of the trial concerning the admissi- 
bility of a tabulation of polls taken at the Automobile and Motor Boat 
Shows in Chicago during the year 1954. The objection to the receipt of 
the said tabulation and to the testimony in support thereof is sustained. 

It follows that the plaintiff is entitled to a decree against the defendant 
with costs as to unfair competition, and for infringement of the plaintiff’s 
design patent, with an appropriate injunction, and provision for the 
ascertainment of plaintiff's damages. The subject of counsel fees should 
be presented separately. Plaintiff's cause based upon its mechanical 
patent must be dismissed. 

Settle decree. 


MISS NEW YORKER SHOPS, INC. v. KASMAN 
New York Sup. Ct., Special Term, Kings Cty. — February 7, 1955 


REMEDIES—UNPFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 

Plaintiff seeks, under §964 of the Penal Law to enjoin defendant from the 
use of the signs OUTLET or THE OUTLET STORE. This section constitutes a pro- 
cedural change permitting one aggrieved to procure summary relief, but the right 
to relief is still governed by equitable principles applicable to unfair competition. 
The words OUTLET and the OUTLET STORE are descriptive and are ordinary English 
words available to all unless they have acquired a secondary significance. 

Since the remedy under $964 is primarily penal in nature, plaintiff must 
establish his claim by conclusive proof as to defendant’s intent to deceive, but 
plaintiff fails in this respect since its evidence as to public deception is largely 
of a hearsay or highly conclusory nature, and also, since plaintiff has itself violated 
other sections of the Penal Code, the court will leave the parties where it found 
them and the petition is dismissed. 

Petition by Miss New Yorker Shops, Inc. v. Kasman under Section 
964 of the New York Penal Law. Petition dismissed. 
dismissed. 

Rogers, Hoge & Hills, of New York, N. Y. for plaintiff. 
Bernard Myerson, of New York, N. Y. for defendant. 
ARKWRIGHT, Justice. 

Plaintiff invokes the alternative civil remedy given by a penal statute 
(Penal Law, sec. 964) to enjoin the defendant from using, by signs on 
the outside of its store or otherwise, the name OUTLET or THE OUTLET STORE, 
or any colorable imitation or simulation thereof, as to which plaintiff says 
it has acquired a property right. The remedy afforded by section 964 
constitutes a procedural change whereby a person aggrieved may procure 
relief which is summary and more time saving than the customary suit 
in equity. Matter of Julius Restaurant, Inc. v. Lombardi, 282 N.Y. 126, 
131, 45 USPQ 109, 111 (30 TMR 187). The right to the relief, however, 
as the interpretative cases dealing with the section plainly indicate, is still 
governed by the equitable principles applicable to this type of invasion 
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conveniently described under the heading of “unfair competition.” Assn. 
of Contracting Plumbers of the City of New York, Inc. v. Contracting 
Plumbers Assn. of Brooklyn & Queens, Inc., 302 N.Y. 495, 500, 89 USPQ 
629, 630 (41 TMR 697). The descriptive words OUTLET and OUTLET STORE 
of whose appropriation by defendant, complaint is made, are words of 
ordinary use in the English language, available to all, and they cannot 
be restricted in the manner sought unless they have acquired by trade 
usage a secondary significance of meaning or are employed to deceive the 
public. As stated in Klein v. Lawson et al., 58 N.Y.S.2d 152, aff’d 269 
App. Div. 935: “* * * The plaintiffs have no proprietary interest in words 
of the English language or any monopoly thereon; equity intervenes when 
they have acquired a secondary meaning or where they are employed to 
practice fraud and deception. * * *” (page 152). 

Because the source from which this summary remedy derives is a 
statute primarily penal in nature, and because of the fact that a deter- 
mination under the civil remedy therein permitted is to be made on the 
submitted papers alone without formal trial and without “opportunity 
afforded to the respondent for cross-examination and to fully explore the 
facts” (Matter of Industrial Lithographic Co., Inc. v. Miller, 203 Mise. 
299, 302, 95 USPQ 113, 114, the courts have held that petitioner must 
establish his claim by proof that is “conclusive” as to respondent’s intent 
to deceive. Assn. of Contracting Plumbers case, supra, p. 502, 89 USPQ 
at 631 (41 TMR 697) ; Matter of Overseas News Agency, Inc. v. Overseas 
Press, Inc., 183 Mise. 40, 42, 62 USPQ 510, 511, aff’d 268 App. Div. 856, 
63 USPQ 361 (34 TMR 329). In this respect, the petitioner’s papers, 
apart from the picture exhibits of the stores, leave much to be desired, the 
evidence as to those of the public who were deceived and misled being of 
a hearsay or highly conclusory nature, and from petitioner’s own employees. 

There is a more serious defect in the application, however. Respondent 
challenges, without denial, petitioner’s compliance with certain sections of 
the Penal Law which also were designed to protect the public. Petitioner 
is a corporation with the corporate name of MISS NEW YORKER SHOPS, INC. 
Such name, as owner, is required by section 440-a of the Penal Law to be 
publicly displayed upon the exterior of its building. Exhibit “A” supports 
respondent’s assertion that it is not. For that matter the exhibits showing 
respondent’s store indicate a similar non-compliance by him. 

Before petitioner can seek relief equitable in nature, it should be in 
a position to show that its own record is clear. Also, where both parties 
are derelict in this equitable principle the court may well leave both of them 
where it finds them. 

The petition is dismissed but without prejudice to a renewal after 
petitioner has placed itself in a position to demonstrate its own compliance 
with the law. 

Settle order on notice. 
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THE AMERICAN AUTOMOBILE ASSOCIATION et al. v. SPIEGEL, 
doing business as LAKE SERVICE STATION 
No. 10516 — D.C. E.D. N.Y. — February 15, 1955 
Courts—CosTs 
Plaintiffs contend that in absence of statute counsel fees may not be recovered 

by successful party in this action based on alleged infringement of trademarks. 
Court should exercise great care in granting counsel fees and expenses and weight 
of authority is against granting it, save in exceptional cases. Previous judgments 
for plaintiff were basis of belief that there was good cause for action against 
defendant. Defendant’s application for counsel fees and disbursement of cost is 
denied since defendant delayed advising court that infringing signs had been 
removed, and bulk of fees were paid by trade associations not party to action. 

Action by The American Automobile Association (Incorporated) and 
Automobile Club of New York, Inc. v. Murray Spiegel, doing business as 
Lake Service Station for trademark infringement and unfair competition. 
Complaint dismissed. 

Case below reported at 42 TMR 247, 43 TMR 1070. 

Kissam & Halpin, and James M. Halpin, of New York, N. Y. for plaintiffs. 

Rubinton & Coleman and Lester M. Rosenbloom, of Brooklyn, N. Y. for 
defendant. 

RayYFIEL, District Judge. 

The plaintiffs moved under Rule 41 (a) (2) of the Federal Rules of 
Civil Procedure for the voluntary dismissal of this action. The defendant 
asks that the plaintiffs be required to pay him, in addition to the costs 
provided by section 1920, of Title 28 U.S.C., counsel fees in the sum of 
$15,000 and disbursements aggregating $1,904.68. The plaintiffs seek to 
limit the costs to those prescribed by statute. In fact they now claim that 
the voluntary dismissal was to be conditional upon such limitation. I 
disagree. It is the Court’s recollection that the motion was made uncon- 
ditionally. The Court granted it and reserved its decision of the question 
of allowances for counsel fees and disbursements. 

This action is based on an alleged infringement of trade marks. The 
plaintiffs contend that in the absence of statute counsel fees may not be 
recovered by the successful party in such an action. That point is without 
merit. The law is well settled that the granting of counsel fees and 
expenses “in appropriate situations is part of the historic equity jurisdic- 
tion of the Federal Courts.” Sprague v. Ticonic Bank, 307 U.S. 161, at 
page 164. Judge Booth, in the case of Guardian Trust Co. v. Kansas City 
Southern Ry. Co., 28 F.2d 233, discussed the subject exhaustively and 
came to the conclusion that historically courts of equity had the jurisdiction 
to award costs “as between solicitor and client,” against persons bringing 
vexatious suits.” 

The plaintiffs, in their memorandum, have cited Gold Dust Corp. v. 
Hoffenberg et al., 87 F.2d 451, 32 USPQ 207 (27 TMR 205); Philco 
Corporation v. F. & B. Manufacturing Co., 86 F.Supp. 81, 82 USPQ 400 
(39 TMR 809); and Reconstruction Finance Corp. v. J. G. Menihan 
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Corp. et al., 312 U.S. 81, 48 USPQ 264, 42 F.Supp. 244, 51 USPQ 322 
(39 TMR 19), to support their contention. In each of these cases the 
Court expressed the opinion that the giving or withholding of additional 
costs is a matter of discretion. In the Menihan case, supra, Chief Justice 
Hughes said, at page 85, 48 USPQ at 266, “The payment of costs by the 
unsuccessful litigant, awarded by the Court in the proper exercise of the 
authority it possesses in similar cases, is manifestly such an incident. (of 
success) The additional allowance made by the courts of equity in accord- 
ance with sound equity practice is likewise such an incident.” (emphasis 
and matter in parenthesis added). Upon remand of that case to the 
District Court, Judge Burke granted only statutory costs. 

The Court should exercise its discretion to grant counsel fees and 
expenses with great care. The weight of authority is against granting 
thereof save in exceptional cases. Gold Dust Corporation v. Hoffenberg, 
supra, R. F. C. v. Menihan, supra. Judge Kirkpatrick, in the case of 
Century Distilling Co. v. Continental Distilling Corp., 102 F.Supp. 39, 91 
USPQ 291 (42 TMR 54), affirmed 205 F.2d 140, 98 USPQ 43, indicated 
some of the matters which he considered in passing upon an application 
for counsel fees and expenses when he said, at page 40, 91 USPQ at 292: 
“The Aladdin case does hold that the Court in a trademark case has 
discretion to award counsel fees as compensatory damages, but, certainly, 
even that ruling is sound, the discretion must be confined within the limits 
set by the almost uniform trend of judicial decision, and is not to be exer- 
cised except in the most exceptional circumstances. I am not sure that I 
would be able to follow the Aladdin case if the question were squarely 
presented here. But it is not. In this case, although the plaintiff’s con- 
duct was wilful in the sense that it was not innocent or inadvertent, it 
was not (and I have so found) fraudulent. There were no circumstances 
of palming off or express malice, and no deliberate attempt to destroy the 
defendant’s business. The worst that can be said about the plaintiff’s 
conduct is that it mistook its legal rights and stubbornly clung to its ill- 
advised course of conduct after it became apparent that it would be wiser 
to give it up. I, therefore, disallow the defendant’s claim for counsel fees 
as well as its claim for other expenses of litigation and limit the allowance 
of costs to those authorized by the fee bill.” 


The claim of the defendant in the case at bar for counsel fees and 
disbursements has even less justification than that advanced in the case 
of Century v. Continental, supra. 


The plaintiffs commenced fifteen actions for trademark infringement, 
including the case at bar, against fifteen different distributors of gasoline 
products. The defendants in ten of those cases consented to decrees grant- 
ing injunctive relief against them. Summary judgment was granted in 
another. Four of the actions are still pending. In the instant case one 
of the judges of this court granted a preliminary injunction restraining 
the use of the allegedly offending trademark. Another judge of this court 
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granted summary judgment in favor of the plaintiff, 92 USPQ 172. That 
decision was reversed, 98 USPQ 1, and the case remanded to the district 
court for trial. 

Obviously, then there was a basis for the plaintiffs’ belief that they 
had a good cause of action against the defendant. 

The defendant, claiming that the plaintiffs have known since November, 
1951, that he had removed the infringing sign and sold his business, con- 
tends that they should have discontinued the action a long time ago. Yet 
it was not until two weeks after Judge Byers had granted plaintiffs’ motion 
for summary judgment, to wit, on November 27, 1951, that the defendant 
communicated with Judge Byers, informing him of the fact that he had 
surrendered “operation and control of the gasoline station” and had re- 
moved “the particular sign in question.” He did not, however, request 
plaintiffs’ counsel not to enter an order or decree. On the contrary, the 
letter to Judge Byers specifically stated that it was the defendant’s under- 
standing that his right to appeal was not prejudiced. The decree of Judge 
Byers provided for a money judgment. The appeal was not determined 
until June 25, 1953. 

It should be noted also that the bulk, if not all of the counsel fees 
and disbursements were paid, not by the defendant, but by trade associa- 
tions not parties to the action. 

For the foregoing reasons the defendant’s application for counsel fees 
and disbursement is denied. Costs will be allowed as provided by statute. 


THE NATIONAL DRYING MACHINERY COMPANY v. ACKOFF, 
trading as JACK ACKOFF COMPANY 


No. 15589 — D.C., E.D. Pa. — February 15, 1955 


TRADE-MARK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NATIONAL DRYING for electric hand dryers is confusingly similar to NATIONAL 
for hot air drying machines for industrial use. 
TRADE-MaRK Act or 1946—ConsTRUCTION—IN GENERAL 
Act of 1946 dropped limitation contained in Act of 1905 to the effect that 
defendant must have used registered mark on merchandise of substantially the same 
descriptive properties as those set forth in registration. 
TRADE-MARK Act or 1946—Errect or REGISTRATION—SCOPE OF PROTECTION 
Even under narrowest of several judicial views as to limits of protection 
given trademark, manufacturer will be protected if product on which his trade- 
mark is being used by another is fairly within normal field of expansion of his 
business; manufacture of hot air hand dryers is so closely connected with manu- 
facture of hot air drying machines for industrial use that it can be considered 
an area of normal expansion of the latter business. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
NATIONAL is almost as weak a mark as can be found. 
REMEDIES—INFRINGEMENT— DEFENSES 
Defendant used mark after it knew or should have known of plaintiff’s rights; 
it is no defense that it ill-advisedly continued to assert rights to which it may have 
honestly believed it was entitled but which it did not have. 











450 THE TRADE-MARK REPORTER Vol. 45 T. M. RB. 


REMEDIES—-INFRINGEMENT—ScoPE OF RELIEF—INJUNCTION 
In spite of fact that defendant no longer handles infringing goods, injunction 
will issue against it in view of distinct possibility that it will do so again. 

Action by The National Drying Machinery Company v. Jack Ackoff, 
trading as Jack Ackoff Company for trademark infringement. Judgment 
for plaintiff. 

Louis Necho, of Philadelphia, Pennsylvania for plaintiff. 
Daniel Mungall, Jr., of Philadelphia, Pennsylvania for defendant. 
Kirkpatrick, Chief Judge. 

The plaintiff is engaged in manufacturing hot air drying machines 
for industrial use, principally in the textile field. Ackoff, the record defend- 
ant, sold electric hand dryers manufactured by National Dryer Manu- 
facturing Corporation and distributed by National Dryer Sales Corpora- 
tion. He has raised a number of defenses and filed a counterclaim based 
on the activities of his suppliers, and, so far as the trade mark phase of 
this case is concerned, it will simplify the discussion if these two companies 
are treated as one and called “the defendant”. 

The plaintiff has been continuously engaged in business (under the 
same business name) and has been using its trade mark upon its drying 
machines since at least 1929. The trade mark was registered under the 
Act of 1905 and was, on March 25, 1952, re-registered under the Act of 
1946. As registered, it consists of the word NATIONAL in capital letters 
printed in an irregular line across an outline map of the United States. 
The registration, however, disclaims the map and the plaintiff relies en- 
tirely upon the word, NATIONAL. The defendant and its predecessors have 
manufactured and sold their hand dryer since 1948 or thereabouts and, since 
January 1950 the defendant has continuously used the words NATIONAL 
DRYER as its trade mark. 

I find it to be the fact that use by the defendant of its trade mark has 
caused confusion and deceived prospective purchasers as to the source or 
origin of the defendant’s machines and that it is likely to continue to do so 
in the future. This is the basis for liability under the Act of 1946. That 
Act dropped the limitation contained in the corresponding section of the 
Act of 1905 to the effect that the defendant must have used the registered 
mark on merchandise of substantially the same descriptive properties as 
those set forth in the registration. 

There is a difference of judicial opinion as to the limits of protection 
given to a trade mark. Even under the narrowest view—the one which 
accords protection only in cases where there is not only a likelihood of con- 
fusion of source but also actual competition in the trade marked articles— 
a manufacturer will be protected if the product on which his trade mark 
is being used by another is fairly within the normal field of expansion of 
his business, because it would be natural for purchasers acquainted with 
the former business and the mark to assume that the new product bearing 
the same mark was produced by the same manufacturer. 
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In the present case the defendant’s argument is, in effect, that the evi- 
dence produced by the plaintiff of actual instances of confusion is so slight 
as to be negligible and that likelihood of confusion is negatived by the 
difference in the articles sold by the parties, the methods of merchandising 
and the class of customers addressed by each through advertising and 
solicitation. To this the defendant adds the admitted fact that the mark 
is a weak one, that the defendant has without fraudulent intent built up a 
considerable goodwill of its own and that the plaintiff’s declaration of its 
intention to engage in the manufacture of hand dryers competing with the 
defendant’s is, at least, suspect. There is no suggestion that there is any 
real danger of the plaintiff’s product being brought into disrepute by the 
defendant’s use of the name and, actually, the case comes down to the 
question whether the trade mark owner will be protected in a field which 
he has not actually entered, and this in turn depends upon whether the field 
is one which might be considered in the line of normal expansion of his 
business. 

Many of the facts upon which the defendant relies may be admitted. 
The plaintiff’s business, as of today, is almost exclusively confined to large 
expensive drying machines which are commonly manufactured according 
to the individual needs of the purchaser and are intended for use in 
connection with industrial processes. The defendant manufactures a small, 
comparatively low-priced item which it markets through distributors for 
the retail trade, the ultimate customers being, generally, hotels, schools, 
public institutions and the like, and some industrial plants. 


It is an impossible task to draw from the precedents a rule which will 
fit every case as it arises, I can only say that, from all the evidence, I have 
reached the conclusion that the manufacture of hot air hand dryers is a 
field so closely connected with what the plaintiff is doing at the present 
time that it can be considered an area of normal expansion of the plaintiff’s 
business. 


It must be conceded that NATIONAL is almost as weak a mark as can be 
found. However, it is quite likely that a purchaser would have some dif- 
ficulty in explaining which product he desired if he should try to identify 
it by its trade name. He would have to ask for prices on a NATIONAL 
dryer as distinguished from a NATIONAL DRYER dryer or vice versa. If a 
trade mark, however weak, is to retain any validity, a manufacturer must 
be protected against a competitor’s placing his customers in such a dilemma. 


As to the special defenses raised by the defendant, the evidence falls 
short of sustaining any of them. 


I find that the plaintiff’s claim is not barred by laches, that the plaintiff 
is not estopped in this action by acquiescence in the defendant’s use of the 
mark and that there has not been on the part of the plaintiff such ac- 
quiescence in the use of the mark by persons other than the defendant as 
would amount to abandonment or loss of the right to enforce the mark. 
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I do not find that the defendant has ever attempted the fraudulent use 
of the trade mark or that it adopted it with any intention of misleading 
customers or palming off its machines as the plaintiff’s, but neither can I 
find that its use has been innocent. It certainly used the mark after it knew 
or should have known of the plaintiff’s rights. Whether it did so in “good 
faith” depends upon what meaning one gives that somewhat elusive term. 
At any rate, it is no defense that it ill-advisedly continued to assert rights 
to which it may have honestly believed it was entitled but which it did 
not have. 

The present suit was instituted against Jack Ackoff who was selling the 
alleged infringing goods in this district. In late July or August 1953, he 
entered into negotiations looking toward his becoming the exclusive agent 
for the sale of the hand dryers in this territory. However, before binding 
himself to a fixed quota, he wished to test the product in the market. As a 
result, he acted as an exclusive agent from August 1953 until February 
1954 at which time he concluded that the line could not well be handled by 
him, and his exclusive agency terminated. He continued thereafter as a 
retail dealer for a few months and then broke off his relationship with his 
suppliers entirely. His answer and counterclaim raised certain issues of 
laches ard prior use by his suppliers, etc., which it is doubtful that he 
could raise unless he were an exclusive agent. However, though I have 
found these defenses were without merit and that the counterclaim cannot 
be sustained, I should add that they are not subject to dismissal because of 
his inability to avail himself of them. 

In spite of the fact that Mr. Ackoff no longer handles the infringing 
dryer, an injunction will issue against him in view of the distinct possibility 
that he would again do so. In view of the fact that the plantiff does not at 
the present time manufacture any goods which would compete with the 
goods Mr. Ackoff sold, I cannot award the plaintiff the costs of this suit, 
since at the time it was instituted and carried on Mr. Ackoff was engaged 
in the wrongful activity complained of. 

Judgment may be entered for the plaintiff. 

The statements of fact and law in the opinion are to be taken as 
modifying the answers to requests for findings of fact and conclusions of 
law and, in case of any conflict between the answers and the opinion, the 
statements in the opinion shall govern. 





RIMMEIR et al., doing business as SEA VIEW VENTILATED AWNING 
SHUTTERS v. DICKSON et al., doing business as MIAMI VENTILATED 
AWNING SHUTTER COMPANY 


No. 25864 — Fla. Sup. Ct. — February 18, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
In view of acquisition of secondary meaning for VENTILATED AWNING (SHUT- 

TER), trade name of plaintiff MIAMI VENTILATED AWNING SHUTTER COMPANY, 
defendant is enjoined from using word VENTILATED in its trade name SEA VIEW 
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VENTILATED AWNING SHUTTERS; however, in face of finding as to existence of 
other trade names based on root word “ventilate,” defendants may adopt a new 
trade name based on such root word and may use words “ventilated awning” and 
“ventilated” in telephone listings and advertising. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Requiring defendants to offer evidence as to what part of profits if any was 
not attributable to their infringement of plaintiffs’ trade name and trademark was 
error; defendants are not required to assume burden of proving plaintiffs’ damages. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
If similarity of company names diverted trade from plaintiffs to defendants 
and this was intentionally done, a court of equity will afford injunctive relief. 


Action by Jack Dickson and Benjamin Horrow doing business as 
Miami Ventilated Awning Shutter Company v. Paul Rimmeir and Ger- 
maine Rimmeir, doing business as Sea View Ventilated Awning Shutters 
for unfair competition. Defendants appeal from decree for plaintiffs of 
Circuit Court, Dade County, Florida. Modified. 

Barns, Justice dissenting with opinion. 

Seymour Simon and Ward & Ward, of Miami, Florida for plaintiffs. 
Robert H. Givens, Jr., of Miami, Florida for defendants. 

Roserts, Justice. 

The plaintiffs, Dickson and Horrow, doing business as Miami Ventilated 
Awning Shutter, filed suit in the court below for an injunction and dam- 
ages against the defendant Rimmeir, doing business as Sea View Ven- 
tilated Awning Shutters, because of the defendant’s alleged infringement 
of plaintiff’s trade name and unfair competition. The lower court found in 
plaintiffs’ favor and entered a decree enjoining the defendants from 


“(a) using the word ‘ventilated’, or any work similar thereto 
or having the same root, in their trade name or in their trade mark; 

“(b) using the expressions ‘ventilated awning’ and ‘ventilated’ 
awning shutter’ or the word ‘ventilated’ to describe or to identify any 
awning or awning shutter maufactured or sold by said defendants ; 

“(e) using in their displays, newspaper advertisements, television 
advertisments, pamphlets or other advertising media, any picture or 
sketch of an awning or any expression which conveys the impression 
that the awning manufactured by the defendants is the same awning as 
the ‘ventilated awning’ manufactured by the plaintiff; and 

“(d) From employing or using in any manner, directly or in- 
directly, any telephones, telephone service or telephone numbers listed 
now or hereafter in any telephone book or with any telephone com- 
pany in any name containing the words ‘ventilated awning’ or ‘ven- 
tilated’.” 

The court also found that the defendants had, between February 1951 
and August 1953, realized a net profit of more than $120,000 on sales of 
awnings, and required them to offer additional evidence before the Special 
Master as to “what part of the profits * * * if any, was not attributable to 
their infringement of plaintiffs’ trade names and trade mark.” (Emphasis 
supplied. ) 

On this appeal, the defendants challenge the propriety of both the in- 
junctive and the damage features of the final decree. 
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As to the injunction, the plaintiffs contend here that the decree of the 
lower court in this respect should be sustained under the authority of 
Florida Ventilated Awning Co. v. Dickson, 67 So.2d 215 (Fla. 1953). There 
are unquestionably many points of similarity between that case and the 
instant case. The plaintiffs are the same in both cases, and the defendants 
in each were former employees of the plaintiffs or their predecessors in 
title. The relief sought was the same. We decided in that case that the 
descriptive term VENTILATED AWNING Or VENTILATED AWNING SHUTTER was 
capable of acquiring and had acquired a secondary meaning by reason 
of its use by plaintiffs, and that such descriptive term could be protected 
from infringement by others in a trade name and, also, in advertising and 
marketing a similar product. It appears that the defendants in that case 
manufactured aud sold an awning which was almost identical with that of 
the plaintiffs, and that they not only adopted the words VENTILATED AWNING 
in their trade name, but had also “conducted a general advertising cam- 
paign to sell them, in which they employed the identical features, formats, 
ribbons, checklists, phrases and expressions which complainants had used 
for years in advertising and marketing their awnings.” 


The facts developed in this case are different. The defendants’ awning 
shutter is made of aluminum (the plaintiffs’ is of redwood) and is ven- 
tilated only at the sides, rather than on-the top as in plaintiff’s product. It 
had been sold in the local trade area by the defendants’ predecessor in title, 
All Florida Aluminum Awning Company, Inc., since 1946 under the trade 
name AIR-O-BLIND, and this company’s advertising folder had, since that 
date, used the words “Funnel Type Ventilation * * * for refreshing cool- 
ness! Life-Time Awnings are scientifically vented for maximum air move- 
ment.” It was also shown that other manufacturers had sold awning shut- 
ters in the local trade area under such trade names as KOOL VENT, DUO VENT, 
VENTAIRE, and VENTILITE, and had claimed, with truth, that their products 
afforded ventilation ; but the Special Master found that “these are fanciful 
derivations from the root word ‘vent’ and their employment, in the opinion 
of the master, was not such a preemption or contemporaneous use as to 
defeat plaintiffs’ claim to protection against the defendants,” under the 
authority of Florida Ventilated Awning Co. v. Dickson, supra, 67 So.2d 
215. He found however, that a similar name was adopted intentionally by 
the defendants to take advantage of the good will built up by the plaintiffs, 
their former employer, and that, even if it was unintentional, the similarity 
between the company names of the plaintiffs and defendants had caused 
confusion among their customers. Under all the circumstances here, and 
the rule of stare decisis, we cannot hold the lower court in error for enjoin- 
ing the defendants from using the word “ventilated” in its trade name, 
SEA VIEW VENTILATED AWNING SHUTTERS, under the authority of the Florida 
Ventilated Awning Company case, supra. However, in the face of the 
finding in this case as to the existence of other trade names based on the 
root word “vent”, we find no justification for enjoining the defendants 
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from adopting a new trade name based on such root word, and that portion 
of the decree quoted in paragraph (a), supra, is reversed. 

We also affirm paragraph (c) of the final decree, quoted supra, for 
reasons which are so obvious that they need not be stated. 

We cannot, however, find any justification in the record for the injunc- 
tive provisions of paragraphs (b) and (d) of the decree also quoted supra. 
Paragraph (b) was apparently based on our opinion in Florida Ventilated 
Awning Co. v. Dickson, supra, 67 So.2d 215, 217, and the ruling there made 
as to advertising which “conveys the impression that the awnings made and 
sold by defendants are ventilated awnings” was perhaps justified in the 
light of all the circumstances and the limitations of the record made before 
the lower court and brought here in that case. But the record here shows 
that there are many other similar awnings on the market in the local trade 
area which are advertised as ventilated awnings, although the ventilation 
feature is not stressed as much as in the case of the plaintiffs’ and the de- 
fendants’ awnings. Many patents for “ventilated awnings” have been 
granted by the Patent Office, some of them more than 50 years ago. 

What we have said above applies equally to the use of the words 
“ventilated awning” or “ventilated” by the defendants in telephone listings, 
as enjoined by paragraph (d) of the decree, supra. 

For the reasons stated, paragraphs ‘b), (d), and that portion of para- 
graph (a) which enjoins defendants from using any word similar to the 
word “ventilated” or having the same root, in their trade name or in their 
trademark, must be reversed. 

The only other question is whether the lower court erred in requiring 
the defendants to offer evidence “as to what part of the profits * * * if any, 
was not attributable to their infringement of plaintiffs’ trade name and 
trademark.” In other words, the lower court required the defendants to 
assume the burden of proving the plaintiffs’ damages. This was error. 

It is true as contended by plaintiffs, that in a suit under the federal 
Trade Mark Act, Title 15, U.S.C.A., See. 1117, for infringement of a trade- 
mark, the plaintiff is required to prove defendant’s sales only, and the 
burden is on the defendant to prove all elements of cost or deduction claimed. 
Mishawaka Rubber & Woolen Mfg. Co. v. 8. 8. Kresge Co., 316 U.S. 203, 86 
L. Ed. 1381, 53 USPQ 323 (32 TMR 254). But this shifting of the bur- 
den of proof appears to be based on the express provisions of the federal 
Act; and an examination of the original file in the Florida Ventilated 
Awning Company case, supra, shows that this same contention was made 
in that case on rehearing and was disallowed by this court. 

We are here concerned only with infringement upon plaintiffs’ trade 
name, and not with a trademark infringement. The defendants were not 
selling a “spurious article,” as contended by plaintiffs. They were selling 
their own ventilated awning, vastly different from that of plaintiffs. If 
the similarity of the company names diverted trade from plaintiffs to de- 
fendants, and this was intentionally done a court of equity will afford in- 
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junctive relief, McGhan v. McGhan, 115 Fla. 414, 155 So. 653, 654; Sentco, 
Inc. v. McCulloh, 69 So.2d 577 (Fla. 1953). But the difficulty in assessing 
damages in such case is immediately apparent. In fact, in the Florida 
Ventilated Awning Company case, the lower court found, as a matter of 
fact, that 
“Between January 1952 and July 3, 1952 the defendants had sold 
approximately $90,000.00 worth of awnings and approximately 1040 
awnings. During the same period plaintiffs sold approximately 1040 
awnings. During the same period plaintiffs sold approximately $300,- 
000.00 worth of awnings. Most of the awnings sold by defendants dur- 
ing that period of time would have been sold by plaintiffs if defend- 
ants had not engaged in the deceptive practices aforesaid. If plaintiffs 
had sold the awnings which defendants sold during said period the net 
earnings of plaintiff's would have been more than $15,000.00 greater 
than they were.” 


The lower court also found that 

“By reason of said conduct on the part of the defendants plain- 
tiffs have suffered damages by the diversion of business away from 
them, but there was no definite showing of specific damages which 
could support or prompt a granting or award of damages in dollars 
and cents. 

On appeal here this court held that the lower court did not err in re- 
fusing to grant damages, for the reason that “Any sum we awarded would 
be pure speculation. There must be something to authorize or justify a 
definite amount in changes before it can be awarded. The chancellor so 
found and we think he was correct.” See also Sentco, Inc. v. McCulloh, 68 
So.2d 577 (Fla. 1953). 


For the reasons stated, the decree appealed from must also be reversed 
insofar as it required the defendants to offer evidence as to the portion of 
their profits which were not attributable to the infringement of plaintiffs’ 
trade name, without prejudice to the right of plaintiffs to make a “definite 
showing of specific damages,” if they can, resulting from the infringement 
of plaintiffs’ trade name by defendants. 

Affirmed in part and reversed in part. 

Matuews, Chief Justice, TERRELL and SEBRING, Justices, concur. 

Barns, Justice, dissenting. 

Since one or more dissents appear imminent an opinion seems ad- 
visable.1 The appellants—defendants have appealed from an adverse final 
decree predicated upon a master’s findings of fact, as authorized. Appel- 
lants filed some exceptions to the Master’s Report of a very general nature 
which were overruled. The chancellor’s findings of fact adhered to the 





1. In effect, this case has been orally heard en banc, by a quorum of four jus- 
tices. See section 4(a), Article V Constitution and Singer v. Ben How Realty Co., 34 
So.2d 553. Consideration by other justices who have not heard oral arguments is not 
required if a majority of the quorum concur in a decision unless the court should 
require justices not hearing oral argument to participate. See Barns, Florida’s Final 
Appellate Jurisdiction Florida Bar Journal, July, 1954. 
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master’s findings of fact. On this appeal no assignment of error is directed 
to the over-ruling of any exception to the master’s findings nor is any 
assignment of error directed to any finding of fact by the chancellor. The 
chancellor has not departed from Harmon v. Harmon, (F la.) 40 So.2d 209, 
and nothing has been shown why this court should. It is neither argued 
nor shown that findings of fact by either the master or the chancellor are 
“clearly erroneous.” Therefore, they will be accepted and this leaves for 
our consideration only questions of law. We find no erors in this respect 


and affirm. 
(CHANCELLOR’s FINDINGS) 
Except for paragraph (f) the findings of fact by the chancellor were 
as follows: 

“(a) Plaintiffs, Jack Dickson and Benjamin Horrow, as co- 
partners doing business as Miami Ventilated Awning Shutter Com- 
pany, and their predecessors have been engaged in the business of 
manufacturing and selling ventilated awnings and ventilated awnivg 
shutters in the counties of Dade, Broward, Palm Beach, Martin, St. 
Lucie, Indian River, Okeechobee, Glades, Hendry, Collier and Monroe, 
in the State of Florida, since 1945. During that time they have used 
the expression “ventilated awning” as a part of their trade name and 
as a trade mark to describe and to identify their products. 

(b) Said expression “ventilated awning” has acquired the sec- 
ondary meaning in the minds of the public that a ventilated awning or 
a ventilated awning shutter is a product which is manufactured ex- 
clusively by the plaintiffs and which has a certain distinctive patented 
ventilation feature. 

(c) The defendants, Paul Rimmeir, and Germaine Rimmeir, as 
copartners doing business as Sea View Ventilated Awning Shutters, 
embarked upon the business of manufacturing and selling awnings and 
awning shutters in plaintiffs’ trade territory in February 1951. Since 
that time they have used the expression “ventilated awning” as a part 
of their trade name and as a trademark to describe and to identify 
their products for the purpose of captalizing on the good will of the 
plaintiffs. 

(d) The use of the expression “ventilated awning” in defendants’ 
trade name and as their trademark had caused confusion in the minds 
of the public and great damage to the plaintiffs and constitutes unfair 
competition. 

(e) Between February 1951 and August 31, 1953, while using said 
expression as a part of their trade name and trademark, the defend- 
ants sold in plaintiffs’ trade territory $1,104,793.61 worth of awnings 
and realized a net profit of $120,491.41 on those sales.” 


CONCLUSIONS ON THE ASSIGNMENT OF ERRORS 

The appellants defendants have assigned as grounds for reversal nine 
assignments of error. The first assignment is that the court erred in “deny- 
ing motiou of defendants to set aside the master’s report.” This assignment 
has not been argued and is therefore treated as abandoned. The second 
assignment is that the court erred “in that it failed to sustain and/or over- 
rule the exceptions to the master’s report.”’ The decree of the court was “2. 
That defendant’s exceptions to the special master’s report be overruled” 
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(836). Since the court did not fail to rule on the exception therefore the 
assignment fails. 

The third and ninth assignments of error are that the court erred in 
the final decree in that it failed to “dismiss the bill of complaint * * *.” We 
find that the bill is not wholly without equity and that some of the equities 
shown by the complaint are sustained by the proof. These assignments also 
fail. 

The fourth and fifth assignments are that the court erred by its final 
decree (4th) “in that it held that the plaintiffs had any special property 
right to the exclusive use of the word ‘ventilated’ in conjunction with awn- 
ings” and (5th) “overlooked the fact that the defendants purchased a going 
concern on competitive business to that of the plaintiffs which was in ex- 
istence prior to the plaintiff’s business, using trademarks and descriptive 
matter, including ‘ventilate’ prior to the time the plaintiffs used said terms, 
and that the plaintiffs could have no rights as against these defendants.” 


As the fourth assignment, we have previously held that: “The fact 
that ‘ventilated’ and ‘awning’ were words in common use is not material. 
The environment in which they were placed and made to symbolize the 
plaintiff’s article is what gave them a peculiar value to the plaintiffs and 
warranted an injunction order,” Florida Ventilated Awning Co. v. Dickson, 
(Fla.) 67 So.2d 215, and that “when one has employed an emblem or a 
lengend so as to make it a symbol for a public desire and by acts of 
courtesy fortifies it with good will, it becomes an elemental part of his busi- 
ness that the law will protect. Many of the great businesses of the country 
have been built on slogans and symbols that point to superior goods or to 
superior performance. The volume of good will accumulated with such 
businesses is one of their most valuable assets. The word ‘quality’ as applied 
to appellant’s courts was such an asset.” Quality Courts United v. Jones, 
Fla. 59 So.2d 20. 


The same principle was stated by the Court of Appeals (5th) as fol- 
lows: “But more significant and important * * * is the purpose evidenced 
by the choice, by this newcomer into the field of automobile financing, of 
name and advertising matter. This purpose is to protect itself into that 
business arena panoplied in a name already favorably known, rather than 
to come into it on its own merits, and slowly building, here a little, there a 
little establish its own place. * * * Where as here it plainly appears that 
there is a purpose of reap where one has not sown, to gather where one has 
not planted, to build upon the work and reputation of another, the use of 
the advertising or trade name or distinguishing marks of another, is in its 
nature, fraudulent and will be enjoined.” Aetna Casualty and Surety Co. 
v. Aetna Auto Finance Inc. (CCA-5), 123 F.2d 582, 51 USPQ 435, 437-438 
(32 TMR 2). The fourth assignment fails. 


As to the fifth assignment that the defendants purchased a going busi- 
ness and had used the word “ventilate” in their descriptive matter it appears 
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that such business had not been conducted in such a manner and under 
such circumstances as would defeat plaintiff’s claims under the facts estab- 
lished by the master’s findings. The assignment fails. 


The Sixth assignment is that the court erred in its final decree “in that 
it held that the mere fact that the defendant’s use of the words ‘Sea View 
Ventilated Awning’ as against the plaintiff's name ‘Miami Ventilating 
Awning’ would prima facie make the defendants liable for damages to the 
extent of all profits which the defendant company had made in its three 
years of operation.” The findings of the chancellor were not as stated in the 
assignment. The finding of the chancellor, adhering to the master’s report, 
was that “the defendants have not shown that any of said sales were not 
attributable to said infringement of plaintiff’s trade name and trademark.” 

The court recited that “plaintiffs were entitled to recover from the de- 
fendants all profits realized by them from the sale of awnings made under 
the infringing trade name and trademark,” and “in accordance with the 
master’s recommendations, they will be permitted to reopen this case for 
the sole purpose of presenting evidence as to what part of the profits from 
said sales, if any, was not attributable to said infringement” and made a 
finding that: “f. The defendants have not shown that any of said sales were 
not attributable to said infringement of plaintiffs’ name and trademark. In 
accordance with the master’s recommendations, they will be permitted to 
reopen this case for the sole purpose of presenting evidence as to what part 
of the profits from said sales, if any, was not attributable to said infringe- 
ment.” 


Unquestionably the court having taken jurisdiction will do complete 
justice between the parties concerning the subject matter of the controversy. 
It would seem to naturally follow that the trial court, limited by equitable 
principles, may award such damages as the appellee has suffered which were 
occasioned by the appellant. The profits made by the appellant by the 
wrongful use of appellees trade name and trademark are evidentiary only, 
but are not per se evidence of damages. (See El Modelo Cigar Manu- 
facturing Co. v. Gato, 25 Fla. 886, 7So0. 24). The master and the chancellor 
in anticipation of further proceedings in respect to damages have sought 
to fix the formula for the determination of damages and the contingencies 
when a prima facie case is or may be established. These attempts seem to 
have been prompted by Mishawaka Mfg. Co. v. Kresge Co., 315 U.S. 303, 
53 USPQ 323 (32 TMR 254). The Kresge case involved liability as for 
violation of Section 19 and the federal Trade Mark Act which law requires 
an infringer to establish his cost after plaintiff has established sales, without 
which the sales are to be taken as all profits and the measure of damages, 
absent other factors. This question is one of procedure and is still moot and 
is subject to review after it becomes a substantial controversy. Everything 
a trial judge says is not subject to review. Only what he does is and not all 
judicial utterances are judicial acts. The affirmance of the decree on this 
point is without prejudice. 
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The seventh assignment is that the court erred in the final decree “in 
that it overlooked the fact that the master in the proceedings and in his 
report held that the defendants had the prior right or equal right to use 
the advertising features, including the word ‘ventilate’ in description of 
their article * * * and yet the court in its final decree perverted the master’s 
findings and recommendations and granted to the plaintiffs full and com- 
plete relief to which they were not entitled.” Since the master’s findings 
were not recited and since the Chancellor did not fail to follow the findings 
of fact by the master this assignment of error likewise fails. 


The eighth assignment designates with becoming particularity as 
error “paragraph 3 (b) on page 3 of the decree” yet appellants do not quote 
it in the brief or elsewhere but search reveals it in Volume VI of the 
record-on-appeal at page 836 as follows: 

“That the defendants, their agents, employees and attorneys, be 
and they are hereby permanently enjoined from doing any of the 
following things in the counties of Dade, Broward, Palm Beach, 
Martin, St. Lucie, Indian River, Okeechobee, Glades, Hendry, Collier 
and Monroe, in the State of Florida: * * * 

(b) using the expressions ‘ventilated awning’ and ‘ventilated 
awning shutter’ or the word ‘ventilated’ to describe or to identify 
any awning or awning shutter manufactured or sold by said de- 
fendants.” 

(Paragraph 3 of the final decree also contains subparagraphs (a), 
(ec) and (d) but no assignments of errors are directed to these). 

The above quoted paragraph (b) of the decree in this case is the same 
language as contained in the final decree in Florida Ventilated Awning 
Company v. Dickson, (Fla.) 67 So.2d 217, 218. The defendants in that 
case were former employees who were guilty of poaching on the rights of 
appellees, as are the defendants-appellants in this case. This suit and 
that suit were pending contemporaneously until that suit was decided in 
1953. The means of poaching by the defendants have much in common, 
but whether the means be the same or different is of no consequence. The 
court in that case 67 So.2d 217, composed of the same members of the 
court as is this division with one exception held: “We think this state 
of facts warranted the chancellor’s conclusion. The phrase ‘ventilated 
awning’ had been displayed and employed by appellees in dispensing their 
awnings to such an extent that it was symbolic of the article they were 
offering the public. When a product has become known by a distinctive 
emblem sign or name and the producer has by his labor and expenditure 
of large funds, created such a characterization to identify it, he is entitled 
to have it protected. Quality Courts United Inc. v. Jones, Fla., 59 So.2d 
20; Children’s Bootery v. Sutker, 91 Fla. 60, 107 So. 345, 44 A.L.R. 698; 
Economy Auto Stores, Inc. v. Economy Auto Supply Stores, Inc., D.C. 
90 F. Supp. 616, 85 USPQ 187.” This assignment is not well founded and 
fails. 
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SEARS, ROEBUCK AND CO. v. JOHNSON et al., 
doing business as ALL-STATE SCHOOL OF DRIVING 


No. 11352 —C.A. 3 — February 21, 1955 


CouRTS—FINDINGS 
In considering whether district court erred in finding that no likelihood of 
trademark confusion existed, court of appeals is not bound by Federal Rule of 
Civil Procedure 52 (a), since rule is not applicable where dispute is not as to 
basic facts but as to what ultimate fact should reasonably be derived from basic 
facts; court of appeals, by examining basic facts found by district court, can 
determine as advantageously as district court whether inference of likelihood of 
confusion is warranted. 
CourTs—CONFLICT oF LAws 
Pennsylvania looks to Federal decisions and precedents for its law of trade 
name infringement. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
The Restatement of the Law of Torts, Section 729 sets forth generally 
accepted factors to be considered in determining whether a particular designation 
is confusingly similar to another’s trade name. Factors include appearance, pro- 
nunciation, verbal translation and suggestion; intent of actor in adopting desig- 
nation; relation in use and manner of marketing between goods marketed by actor 
and by other party; and degree of care likely to be exercised by purchasers. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
That parties market same goods or services and are in direct competition 
with each other is important, but absence of these factors is not conclusive. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
ALL-STATE SCHOOL OF DRIVING for driving instruction school is confusingly 
similar to ALLSTATE for auto products and services, especially since plaintiff, owner 
of ALLSTATE, is closely associated with field of driving instruction through educa- 
tional grants and insurance discounts. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Where defendants remain silent as to reasons for adopting trade name, silence 
was at their peril for they and not plaintiff had burden of producing evidence on 
question of intent. 


Action by Sears, Roebuck and Co. v. Arthur L. Johnson and Marjorie 
Johnson, doing business as All-State School of Driving for unfair com- 
petition. Plaintiff appeals from judgment for defendants of District 
Court for Eastern District of Pennsylvania. Reversed. 


Case below reported at 44 TMR 938. 


Bernard Eskin, Franklin H. Spitzer, and Wolf, Block, Schorr & Solis- 
Cohen, of Philadelphia, Pennsylvania, and Burton Y. Weitzenfeld 
and Lederer, Livingston, Kahn & Adsit, of Chicago, Illinois. 


Robert D. Abrahams, Arthur Klein, and Abrahams, Greenfield, Kalcheim 
& Landau, of Philadelphia, Pennsylvania for appellees. 


Before Goopricu, STaLey and Hastig, Circuit Judges. 


Srauey, Circuit Judge. 

Plaintiff, Sears, Roebuck and Company, a New York corporation doing 
business in Pennsylvania, sought an injunction in the district court because 
of an alleged trade name infringement by defendants, partners in a business 
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formed and operated in the Philadelphia area under the name of the All- 
State School of Driving. Plaintiff also asked for damages and a delivering 
up of all materials owned by defendants which bore the name ALL-STATE. 


The district court dismissed plaintiff’s complaint on the ground that 
defendants’ use of the name ALL-STATE was not likely to create confusion 
in the minds of the public as to the source of any services provided by 
defendants, and without a confusing similarity between the trade names 
there could be no infringement amounting to unfair competition. 

Plaintiff contends on this appeal that the district court erred in dis- 
regarding substantial and uncontradicted evidence which clearly warranted 
the inference that defendants’ use of the name ALL-STATE to identify their 
business is likely to cause confusion among the public with the already 
established name by plaintiff. 

In considering whether or not the district court erred in finding that 
no likelihood of confusion existed, this court is not bound (although de- 
fendants contend otherwise) by Rule 52(a) of the Federal Rules of Civil 
Procedure. In disturbing a district court’s findings of basic facts, this 
court is guided by the “clearly erroneous” provision of Rule 52(a). But 
Rule 52(a) is not applicable where, as here, the dispute is not as to the 
basic facts, but as to what inference (i.e., ultimate fact) should reasonably 
be derived from the basic facts. This court, by examining the basic facts 
found by the district court, can determine, as advantageously as the district 
court can, whether or not an inference of likelihood of confusion is war- 
ranted.? Orvis v. Higgins, 180 F.2d 537 (C.A. 2), cert. denied 340 U.S. 
810 (1950); In re Kellett Aircraft Corp., 186 F.2d 197 (C.A. 3, 1950) ; 
LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F.2d 115, 70 USPQ 429 
(36 TMR 271) (C.A. 2, 1946) ; Kuhn v. Princess Lida of Thurn and Tazis, 
119 F.2d 704 (C.A. 3, 1941). 


The following basic facts were found by the district court. Indeed, 
none of these facts were contradicted or disputed by defendants, who 
presented no evidence at the trial. 


In 1926, plaintiff adopted auisTaTEe as a trade name for automobile 
tires and tubes and has since extended this label to some 4,000 automobile 
accessories which it markets nationally. The articles sold by plaintiff 


1. “Rule 52. Findings by the Court 
“(a) Effect. * * * Findings of fact shall not be set aside unless clearly 
erroneous, and due regard shall be given to the opportunity of the trial court to 
e,4 of the credibility of the witnesses. * * *” F.R.C.P., Rule 52(a). 
In Q-Tips, Inc. v. Johnson § Johnson, 206 F.2d 144, 98 USPQ 86, 88 (44 
T™: 39) (C.A. 3), cert. denied, 246 U.S. 867, 99 USPQ 491 (1953), this court indicated 
that the issue of confusing similarity is an issue of fact and, as such, it is “entitled 
to great respect” under Rule 52(a). The sentence which immediately followed read: 
“We think the evidence is not only sufficient to support the conclusion but that it is 
strong enough so that it does not need the protection of the ‘clearly erroneous’ clause 
of the rule mentioned.” What he said, in effect, was that the evidence upon which the 
conclusion of confusing similarity rested was protected by Rule 52(a), but not that 
the conclusion itself was so protected 
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under the registered trademark Allstate have attained throughout the 
United States a reputation for high quality and efficiency. 

Millions of dollars have been spent in advertising these items through 
catalogues, sales books, newspapers, periodicals, store displays, circulars, 
and radio, and gross sales have been over a billion dollars. In the Phila- 
delphia area alone, plaintiff marketed (exclusive of mail orders) over 
$17,000,000 worth of these items from 1946 through 1952, through its 
seven retail outlets. During that period about $48,000 a year was spent 
solely in local newspaper advertising. 

In addtion to the sale of automobile tires, accessories, parts and services 
in connection therewith, plaintiff, since 1931, through a wholly-owned 
subsidiary, Allstate Insurance Company, has continuously engaged in the 
business of selling automobile insurance of all types, under the name 
ALLSTATE. The Allstate Insurance Company has maintained an office in 
Philadelphia since 1943. In 1952 the premium volume of the Philadelphia 
office was over $5,000,000, of which 40 per cent was in the Philadelphia 
metropolitan area. The company, has organized the Allstate Foundation 
for Driving Education, which makes grants to universities for research in 
driving improvement and driver training, and grants scholarship to col- 
leges for high school teachers to be trained in the giving of driving instruc- 
tion. Discounts from regular insurance rates are granted to high school 
students who pass certain approved driving courses. The discount program 
has been widely publicized in every high school in the country. In the 
Philadelphia area, the program has been publicized by radio, displays at 
county fairs, and by direct contact with schools and civic organizations. 

A survey conducted in the Philadelphia area indicated that of all 
persons orally interviewed, 74 per cent thought that the All-State Driving 
School was owned and operated by Sears, Roebuck and Company. 

The court also found that, by virtue of the extensive use of the name 
ALLSTATE by plaintiff and its wholly-owned subsidiary in connection with 
the sale of automobile products and services, and the extensive advertising 
of the name by plaintiff and its wholly-owned subsidiary, the name Allstate 
has become identified in the public mind with plaintiff and has acquired a 
secondary meaning as identifying the products and services of plaintiff.* 

Whether state or federal law is applicable to the present situation we 
need not decide, for there would be no difference here. Campbell Soup Co. 
v. Armour & Co., 175 F.2d 795, 81 USPQ 430 (39 TMR 666) (C.A. 3, 
1949). Pennsylvania, in fact looks to federal decisions and precedents for 
its law of trade name infringement. Goebel Brewing Co. v. Esslingers, 


3. Plaintiff made a request that the court find “In the course of the past three 
years between 150 and 200 telephone calls have been received by Allstate Insurance 
Company by persons inquiring as to All-State School of Driving.” There was uncon- 
tradicted testimony to sustain this proposed finding. The court said that this request 
was answered in its opinion. The opinion does not explicitly affirm or deny this request, 
but does seem to indicate that the court accepted the testimony but did not think it 
warranted an inference of widespread public confusion. Even without this evidence, 
however, we think the other clearly found facts sufficient to sustain our decision. 
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Inc., 373 Pa. 334, 95 A.2d 523, 97 USPQ 491 (43 TMR 1040) (1953). 
The Restatement of the Law of Torts, Sec. 729 (1938), sets forth the 
generally accepted factors to be considered in determining whether a par- 
ticular designation is confusingly similar to another’s trade name: 

“(a) the degree of similarity between the designation and the 
trademark or trade name in 

(i) appearance ; 

(ii) pronunciation of the words used; 

(iii) verbal translation of the pictures or designs involved; 
(iv) suggestion ; 

(b) the intent of the actor in adopting the designation; 

(c) the relation in use and manner of marketing between the 
goods or services marketed by the actor and those marketed by the 
other ; 

(d) the degree of care likely to be exercised by purchasers.” 

In regard to the similarity of the names here involved, it need only be 
said that they are not just similar. They are practically identical. There is 
no difference in pronunciation, and the interpolation of a hyphen into the 
word Allstate will hardly distinguish the two names. Much less similarity 
between names has been found sufficient. Goebel Brewing Co. v. Esslingers, 
Inc., 373 Pa. 334, 95 A.2d 523, 97 USPQ 491 (43 TMR 1040) (1953) (GorBEL 
and GoBLET) ; Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A.2d 605, 73 
USPQ 196 (37 TMR 362) (1947) (PoRCELITE and PORCELENE). 


Defendants emphasize the point that plaintiff does not provide the 
same services they do, and therefore there could be no confusion. The fact 
that two parties market the same goods or services and are in direct compe- 
tition with each other is important. But the absence of these factors is not 
conclusive. Restatement, Torts § 730 (1938) ; Bond Stores, Incorporated v. 
Bond Stores, Inc., 104 F.2d 124, 41 USPQ 562 (29 TMR 520) (C.A. 3, 
1939) ; Duro Co. v. Duro Co., 27 F.2d 339 (C.A. 3, 1928). 


When we consider that all the services of plaintiff rendered under the 
ALLSTATE label relate to automobiles, as do defendants’ services, that plain- 
tiff, through its financial grants and insurance discounts, is closely asso- 
ciated with the field of driving instruction, and that the services of plain- 
tiff and defendants have the same prospective common purchasers, we 
think there is sufficient probability that confusion will result in the pub- 
lie’s mind. Nor do we think the types of services involved are such that the 
public is likely through its own due care to ascertain the different sources 
of the driving instruction and other automotive services. Although there 
is no direct evidence as to defendants’ intent, this is only one of the factors 
to be considered, and it is not an indispensable requirement. Defendants 
remained silent as to their reasons for using the name ALL-sTaTE. They say 
they did so because it was unnecessary for them to produce evidence when 
plaintiff had not proved its case. But their silence was nonetheless at 
their own peril, for they and not plaintiff had the burden of producing 
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evidence on the question of intent; especially is this so where, as here, the 
name which they selected was practically identical to the one plaintiff had 
been using for over twenty years. Goebel Brewing Co. v. Esslingers, Inc., 
373 Pa. 334, 95 A.2d 523, 97 USPQ 491 (43 TMR 1040) ; Lambert Pharmacal 
Co. v. Bolton Chemical Corp., 219 F.325, 326 (S.D.N.Y., 1915); 2 Wig- 
more, Evidence § 285 (3d ed., 1940). We think that plaintiff has made out 
a very clear case of trade name infringement. 

The decree of the district court will be reversed and the cause re- 
manded for further proceedings not inconsistent with this opinion. 


THE COCA-COLA COMPANY v. VICTOR SYRUP CORPORATION 


Appl. No. 6075 — C.C.P.A. — December 21, 1954; 
Rehearing denied February 8, 1955 


TRADE-MarK Act oF 1946—REGISTRABILITY OF CONFUSINGLY SIMILAR MARKS 
Applicant seeks two registrations for NUTRI-COLA on the Principal Register 
as a trademark for syrups and carbonated beverages, one under Section 2 f and 
the other in connection with an ornamental background. Opposition is based on 
the trademark coca-cota for similar goods, but since coLa is descriptive of a 
drink and not subject to exclusive appropriation, the marks when viewed in their 
entireties are not likely to cause confusion. 
TRADE-MARK Act or 1946—REGISTRABILITY—IN GENERAL 
Since applicant owns registration of NuTRI for same class of goods, use of 
the words “Reg. U.S. Pat. Off.” in connection with the mark NUTRI-COLA in the 
absence of bad faith or intent to deceive the public, will not bar present appli- 
eation. 
TRADE-MarK Act or 1946—EvIDENCE 
Opposer offered proof of confusion by means of ex parte surveys which were 
of limited value by reason of their hearsay nature and the fact that instances of 
counter attendants serving NUTRI-COLA in response to orders for COCA-COLA does 
not prove confusion between the marks since it does not allow for the possibility 
of intentional substitution. In addition, opposer’s proof fails to show that 
applicant deliberately attempted to misrepresent its product as that of opposer. 
Applicant cannot lose its right to register its marks because others may independ- 
ently attempt to sell applicant’s product in response to orders for opposer’s. 


Opposition proceeding by The Coca-Cola Company v. Victor Syrup 
Corporation, applications Serial No. 542,980, filed December 2, 1947 and 
Serial No. 534,491 filed September 13, 1947. Opposer appeals from deci- 
sion of Examiner in Chief of Patent Office dismissing opposition. Affirmed. 
Worley, Judge concurring without opinion. 

Julius R. Lunsford, Jr., of Atlanta, Georgia (K. Wilson Corder, of Atlanta, 
Georgia and Francis C. Browne, of Washington, D. C. of counsel) 
for appellant. 

No brief or appearance for appellee. 


Before O’ConnELL, Acting Chief Judge, and JoHNson, WorLey and Cote, 
Associate Judges. 
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Coz, Judge. 

The Victor Syrup Corporation of New York filed two applications in 
1947 to register NUTRI.COLA on the Principal Register of the United States 
Patent Office as a trademark applied to goods consisting of syrups, con- 
centrates, and extracts for carbonated, non-alcoholic, non-cereal, maltless 
beverages, sold as soft drinks, one application being based on a claim to 
distinctiveness of the notation under section 2(f) of the Trade Mark Act 
of 1946, and the other, filed without reference to section 2(f), being for 
registration of NUTRI.COLA in association with an ancillary ornamental 
background, i.e., a red and green rosette. The Coca-Cola Company, prior 
user and registrant by many years of the widely known and highly valu- 
able trademark coca-coLa, as applied to tonics, syrups, and beverages 
substantially similar to those of the applicant, entered its opposition to 
each of the aforesaid applications to register NUTRI.COLA on the ground 
that applicant’s marks so resembled opposer’s mark that confusion in trade 
would likely result if applicant’s marks were registered and, in addition, 
that applicant has been guilty of inequitable conduct and unclean hands 
in applying for several years past the words “Reg. U. S. Pat. Off.” to the 
labels of its products carrying the marks now sought to be registered. 

Testimony was taken by opposer and offered in the opposition pro- 
ceeding instituted in the Patent Office. Applicant did not introduce any 
evidence or appear at the hearing. On the basis of the record before him, 
the Examiner-in-Chief affirmed the decision of the Examiner of Inter- 
ferences, dismissing the opposition, and, in relation to the points raised in 
opposer’s notices of opposition, held (1) that the marks in controversy, 
when considered in their respective entireties, were not confusingly similar 
either in appearance, sound, or meaning, nor (2) did the evidence satis- 
factorily indicate that confusion and deception of purchasers actually 
resulted because of similarity between the marks, and (3) that the use by 
applicant of the registration notice was not sufficiently unfounded to war- 
rant rejection of the applications. The Examiner-in-Chief further held 
that opposer’s allegation to the effect that applicant had deliberately en- 
gaged in a course of conduct to encourage and facilitate passing off its 
product for the products of opposer was not substantiated by the evidence 
of record, and that in any event such issue related exclusively to the law 
of unfair competition and was not material in an opposition proceeding. 
Coca-Cola Company v. Victor Syrup Corporation, 97 USPQ 478 (43 TMR 
1086). 


In appealing from the decision of the Examiner-in-Chief, the opposer 
states in its brief that “the single and precise question involved is whether 
the unfair, deceptive and fraudulent use of NUTRI.COLA in commerce prior 
to and during the pendency of the application for registration is a legal 
defense to the application to register.” While the question thus presented 
is primarily directed to a determination of the availability of a defense 
to opposer based on applicant’s alleged unclean hands and other inequitable 
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conduct in promoting the sale of NUTRI.coLA by intentionally passing off, 
and inducing others to pass off, said product on customers ordering coca- 
COLA, the issue so framed is a considerable enlargement on the only ground 
of opposition set forth in the formal pleadings filed in the Patent Office 
to which it could possibly refer. That ground, supra, reads as follows: 
4. Applicant is guilty of inequitable conduct and unclean hands 
im that long prior to the filing of this application to register its alleged 
mark applicant’s labels carrying the mark have borne the words 
“Reg. U.S. Pat. Off.” and said labels are presently being so marked 
as evidenced by the drawings filed in the application. [Italics ours. ] 
Although we are somewhat reluctant to permit the opposer to unduly 
broaden the scope of its opposition, and might construe the above ground 
of opposition as limiting the sought after application of equitable prin- 
ciples to the alleged misuse of the registration notice, and thus limit our 
discussion herein, we will give brief expression to our views concerning 
the entire record as presented. 


Considering first the alleged misuse by applicant of the registration 
notice, it appears that applicant owns registrations consisting principally 
of the notation NUTRI, as applied to the same class of goods as those for 
which it now seeks registration, and has used such notation with the words 
“Reg. U.S. Pat. Off.” and with the further word coua, the combination 
of which it did not own, the notice being centered beneath the compound 
word, NuTRI.COLA. Applicant’s explanation for such use was that to other- 
wise use the notice with its registered marks would render its labels 
as symmetrical in appearance. No showing of bad faith or intention to 
mislead the public was evidenced by the record. On the basis of the fore- 
going facts, the Patent Office accepted applicant’s explanation, and we are 
in agreement with that holding. See Part, Inc. v. Sormani, 23 C.C.P.A. 
(Patents) 773, 80 F.2d 78, 27 USPQ 417 (26 TMR 23). 

Secondly, it is now clear to us that the word coxa is descriptive of a 
type of drink and is not subject to exclusive appropriation. Dizi-Cola 
Laboratories, Inc. v. Coca-Cola Company, 117 F.2d 352, 48 USPQ 164 
(31 TMR 39). That nutri and coca are manifestly distinguishable in 
appearance, sound, and meaning cannot seriously be disputed, and when 
the marks are viewed in their entireties, as they must be in the ultimate 
determination, it does not seem likely that NUTRI.COLA and COCA-COLA (no 
other features of similarity being present) will be confused by purchasers. 

Opposer urges that the record convincingly demonstrates that actual 
confusion and deception of purchasers has resulted because of the similarity 
between the marks, and attention is drawn to the testimony of witnesses 
within its employ who conducted extensive surveys of retail outlets. 
Specifically, it is the opposer’s position that the testimony of its own inves- 
tigating witnesses establishes that a large number of attendants in soda 
fountains, bars, and taverns actually confused NUTRI.COLA with COCA-COLA 
by serving the former beverage in response to calls for the latter. It is 
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also asserted by opposer that in a further survey conducted by its inves- 
tigating witnesses a number of retail dealers admitted that employees in 
their stores similarly confused the two products in serving customers. 

Without attempting detailed review of this evidence, or directing 
comment as to the basic unreliability of the evidentiary aspects of ex parte 
surveys, or to the shortcomings inherent in the hearsay evidence offered 
and received in the record, it is sufficient to say that we are not satisfied 
that the alleged actual confusion has been proved. Among other reasons 
therefor, opposer’s witnesses testifying that numerous counter attendants 
had served NUTRI.COLA in response to orders for coca-coLa merely assumed, 
without factual determination, that such service was the result of actual 
confusion between the marks, and no allowance was made for the distinct 
possibility that the substitution was willfully made, or else, the store not 
handling coca-coLa, served NUTRI.COLA and did not inform of that fact. 

Opposer’s brief is replete with contentions to the effect that applicant 
engaged in a fraudulent course of conduct in selling its products for those 
of opposer, and that applicant encouraged a commercial atmosphere which 
gave it an unfair advantage over opposer in that dealers were induced 
to pass off NUTRI.COLA on orders for Coca-CoLa and COKE, the latter notation 
being another registered and widely known trademark of opposer. Op- 
poser maintains that this conclusion is irresistible from a review of the 
evidence of record, and that registration of applicant’s marks will give 
new and added vitality and effectiveness to NUTRI.COLA as an instrument 
to further prosecute the immoral competition it has been engaged in for 
the past several years. In accordance with its claimed proof of the above 
contentions, opposer urges that registration of applicant’s marks be denied. 

The tribunals below considered the evidence in support of opposer’s 
argument relating to alleged unfair methods of competition practiced by 
applicant, but concluded that the testimony did not substantiate opposer’s 
charge, as herein previously stated, and further that inasmuch as the 
question pertained to unfair competition it was not properly part of the 
statutory issues for decision in an opposition proceeding. 

We agree with the Patent Office that the evidence does not warrant 
the construction placed thereon by opposer. While it may be true that 
applicant’s agents, in unknowingly discussing sales of NUTRI.COLA with 
several of opposer’s investigators under the guise of retail dealers, did 
not deem it necessary to volunteer the information that its products were 
not COCA-COLA or COKE, there is no showing that applicant deliberately 
attempted, either by positive actions or by calculated negative conduct, 
to create a false impression that the two products were the same. On the 
contrary, applicant’s agents readily admitted upon slight inquiry that a 
definite distinction existed between NUTRI.COLA and CocA-COLA, and we are 
unable to find any evidence in the record that applicant “induced” retail 
dealers or their employees to sell the former beverage for and as the latter. 
Manifestly, the applicant cannot lose its right to register its lawful trade 
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marks because others may choose, for reasons entirely unassociated with 
applicant’s conduct or confusing similarity between the marks, to sell one 
product in response to orders for another. 

While the jurisdiction vested in the Patent Office by the Congress of 
the United States is limited to the statutes under which it was designed 
to operate, and matters relating to unfair competition as such are not 
directly germane to its essential statutory function in trademark regis- 
tration cases, nevertheless, as was never more forcibly stated by us in 
California Canneries Co. v. Lush’us Products Co., 18 C.C.P.A. (Patents) 
1480, 49 F.2d 1044, 9 USPQ 419, 421 (21 TMR 23), “in the proceedings 
of the tribunals of the Patent Office, and in the exercise of our jurisdiction, 
there should be constantly kept in mind the objects of the statute, which 
are the promotion of the interests of the trade and commerce of the 
country and the protection of trademarks which are lawfully used or owned 
by those engaged in such trade and commerce.” Underlying these acknowl- 
edged principles is the paramount necessity of protecting the public from 
deception in the purchase of its goods. Although the Trade Mark Act 
of 1946 may not literally comprehend within its varied provisions the 
application by the Patent Office authorities of all legal and equitable 
principles relating to the law of trademarks and unfair competition, it 
was certainly not the intention of Congress to aid one even temporarily 
who schemes through use of his mark to promote his own fraudulent 
interests to the ultimate detriment of the buying public. The public 
interest requires that no obligation be imposed upon the Patent Office to 
register a mark when it is apparent that such registration will provide a 
protective cover under which the registrant can better proceed to flout 
the law and practice deceit upon the public. These essentials to the proper 
function of the Patent Office under the statute must be encouraged and 
in no sense diminished. The Patent Office is one of our most important 
governmental agencies. The dignity it deserves has been spelled out by 
Congress in language we believe intended to be liberally on to 
accomplish its purposes. 

In California Packing Corp. v. Sun-Maid Raisin Growers of California, 
20 C.C.P.A. (Patents) 968, 64 F.2d 370, 17 USPQ 255 (23 TMR 196), we 
said: (Headnotes 1 and 2) 


1. A contract between opposer and a company through which 
appellee indirectly gained title to its trademark, said contract being 
invoked to limit the use of appellee’s trademark to certain specified 
goods, held to be material to appellee’s right to register the mark for 
use on other goods, and that the Commissioner of Patents erred in 
holding that the legal effect of such contract could not be considered 
by him. 

2. Appellee having urged that the Patent Office has no jurisdic- 
tion to decide the controverted questions of the law of contracts, held 
that in passing upon questions within their jurisdiction, it is the duty 
of the Patent Office tribunals to apply legal and equitable principles 
in their determination. 
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Although that case was decided without reference to any fraud upon the 
public, but solely because of the contract, it is of obvious pertinence herein. 

As hereinbefore indicated, opposer’s opposition is without merit, and 
the evidence adduced in the record before the Patent Office not sustaining 
a charge of unlawful misconduct against applicant, or warranting the 
application of any additional jurisdiction than that expressed in the deci- 
sion of the Examiner-in-Chief, it is accordingly affirmed. 

Wor.ey, Judge, concurs in conclusion. 

On account of illness, Garrett, Chief Judge, did not participate in 
the hearing or decision of this case. 





KELLOGG SWITCHBOARD & SUPPLY CO. (INTERNATIONAL 
TELEPHONE AND TELEGRAPH CORPORATION, assignee, 
substituted) v. TALK-A-PHONE CO. 

Appl. No. 6076 — C.C.P.A. — February 8, 1955 


TRADE-MarRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TALK-A-PHONE for interoffice and interplant communication systems is not 
confusingly similar to SELECT-O-PHONE for similar communication apparatus. While 
systems differ radically in method of operation they are intended for same 
general purpose and are therefore competitive. Although TALK is descriptive and 

PHONE is generically descriptive there is a clear difference in sound, meaning and 

significance of marks and considered in their entireties are not confusingly similar, 

since the respective systems are expensive and are bought by discriminating pur- 
chasers. Examiner-in-Chief’s decision is affirmed. 

Opposition proceeding by Kellogg Switchboard & Supply Co. (Inter- 
national Telephone and Telegraph Corporation, assignee, substituted) v. 
Talk-A-Phone Co., application Serial No. 582,664 filed July 28, 1949. 
Opposer appeals from decision of Examiner-in-Chief dismissing opposition. 
Affirmed. 


Case below reported at 43 TMR 1182. 


John I. Bellamy and Howard H. Darbo, of Chicago, Illinois (Jones, Tesch 
& Darbo, of Chicago, Illinois, Edward D. Phinney, of New York, N. Y.., 
and Ralph B. Stewart, of Washington, D. C., of counsel) for ap- 
pellant. 

Jules L. Brady and John Rez Allen, of Chicago, Illinois for appellee. 

Before Garrett, Chief Judge, and O’Connell, Johnson, Worley and Cole, 
Associate Judges. 


Coz, Judge. 

Registration of the trademark TALK-A-PHONE on the Principal Register 
of the United States Patent Office under section 2(f) of the Trade Mark 
Act of 1946,’ such mark being applied to interoffice and interplant com- 





1. Section 2(f) provides that “Except as expressly excluded in paragraphs (a), (b), 
(ce), and (d) of this section, nothing herein shall prevent the registration of a mark 
used by the applicant which has become distinctive of the applicant’s goods in com- 
a = 
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munication systems, has been opposed by the prior user and registrant of 
SELECT-O-PHONE, a trademark applied to similar communication apparatus. 
The opposition is predicated on that clause of section 2(d) of said Act of 
1946 relating to the likelihood of confusion, mistake, or deception of pur- 
chasers resulting from similarity between trademarks. The Examiner of 
Interferences and Examiner-in-Chief of the United States Patent Office, 
in respective opinions, held that TALK-A-PHONE and SELECT-0-PHONE, con- 
sidered in their entireties, were not similar in sound, meaning, or appear- 
ance, and consequently were not likely to cause confusion, mistake, or 
deception of purchasers when applied to the goods of the parties. The 
decision of the Examiner-in-Chief is reported as Kellogg Switchboard 
Supply Co. v. Talk-A-Phone Co., 98 USPQ 31 (43 TMR 1182). 

The International Telephone and Telegraph Corporation, surviving 
corporation of a merger with opposer, moved at the conclusion of the pro- 
ceedings below to be substituted in place of opposer. The motion being 
granted by the Assistant Commissioner of Patents, that corporation appears 
here as appellant. 

SELECT-0-PHONE was adopted and registered as a trademark for private 
interoffice telephonic communication systems by a predecessor of appellant 
in 1916. Use of the mark has been continuous since that time, and adver- 
tising on a national level has been extensive. Appellant’s intereommuni- 
cating SELECT-0-PHONE system utilizes conventional telephone equipment. 
A plurality of stations within an office or factory may, for example, be 
wired for communication, each station having a telephone set. The user 
at one phone calls another on the system through a master automatic 
switchboard, a bell or buzzer notifying the called party. Appellant’s 
apparatus is sold primarily to industrial and commercial establishments, 
prices varying, according to the extent of service desired, between $97 
and $5,218. 

TALK-A-PHONE was adopted and first used by a predecessor of appellee 
in 1937. In its application for registration of the mark, appellee described 
its goods as interoffice telephonic communication apparatus consisting of 
speakers, amplifiers, and intercommunicating circuits therefor. This ap- 
paratus is essentially a loudspeaking system with no signal except the voice 
of the calling individual. The station called is permitted to answer without 
having to operate a switch or the like. Appellee’s sales are also principally 
made to industrial and commercial establishments. Its prices are similar 
to those for appellant’s system, but more than 50% of appellee’s sales are 
for apparatus selling for approximately $150, uninstalled. 


The operation of the respective systems of communication of appel- 
lant and appellee are known to the court and are fully and clearly described 
in the record, such description being supplemented by numerous exhibits 
showing the apparatus in question. While these systems differ in con- 
struction and in the manner of use, each system is intended for the same 
general purpose and are hence competitive. 
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In the light of the foregoing facts, the question presented is whether 
TALK-A-PHONE so resembles SELECT-O-PHONE as to be likely, when applied 
to goods of the same class, to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such goods. 


In its brief on appeal, appellant argues that the words TALK and PHONE 
being purely descriptive of the appellee’s goods, and therefore devoid of 
trademark significance, the dominant and distinctive characteristics of 
appellee’s mark, if any, must be found in the features of form and cadence 
of the expression TALK-A-PHONE as a whole, and in the suffix, a-PHONE. 
These reatures, according to appellant, constitute the dominant and dis- 
tinctive elements of its previously registered trademark, SELECT-0-PHONE, 
and thus the two trademark notations are virtually identical except for 
the descriptive prefix TALK in appellee’s mark. 


Although it is true that the word TALK is descriptive, and the form 
and cadence of both marks are similar, and the suffix PHONE is common to 
each mark, we believe, for reasons we will now state, that the involved 
marks are not confusingly or deceptively similar. 


The suffix PHONE is generically descriptive of the goods of both parties, 
and cannot be subjected to exclusive trademark usage by anyone. A prefix 
sought to be used by a newcomer in combination with that descriptive 
suffix should be sufficiently dictinctive, and employed in such association, 
however, as will eliminate any likelihood of confusion with another’s prior 
use of that suffix. See Eureka Williams Corp. v. McCorquodale, 40 
C.C.P.A. (Patents) 1028, 205 F.2d 155, 98 USPQ 138 (44 TMR 53). More 
particularly, and in broader perspective, we quote from the case of Alumi- 
num Air Seal Mfg. Co. v. Trim-Set Corp., 41 C.C.P.A. (Patents) 764, 
208 F.2d 374, 100 USPQ 52, 54 (44 TMR 543), as follows: 


* * * Although it is well established that a descriptive word can have, 
in itself, little or no trademark significance and cannot properly be 
considered as being the dominant part of a trademark, it is equally well 
established that the controlling and decisive principle is whether the 
competing marks are confusing when observed in the light of their 
over-all presentations. In this respect, it is true that in the final 
analysis the contested marks should not be judicially dissected or 
component parts measured one against the other, as the purchaser 
himself does not dissect the marks, but is confused, if at all, by the 
marks as a whole. From a purely objective standpoint, however, 
existing and apparent similarities [and dissimilarities] in significance, 
sound, and appearance between constituent parts of trademarks can- 
not be overlooked as they provide a rational foundation upon which 
a conclusion may be formed as to the general subjective impression 
made by the marks upon the buying public. 


Applying the above principles to the instant case, and being cognizant 
of the clear difference in sound, meaning, and significance between TALK 
and SELECT, we now consider whether the general subjective impression 
made by the marks as a whole is such as to be likely to confuse the type of 
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purchaser buying the respective products to which the marks in question 
are affixed. 


The respective communication systems of appellee and appellant are, 
as heretofore indicated, quite expensive. They are purchased primarily 
by commercial or industrial establishments. Sales are many times made 
through trained purchasing agents who are required to be discriminating 
in the selection of what is bought, particularly where the product pur- 
chased represents a considerable, long-term investment. Seldom do business 
houses or individuals purchase expensive items on impulse, without proper 
reflection and discriminating care. In International Silver Co. v. The 
American Silver Co., 17 C.C.P.A. 871, 37 F.2d 622, 4 USPQ 180, 181 (20 
TMR 76), for example, we said: 

We may take judicial notice of the fact that the purchase of 
silverware, sterling or plated, involves a considerable degree of care 
and discrimination upon the part of the purchaser. The goods are 
valuable. They are not a matter of every-day purchase upon the part 
of an individual, like food products or other products that require 
frequent replacement. * * * 

Certainly, this ruling may be applied with equal force in a case in- 
volving expensive telephonic equipment. That skilled buyers would clearly 
differentiate between a SELECT-O-PHONE and TALK-A-PHONE system of com- 
munication seems too manifest to us to admit of serious dispute, but, in 
any event, whether the buyers be skilled or otherwise, we do not think 
that the marks, considered as a whole, are likely to give rise to confusion 
in trade, mistake, or deception of purchasers. 

For the reasons stated, the decision of the Examiner-in-Chief is 
affirmed. 


EX PARTE BOOKBINDER’S RESTAURANT, INC. 


Commissioner of Patents — November 3, 1954 


TRADE-MARK ActT OF 1946—REGISTRABILITY—SERVICE MARKS 


OLD ORIGINAL BOOKBINDER’S as a service mark which has acquired secondary 
meaning for restaurant, catering and banquet services does not meet requirements 
of the statute. Although applicant’s clinentele may be travelling in interstate 
commerce to eat in applicant’s establishment, the serving of food in a restaurant 
to such clientele does not constitute the rendering of a service in commerce law- 
fully regulated by Congress. 

Application for service mark registration by Bookbinder’s Restaurant, 
Inc., Serial No. 596,067 filed April 21, 1950. Applicant appeals from 


decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Leonard L. Kalish, of Philadelphia, Pennsylvania for applicant. 
LeeEps, Assistant Commissioner. 


Application has been filed to register OLD ORIGINAL BOOKBINDER’S as & 
service mark which has acquired a secondary meaning. The services iden- 
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tified in the application are “restaurant, catering and banquet services,” 
and the specimen submitted with the application is a restaurant menu. 
Use of the name BOOKBINDER’s is claimed since 1865, and use of the mark 
sought to be registered is claimed since January, 1938. 

Registration has been refused on the ground that the services in con- 
nection with which the mark is used, as evidenced by the record, are not 
rendered in commerce within the meaning of the statute. Applicant has 
appealed. 


The applicable provision of the statute reads: 


“For purposes of this Act a mark shall be deemed to be used in 
commerce * * * on services when it is used or displayed in the sale or 
advertising of services and the services are rendered in commerce.” 
(Emphasis added.) 

There seems to be no question about applicant’s having used its mark 
in the sale and advertising of its services. The sole question is whether 
or not the services are rendered (or performed) in interstate or other com- 
merce which Congress has power to regulate. 

Applicant’s position, as it appears from its brief, can be summed up 
as follows: (1) the clientele of applicant travel across State lines to 
Philadelphia to obtain applicant’s services and, therefore, applicant is in 
commerce; and (2) since some of the decisional law indicates that the 
Trade Mark Act of 1946 confers Federal jurisdiction in respect of intra- 
state acts of infringement and unfair competition, it is improper to apply 
a different interpretation of “commerce” for purposes of registration. 

Disposing of the first argument, it is observed that the clientele who 
travel from surrounding States to dine at applicant’s establishment may 
be traveling in interstate commerce, but the serving of food in Philadelphia 
to such clientele does not constitute the rendering of a service in that 
commerce which may be lawfully regulated by Congress. To put it another 
way, the service is performed, or rendered, in a restaurant located in Phila- 
delphia, which lies within the single State of Pennsylvania, irrespective 
of the places from which the customers come. The commerce provisions 
must be met by the applicant and not its customers. The performance of 
such services under such circumstances is not “in commerce” within the 
meaning of the statute. Ex parte Gill, 87 USPQ 274 (41 TMR 86), (Com’r., 
1950); Ex parte The Standard Oil Co., 92 USPQ 259 (42 TMR 340), 
(Com’r., 1952); Ex parte Atlantic Management Co., 94 USPQ 417 (42 
TMR 867), (Com’r., 1952) ; Ex parte Sleep, Inc., 96 USPQ 193 (43 TMR 
305), (Com’r., 1953). 

The second contention of applicant seems to overlook the fact that the 
cited decisions involved questions of the extent of jurisdiction of the 
Federal Courts in cases of intrastate infringement of, and unfair compe- 
tition with, an interstate user’s rights. This poses a question entirely 
different from that involved here. Here we have the question of compliance 
with those provisions of an Act of Congress which give a right to register 
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to the owner of a mark used to identify and distinguish his services which 
he renders in interstate, territorial, or foreign commerce. The right to 
register is conferred by Congress under its authority to regulate interstate, 
territorial and foreign commerce, and the mark must be used in such com- 
merce before the right to register accrues. Once the registration issues on 
the basis of such use, the interstate user is protected by the Courts from a 
violation of his rights to continue such use. In other words, the Patent 
Office recognizes the interstate use and issues a registration; and the Courts 
protect the interstate user in his rights evidenced thereby. 

This applicant has not met the requirements of the statute regarding 
use in commerce, and there are therefore, no rights which may be recog- 
nized under the Act. The decision of the Examiner of Trade Marks is 
affirmed. 


TEA GARDEN PRODUCTS CO. (SAFEWAY STORES, INC., 
assignee, substituted) v. CHIN & LEE CO., INC. 


Oppos. No. 31293; Canc. No. 6042 — Commissioner of Patents — 
March 15, 1955 
TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Composite mark of Chinese scene featuring four small Chinese lanterns on 
which the names CHIN AND LEE appear, a pagoda and a jinricksha in which passenger 
is pulled by coolie, for canned chop suey—is not confusingly similar to TEA GARDEN 
displayed on variously formed outlines of Chinese lanterns, for table syrup, preserves, 
jellies, pickled fruits, ete. 

TRADE-MaArK AcT or 1946—REGISTRABILITY—WoORDS AND SYMBOLS 


Applicant’s specimens submitted for registration show drawing and words 

CHIN AND LEE, but application is made for picture mark only. Mere background 

display of mark is not registrable separate from the dominating word unit in the 

absence of evidence that it performs trademark function. Registration should 
issue if applicant amends application to include dominant word mark. 

Opposition and cancellation proceeding by Tea Garden Products Co. 
(Safeway Stores, Inc., assignee, substituted) v. Chin & Lee Co., Inc., 
application Serial No. 574,571 filed February 26, 1949 and Registration 
No. 539,603 issued March 20, 1951. Opposer-petitioner appeals from de- 
cisions of Examiner of Interferences dismissing petition and opposition. 
Affirmed. 

William G. MacKay, of San Francisco, California for opposer-petitioner- 
appellant. 

Kenyon & Kenyon, of New York, N. Y. for applicant-respondent-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register a picture mark comprising a 
Chinese scene featuring four small Chinese lanterns, a temple, a pagoda, 
a jinricksha in which a passenger is being pulled by a Coolie, a clump of 
trees, and dominated by a large Chinese lantern for canned chop suey 
and noodles. (The specimens show the names CHIN AND LEE on the large 
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lantern). Use is claimed since April, 1939. Registration has been op- 
posed by the registrant of TEA GARDEN displayed on variously formed 
outlines of Chinese lanterns.? The Examiner of Interferences dismissed 
the opposition and opposer has appealed. 

Opposer has also petitioned to cancel applicant’s Reg. No. 539,603 
showing CHIN AND LEE on a picture of a Chinese lantern, registered on 
March 20, 1951, for canned chop suey and noodles, soy sauce, tea balls and 
packaged noodle soup. The Examiner of Interferences dismissed the 
petition, and petitioner has appealed. Although the cases were not heard 
together, they were considered on the same record, and they will be dis- 
posed of in a single opinion. 

The record consists of testimony of three witnesses on behalf of 
opposer-petitioner, exhibits identified by the witnesses, the registrations of 
opposer-petitioner, and the files of the application and registration of 
applicant-respondent. 

The testimony shows, that for many years prior to applicant’s entry 
into the food field, opposer has marketed food products under its TEA 
GARDEN mark; sales are made under the mark through distributors located 
throughout the country and in some foreign countries; and the sale of 
the TEA GARDEN products has been widely promoted through advertising 
and point-of-sale promotion pieces. 

The witnesses throughout the testimony referred to the TEA GARDEN 
LANTERN mark. It is apparent upon close scrutiny that the red background 
display of the TEA GARDEN mark has the outline of a Chinese or Japanese 
lantern; but the nature of the display is such, and it is so dominated by 
the words TEA GARDEN, that it is not believed that the average buying under 
average conditions in the trade would recognize it as such. There is no 
evidence that the red background display of TEA GARDEN performs any 
function other than to serve as a background display, or that it is recog- 
nized by purchasers either as a lantern or as a part of the mark. 

In any event, the question for determination in the opposition is 
whether a Chinese scene featuring a temple, a pagoda, a jinricksha in 
which a passenger is being pulled by a Coolie, a clump of trees and five 
Chinese lanterns, one of which dominates the rest of the mark, is likely 
to lead purchasers to believe that it is another TEA GARDEN product. The 
marks do not look alike, they do not sound alike (CHIN AND LEE is appli- 
cant’s word mark), and they do not have a similar significance. Under 
such circumstance confusion is highly unlikely. 


1. Applicant owns Reg. No. a 603, which shows the large Chinese lantern upon 
which appear the names CHIN AND 

2. Reg. No. 264,387, issued ee. 3 26, 1929, for table syrup, preserves, jellies, honey, 
mincemeat, garnishing cherries and grapes, spiced and pickled fruits and melons and 
canned fruits and vegetables; Reg. No. 394,104. issued March 17. 1942, for grape 
juice; Reg. No. 399,528, issued Jan. 12, 1943, for table syrups, preserves, jellies, garnish- 
ing cherries and pickled watermelon; and Reg. No. 525,422, issued May 23, 1950, for 
preserves, jellies, maraschino cherries, sweet pickled fruits. brandied fruits, mincemeat, 
table syrup and apple juice. 
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The respondent’s mark in the cancelation proceeding shows merely 
the lantern upon which appears CHIN AND LEE. The question to be re- 
solved in this proceeding is whether or not CHIN AND LEE displayed on what 
is unmistakably an illustration of a Chinese lantern is likely to be con- 
fused with TEA GARDEN displayed on what may be considered by some 
purchasers as an illustration in outline of a Chinese lantern. The marks 
are believed to be readily distinguishable by sight, by sound and by 
significance. . 


The decisions of the Examiner of Interferences dismissing both the 
opposition and the cancelation proceedings are affirmed. 

There is, however, a matter which was not raised by the Office until 
the argument on appeal. It involves the question of whether or not the 
mark which appellant seeks to register in the opposed application is the 
mark actually being used. The drawing shows all portions of the pictorial 
display appearing on the labels, but the applicant’s word mark CHIN AND 
LEE which appears as a dominant, an integral, and an inseparable part of 
the mark on the labels is omitted. Generally speaking, mere background 
or pictorial display of a mark is not, in the absence of evidence that it 
performs a trademark function, registrable separate from the dominating 
work mark. There is no evidence in this case to support applicant’s 
argument that the pictorial background performs a trademark function. 


The commercial impression created by a mark is created by the mark 
as a whole rather than by its component parts separated from each other. 
Just as a mark should not be broken into its component parts for purposes 
of determining similarity to other marks, it should not be broken into its 
component parts for purposes of registration. The mark shown in the 
drawing submitted with the application is not the mark actually being 
used, but is only a portion of it. Registration is therefore denied; but 
applicant is given leave to amend its drawing to include the dominant 
word mark CHIN AND LEE as it appears on the labels. If the drawing is 
so amended, the registration should issue, subject only to final termination 
of any appeal which may be taken by opposer-petitioner. 


EX PARTE ROBBINS & MYERS, INC. 
Commissioner of Patents — March 15, 1955 


TRADE-MaRK Act OF 1946—REGISTRABILITY—SLOGANS 
TraDE-MarK Act or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

MOVING AIR IS OUR BUSINESS is sought to be registered on Principal Register 
for electric fans. Statute does not prohibit registration of slogan trademarks on 
Principal Register and therefore only question to be determined is if slogan has 
acquired secondary meaning. 

Mere affidavit of applicant that slogan has enjoyed substantially exclusive use 
for five years is self serving document and insufficient to establish secondary mean- 
ing. Proof should show how and where mark nsed, method and amount of 
advertising and what mark means to the purchasers. 
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Where applicant, with approval of Patent Office, submitted additional proof 
showing use of slogan on fan name plates, expenditure of $20,000 for brochures and 
catalogues distributed to dealers in 28 states and affidavits from dealers in five 
states in which they associate the slogan exclusively with applicant’s products it 
is held that the slogan distinguishes applicant’s goods and has acquired secondary 
meaning qualifying it for registration on the Principal Register. 


Application for trademark registration by Robbins & Myers, Inc., 
Serial No. 630,211 filed May 24, 1952. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. 

Allen & Allen, of Cincinnati, Ohio for applicant. 
Leeps, Assistant Commissioner. 


Application has been filed to register MOVING AIR IS OUR BUSINESS for 
electric fans for circulating air. The application recites that the mark 
has become distinctive of applicant’s goods as a result of substantially 
exclusive and continuous use in commerce since April 1, 1947. The Exam- 
iner of Trade Marks has refused registration on three grounds: (1) the 
expression is unregistrable because it is regarded as a descriptive trade 
slogan; (2) omission of any reference to slogans in connection with trade- 
marks registrable on the Principal Register, and the specific inclusion of 
slogans in connection with marks registrable on the Supplemental Register, 
would seem to indicate an intention to confine registration of slogans as 
trademarks to the latter register; and (3) the burden of establishing sec- 
ondary meaning for such a term is not discharged by mere reference to 
five years’ exclusive use. Applicant has appealed. 

It is conceded that MOvING AIR IS OUR BUSINESS is a slogan. The ques- 
tion of whether or not it is a merely descriptive slogan will be resolved 
in the discussion of the third ground of rejection, but since the second 
ground of rejection raises a fundamental question, it will be disposed of 
first. 

In support of his second ground of rejection, the examiner relied upon 
Ex parte Robert Hall Clothes, Inc., 97 USPQ 462, 464 (43 TMR 982) 
(Com’r., 1953), where it was stated: 

“The omission of any reference to slogans in connection with the 
trademarks for goods registrable on the Principal Register, and the 
specific inclusion of slogans in connection with marks registrable on 
the Supplemental Register would seem to indicate an intention to con- 
fine the registration of slogans used on goods to the Supplemental 
Register.” 

Such a legal conclusion was not necessary to a decision of that case, 
and the observation must have been dictum; but even if it were not, the 
quoted language is not conclusive. Such a narrow and restricted con- 
struction, if correct as a matter of law, would preclude registration on 
the Principal Register of phrases and numerals, and it could be argued 
that surnames and geographical names were also unregistrable on the 
Principal Register. 
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In American Enka Corporation v. Marzall, 92 USPQ 111, 112 (42 
TMR 106) (D.C. Dist. Col., 1952), the Court held: 

“That certain combinations of words, albeit that they are also 
slogans, may properly function as trademarks.” 

It is true that the real issue in that case was whether or not the com- 
posite mark involved was registrable without a disclaimer of the expression 
THE FATE OF A FABRIC HANGS BY A THREAD. The decision of the Commis- 
sioner, 81 USPQ 476, 479 (39 TMR 640), however, which was reversed 
by the Court, stated that “slogans as such cannot be considered registrable 
on the Principal Register of the Trade Mark Act of 1946.” The Court 
held the mark, which included the slogan, to be an arbitrary trademark 
susceptible of exclusive appropriation and directed registration of the 
mark on the Principal Register without a disclaimer of the slogan. 


Section 2 of the statute provides, in part: 


“No trademark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the Principal Register on account of its nature * * *.” (Emphasis 
added. ) 


Section 45 contains the following definition: 


“The term ‘trademark’ includes any word, name, symbol or device 
or any combination thereof adopted and used by a manufacturer or 
merchant to identify his goods and distinguish them from those manu- 
factured or sold by others.” 

It cannot be doubted that applicant seeks to register a combination of 
words, and it seems clearly apparent that one ground of rejection is on 
“account of its nature,” i.e., it is a slogan. I find nothing in the statute 
which prohibits registration of slogan trademarks on the Principal Register, 
and in the absence of a prohibitory provision, the only question left for 
determination is whether or not “Moving Air Is Our Business” has ac- 
quired a secondary meaning, i.e., has become distinctive of applicant’s fans. 


The examiner held that the burden of establishing secondary meaning 
for such a term is not discharged by mere reference to five years’ exclusive 
use. It is not quite clear whether this holding resulted from the consider- 
ation that the mark sought to be registered was a slogan or was merely 
descriptive, or both. In any event, such holding in this case is not subject 
to criticism. 


The statute provides that except as expressly excluded in subsections 
(a), (b), (e) and (d) of Section 2 nothing in the Act shall prevent regis- 
tration of a mark which has become distinctive of the applicant’s goods 
in commerce; and it further provides that the Commissioner may accept 
as prima facie evidence of distinctiveness proof of substantially exclusive 
and continuous use as a mark in commerce for the five years immediately 
preceding the filing of the application. A mere affidavit of the applicant 
that the mark has been so used is, at best, a self-serving statement, and 
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generally speaking, there is some doubt that, standing alone, it is the kind 
of proof contemplated by the statute. More important, it seems to me, 
than the mere passage of five years are: (a) how much has mark been 
used; (b) where has it been used; (c) has it been advertised, and if so, 
how much; (d) have the advertising and sale of the product under the 
mark created a commerical impression of the mark; and (e) what does it 
mean to purchasers. This is not to say that under no circumstances may 
the Patent Office accept an affidavit of continuous and exclusive use over 
a considerable period of time as sufficient to support secondary meaning. 
It depends largely upon the mark. To put it another way, some words or 
terms may not acquire secondary significance no matter how long or how 
extensively they are used or advertised, and others may acquire such 
significance in a period much shorter than five years. A question of fact 
is presented in each case to be evaluated and determined by the exercise 
of sound discretion and judgment. 


At the argument on appeal, the applicant was advised that because of 
the manner of use of the mark on the name plates and because of the com- 
paratively short period of use (five years and three weeks at the time the 
application was filed), no error was found in the examiner’s holding that 
the burden of proving secondary meaning had not been discharged by 
mere reference to five years’ exclusive use. Leave was given applicant to 
submit further evidence in support of the right to register. It now appears 
that all name plates used by applicant bear MOVING AIR IS OUR BUSINESS 
positioned above the primary mark PROPELLAIR; approximately $20,000 
has been spent in bulletins and brochures and catalogs distributed to dealers 
in 42 cities in 28 states and the District of Columbia; and affidavits from 
dealers in five different States indicate that they associate the slogan ex- 
clusively with applicant’s products. ; 


The slogan is not, in my opinion. merely descriptive of applicant’s 
goods. It has a certain double entendre which removes it from that 
category. It meets the qualifications set forth in Ex parte Mooresville Mills, 
Inc., 102 USPQ 440 (45 TMR 318) (Com’r., 1954), with regard to slogans 
whichare “capable of distinguishing”; and the present record leads to a 
conclusion that the mark does, in fact, distinguish this applicant’s goods. 


The question in cases such as this is not whether the mark sought to 
be registered is or is not a slogan nor whether it is a primary mark or 
a secondary mark. The only question is: Does it, when applied to appli- 
eant’s goods, distinguish them from those of others? It if does, it is 
registrable on the Principal Register. 


The decision of the Examiner of Trade Marks is affirmed on the record 
before him, but in view of the additional evidence submitted, the mark 
should be published in accordance with Section 12(a). 


A 
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CONSOLIDATED DAIRY PRODUCTS COMPANY 
v. ALBERS MILLING COMPANY 


No. 31306 — Commissioner of Patents — March 16, 1955 


TRADE-MAaRK Act oF 1946—RxzGISTRABILITY—TITLE 

Registrant of pARIGOLD for line of milk, milk products, animal and dairy feed 
and mashes opposes registration of DARISWEET for cattle feed composed of grains 
and minerals. Testimony shows that opposer does not itself manufacture or sell 
dairy feeds and: uses DARIGOLD as trademark and also as certification mark. 
Occasional use of mark by licensee on dairy feed does not inure to benefit of 
opposer since no supervisory control is exercised as to the nature or quality of 
the goods. If products marketed by licensees are not same as those of opposer, 
he cannot claim exclusive rights to mark. Applicant is entitled to registration. 


TRADE-MarkK Act oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DARISWEET for cattle feed is not confusingly similar to DARIGOLD for line of 
milk, milk products, animal and dairy feed mashes. 

Opposition proceeding by Consolidated Dairy Products Company v. 
Albers Milling Company, application Serial No. 574,126 filed February 
19, 1949. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 

Semmes, Keegins, Robinson & Semmes, of Washington, D. C. for opposer- 
appellee. 

Robert D. Kummel, of Los Angeles, California for applicant-appellant. 

Leeps, Assistant Commissioner. 

Application has been filed to register DARISwEET for cattle feed com- 
posed of grains and minerals. Use is claimed since October 6, 1947. Reg- 
is tration has been opposed by the registrant’ of paricotp for a line of 
milk and milk products, animal and dairy feed and mashes. The Examiner 
of Interferences sustained the opposition, and applicant has appealed. 


Opposer’s record shows that it produces and sells dairy products; it 
uses the mark DARIGOLD sometimes as a trademark and sometimes as a 
certification mark; it licenses other cooperatives or dairymen’s associa- 
tions to use the mark in the same manner; and it neither sells nor produces 
animal or dairy feed. 


As was stated in Consolidated Dairy Products Co. v. Gildener & 
Schimmel, 101 USPQ 465, 467 (44 TMR 982) (Com’r., 1954) : 


“Petitioner and at least some of its licensees use the word DARI- 
GOLD as a trademark and as a certification mark on the same pack- 
ages. The two are incompatible. If petitioner claims rights in the word 
as a certification mark, it is certifying its own products, and it is per- 
mitting others to use the certification mark as a trademark. If 
petitioner claims rights in the word as a trademark, its conduct in 
permitting others to use it in the manner hereinabove referred to has 
probably caused the mark to lose its significance as an indication of 
origin.” 


1. Reg. No. 375,997 issued March 12, 1940. For comment on this registration, see 
101 USPQ 465. 
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The present record supports the same findings. 

Furthermore, the testimony shows clearly that if opposer ever sold 
dairy feeds, it does not do so now.” It further shows that some of opposer’s 
licensees seel feeds to the members of their individual cooperatives, and 
that some of them mark the feeds with the paricoLD mark. It is not 
seen how such marking inures to the benefit of this opposer, however, since 
the testimony shows that opposer has nothing to do with the types of feed 
sold by such licensees; the type and content of such feeds are left entirely 
in the hands of the individual licensees; and the chances are that the feed 
sold by one licensee would not be the same as that sold by another. Under 
circumstances where the origins of such feeds as may have been marketed 
by licensees under the DARIGOLD mark are not the same, the products are 
not the same, and no control is exercised over either the nature or the 
quality of the feeds sold under the mark, this opposer cannot claim that 
it owns the mark for dairy feeds. 

Opposer’s president and general manager, who was the only witness, 
testified that Reg. No. 375,997 “grants us the use of the DARIGOLD trademark 
on a series of products produced for human consumption as well as animal 
feeds * * *.” It should be pointed out that the registration issued on the 
basis of the verified application stating that the mark was in use on such 
products; and the registration was only recognition of the right which 
had been acquired through such use. 

The question for determination is: Would purchasers of DARISWEET 
cattle feed be likely to assume that it emanated from this opposer or one of 
its licensees? There is nothing in the record to support an affirmative 
answer. 

The decision of the Examiner of Interferences is reversed. 





EX PARTE PINKING SHEARS CORPORATION 
Commissioner of Patents — March 16, 1955 


TRADE-MarRK AcT or 1946—REGISTRABILITY—TRADE AND COMMERCIAL NAMES 
Applicant contends that its corporate name PINKING SHEARS CORPORATION 
functions as trademark. In some rare instances a corporate or trade name may 
function as trademark, it must have at least some distinctive characteristics. 
PINKING SHEARS CORPORATION is not distinctive and cannot be subject to exclusive 
appropriation. Trade-Mark Act of 1946 does not provide for registration of trade 
names and, therefore, registration is refused. 


Application for trademark registration, Serial No. 569,567 filed by 
Pinking Shears Corporation November 29, 1948. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


2. The testimony of the same witness was presented in Consolidated Dairy Prod- 
ucts Co. v. Gildener & Schimmel, and there he testified that prior to World War II 
it was decided that the DARIGOLD mark would be used on the finest quality of products 
for human consumption. See 101 USPQ at page 466 (44 TMR 982). 
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William F. Nickell, of New York, N. Y., and Charles R. Allen, of Wash- 
ington, D. C. for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register PINKING SHEARS CORPORATION as 
a secondary meaning mark for “shears of metal, plastic and other material 
with teeth for pinking and cutting serrated edges,” i.e., for pinking shears. 
Use is claimed since March 1, 1933. Registration has been refused on the 
grounds that the name sought to be registered is a trade or corporate 
name, and the evidence submitted, when considered in the light of the 
nature of the name, is insufficient to establish that it functions as a trade- 
mark. Applicant has appealed. 

It is conceded by applicant that PINKING SHEARS CORPORATION is its 
corporate name, but it is contended that the corporate name also func- 
tions as a trademark. In some more or less rare instances, a corporate or 
trade name may function as a trademark, but the name must have at least 
some distinctive characteristics. 

This applicant is a corporation which makes and sells pinking shears. 
It claims to be the original manufacturer of pinking shears, but there is 
no suggestion that it is the only manufacturer of such shears. 

PINKING SHEARS is the name of the product, and CORPORATION or CORP., 
as the case may be, indicates that the producer is a corporation. There is 
nothing distinctive in the combination of such terms. Such a name is not 
subject to exclusive appropriation, since other corporations which manu- 
facture pinking shears cannot be deprived of the right to use the term 
PINKING SHEARS CORPORATION as a part of their name. Registration to this 
applicant would create a prima facie presumption that it has the exclusive 
right to use PINKING SHEARS CORPORATION in connection with the manufac- 
ture and sale of pinking shears. It is believed that the issuance of a 
registration whereby such a presumption is created would be highly 
improper. 

The exhibits in the file indicate that applicant stamps on one blade of 
the shears the words PINKING SHEARS CorP. N.Y.cC. Some of the exhibits 
show “Pinking Shears Corporation, 102 Prince Street, New York, N. Y.” 
The affidavits submitted to support applicant’s position state in effect that 
the name PINKING SHEARS CORPORATION signifies the source of all the pinking 
shears ever possessed by the affiants, and whenever their pinking shears 
need “fixing, sharpening or repairing,” the name PINKING SHEARS CORPORA- 
TION comes to their minds. These affidavits clearly show that PINKING 
SHEARS CORPORATION to the affiants identifies the producer rather than the 
products. A name which identifies the producer is a trade or commercial 
name. Ex parte Walker Process Equipment Inc., 102 USPQ 443 (45 
TMR 320) (Com’r., 1954). 

As was stated by the Court in Duncan Electric Mfg. Company v. 
Marzall, 95 USPQ 242, 243 (42 TMR 919) (D.C., Dist.Col., 1952) : 

“The legislative history of the Trade Mark Act of 1946 indicates 
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that provision for the registration of trade names was deliberately 

excluded from the Act. 

“The legislative history of the Trade Mark Act of 1946 reveals 
that it was not the intent of Congress that the affixation to goods of 

a trade name used solely as defined in section 45 of the Act would 

constitute trademark usage of the trade name.” 

In that case the Court found that the nature of the notation DUNCAN 
ELECTRIC MFG. Co. and its manner of presentation in the specimens are not 
such as to indicate to the public that the notation was a trademark rather 
than a trade name; and as used in the specimens, the notation did not 
constitute a trademark as defined in section 45 of the Act. 

The foregoing findings are equally applicable here—plus the fact that 
in this case there is no distinguishing characteristic to the name presented 
for registration. 

The decision of the Examiner of Trade Marks is affirmed. 





MICHEL COSMETICS INC. v. DAGGETT & RAMSDELL, INC. 
No. 33260 — Commissioner of Patents — November 19, 1954 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Where applicant filed a motion to dismiss a petition brought under Rule 27.1 
to review an order of the Examiner of Interferences sustaining applicant’s objec- 
tions to certain interrogatories propounded by opposer it has been the practice in 
trademark cases for the commissioner to review upon petition, interlocutory orders 
of the Examiner of Interferences, and no reason is seen for discontinuing such 
practice. 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE—INTERROGATORIES 
Where applicant set forth in its affirmative defense and counterclaim owner- 

ship of two registrations issued to third party and opposes, interrogatories are 
designed to elicit information concerning the validity of applicants title to mark 
shown in asserted registrations, and since the information sought is peculiarly 
within the knowledge of applicant and the interrogatories are reasonably calculated 
to lead to discovery of admissible evidence the order of the Examiner of Inter- 
ferences sustaining applicant’s objections to the interrogatories is reversed. 
Opposition proceeding by Michel Cosmetics, Inc. v. Daggett & Rams- 

dell, Inc. Opposer petitions for review of order of Examiner of Inter- 

ferences sustaining objections to interrogatories. Reversed. 


Watson, Leavenworth, Kelton & Taggart of New York, N. Y. for opposer- 
appellant. 
Jewett. Mead, Browne & Schuyler of Washington, D. C. for applicant- 
appellee. 
Leeps, Assistant Commissioner. 
A petition under Rule 27.1 has been filed by opposer for review of 
the order of the Examiner of Interferences sustaining objections to certain 
interrogatories propounded to applicant during the discovery period. 
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Applicant has filed a motion to dismiss the petition on the ground 
that petitions to the Commissioner do not lie from interlocutory rulings 
made by the Examiner of Interferences except under those circumstances 
which, by analogy to Federal civil practice, would warrant the issuance 
of a writ of mandamus by the Court of Appeals to a district judge under 
its jurisdiction. It has long been the practice in trademark cases for the 
Commissioner to review, upon petition, interlocutory orders of the Exam- 
iner of Interferences, and no reason is seen for discontinuing such practice. 
The motion to dismiss the petition is deemed to be without merit and is 
accordingly dismissed. 


The notice of opposition filed herein is based upon likelihood of con- 
fusion between applicant’s mark and opposer’s previously registered mark 
when applied to the respective goods of the parties. The answer con- 
stitutes a general denial of the allegations of the opposition, except that 
it is admitted that applicant seeks registration of its mark, that the regis- 
trations recited by opposer were issued, and that the products of the 
parties are generally similar. Applicant affirmatively pleaded ownership 
by assignment of two previously issued registrations and continued use 
of applicant’s mark since 1931 without confusion, and asserted as an 
affirmative defense that opposer’s mark is a surname which has not become 
distinctive ; that opposer’s two earlier registrations are not entitled to the 
benefits of the Principal Register or to the provisions of the Act of 1905; 
that opposer’s latest registration is invalid; that prior to the filing of the 
application which matured into its latest registration opposer had knowl- 
edge of applicant’s use of its mark; and that opposer is estopped from 
asserting confusing similarity between the two marks for the reason that 
opposer has heretofore asserted that the marks are not confusingly similar. 


In addition to its affirmative defenses, applicant has filed a counter- 
claim for cancelation of opposer’s latest registration on the ground that it 
was wrongfully, improperly and unlawfully issued in view of the existence 
of the two registrations claimed to be owned by applicant-counterclaimant ; 
it was wrongfully, improperly and unlawfully obtained as a secondary 
meaning mark since it is primarily merely a surname of which opposer- 
respondent did not have exclusive use for the period alleged in the appli- 
cation to register; and if, in fact, the marks of the parties are confusingly 
similar, the registration was issued without affording applicant-counter- 
claimant due process under the provisions of Rule 22.1 of the Rules of 
Practice in Trade Mark Cases. 


Prior to answering the counterclaim and before trial dates were set, 
opposer served twelve discovery interrogatories upon applicant, and 
objections to each of them were filed. The Examiner of Interferences 
overruled the objections to interrogatories numbered 1, 2, 3, 10, 11 and 12 
and sustained the objections to those numbered 4, 5, 6, 7, 8 and 9. This 
petition is for review of the action sustaining the objections. 
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Interrogatories No. 4 and No. 5 are as follows: 


“4. What does applicant claim were the sales of the products 
bearing the alleged trademark ‘Richel’ by applicant and its predecessor 
or predecessors in the years 1931 to 1952, inclusive? 

“5. If sales of products bearing the alleged trademark ‘Richel’ 
were made in each of the years 1931 to 1952, inclusive, in what years 
were such sales made by applicant and in what years were such sales 
made by its predecessor or predecessors?” 

The objections were based on immateriality and the Examiner of 
Interferences ruled that the subject matter of these interrogatories is 
deemed not to be material here. 

Applicant has set forth in its affirmative defense and counterclaim 
ownership of two registrations which issued to someone else. The inter- 
rogatories are designed to elicit information concerning the validity of 
applicant’s title to the mark shown in the asserted registrations. The 
matter of continued use or excusable non-use of the mark for applicant’s 
claimed predecessors has a direct bearing upon applicant’s title which is not 
only relevant but material to opposer’s defense to applicant’s case. Since 
the information sought is peculiarly within the knowledge of applicant, 
and since it is apparent that the interrogatories are reasonably calculated 
to lead to the discovery of admissible evidence in support of opposer- 
respondent’s case, applicant is required to answer interrogatories num- 
bered 4 and 5 by furnishing the actual or best estimate of the dollar value 
of sales, by years, of “Richel” cosmetics during the years 1931 to 1952, 
inclusive, together with a notation of the identity of the seller of the 
products bearing the mark. 

Interrogatories No. 6 and No. 7 are as follows: 

“6. If applicant claims that it and its predecessors made sales 
of products bearing the alleged trademark ‘Richel’ in any one or 
more of the years 1931 to 1952, inclusive, what are the books, records, 
and other documents, if any, upon which applicant will rely to prove 
its claim ? 

“7. If applicant claims that it and its predecessors made sales of 
products bearing the trademark ‘Richel’ in any one or more of the 
years 1931 to 1952, inclusive, who are the individuals, if any, whom 
applicant will call to testify to prove such claim, what are their 
addresses, and for what years will each individual be called upon to 
testify concerning such sales?” 


The Examiner of Interferences held that the existence of evidence 
requires no consideration until and unless the applicant files the same and 
that there can be no proper occasion for the applicant to make any dis- 
closure unless opposer first makes out a prima facie case in support of its 
opposition. Such a holding overlooks the purpose of discovery proceedings. 

Presumably, these interrogatories were intended to inquire into “the 
existence, description, nature, custody, condition and location of any books, 
documents, or other tangible things and the identity and location of persons 
having knowledge of relevant facts,” as referred to in Rule 26(b) F.R.C.P. 
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They are not too precise in form, particularly No. 7 which seeks the names 
and addresses of witnesses who will be called to testify to prove applicant’s 
claim. In order that it may prepare for trial, opposer-respondent is 
entitled to know of the existence, description, custody and location of any 
books or records relevant to applicant’s claim of ownership of the mark 
shown in the registrations which it has asserted; and to the names and 
addresses of the persons having knowledge of relevant facts concerning 
use of the mark by applicant and its claimed predecessors. Applicant is 
required to furnish such information. 
Interrogatories No. 8 and No. 9 are as follows: 
“8. What is the information upon which applicant avers it be- 


lieves and asserts that prior to June 27, 1950, opposer had knowledge 
of applicant’s use of the alleged trademark ‘Richel’ on cosmetics? 


“9. What are the facts upon which applicant avers that opposer 
is estopped to assert that ‘Richel’ is confusingly similar to ‘Michel’ ?” 
These interrogatories are in the nature of a request for more definite 

statement, but when a pleading is so vague and indefinite as not to put an 
adversary on notice as to what he should prepare to defend against, dis- 
covery is proper. The pleading to which the interrogatories are directed 
appears in the applicant’s affirmative defense as follows: 

“V. Upon information and belief, applicant asserts that prior 
to June 27, 1950, the date of the execution of the application for 


registration of opposer’s registration No. 564,904, opposer had knowl- 
edge of applicant’s use of the trademark ‘Richel’ for cosmetics. 


“VI. The opposer is estopped to assert that the mark sought to 
be registered by the applicant is confusingly similar to ‘Michel’ for 
the reason that the opposer has heretofore asserted that the mark 
‘Michel’ is not confusingly similar to the mark sought to be registered 
by the applicant.” 

The facts upon which applicant’s claim of “knowledge” on the part 
of opposer is based do not appear; nor does the factual basis of applicant’s 
claim of estoppel on the part of opposer appear. The paragraphs of the 
pleading are vague and indefinite and do not give adequate notice to 
opposer as to what it should prepare to defend against. Applicant is 
required to answer Interrogatories No. 8 and No. 9. 

The order of the Examiner of Interferences sustaining the objections 
is reversed, and applicant is allowed fifteen days from the date hereof 
within which to serve its answers on opposer. Trial dates remain as fixed 
in the Office action dated November 3, 1954. 











W 
Ri 


W 


Joh 
Ph 


Wa 


Fra 








COMMITTEES oF THE UNITED STATES TRADEMARK ASSOCIATION 





ol, Chairman 
ola 'C ompany 


Edgar S. Ba 


he Coca- 


. J. DeMario 
Raybestos-Manhattan, Inc. 


F. X. Clair, Chairman 
Esso Standard Oil Co. 


Wm. E. Anderson 


Soans, Glaister & Anderson 


Rudolf Callmann 
Greene, Pineles, Callmann & 
urr 


Walter J. Derenberg 
Alexander, Maltitz, Derenberg & 
Daniels 


G. A. Gillette, 
Eastman Koda. 


L. L. Gleason 
Marks & Clerk 


Harry Goldsmith ° 
iba States Limited 


Gilbert F. Hauke 
Hauke & oe 


Walter E. Hopper, Jr. 
California fo Ou Co., 


*o ‘ompany 


Lid. 


Leslie D. Taggart, Chairman 
Watson, Leavenworth, Kelton & 
Taggart 


John Rex Allen 
Schroeder, Hofgren, Brady & 
Wegner 


A. Arnold Brand 
Theiss, Olson & Mecklenburger 


Victor D. Broman 
Union Carbide & Carbon Corp. 


Francis C. Browne 
Mead, Browne, Schuyler & 
Beveridge 


John B. Cunningham 
Davis, Hoxie & Faithfull 


Philip T. Dalsimer 


Kane, Dalsimer & Kane 


Walter J. Derenbery 
Alexander, Maititz, Derenberg & 


Daniels 


George S. McMillan, 
Co-Chairman 
Bristol-Myers Company 


Duncan C. Taylor, 
Co-Chairman 
Eberhard Faber Pencil Company 


Robert Ballenger 
J. Walter Thompson Co. 


Max D. Farm 
Cluett, Peabody & Co., Inc. 


Mrs. Lenore B. Stoughton, 
Chairman 

Rogers, Hoge & Hilis 
Charles P. Bauer 

Union Bag & Paper Corporation 
Donald Brooks 

The Texas Company 
James E. Curtiss 

National Biscuit Company 

Franklin M. Depew 

Standard Brands Incorporated 
James C. Dunne 

Sterling Drug, Inc. 
T. G. Gillespie 

Koppers Company, Inc. 





Information Committee 


Edward Gottlieb 

Edward Gottlieb Associates 
Tom Mahoney 

Young & Rubicam, Inc. 
Henry Wm. Marks 


Printers’ Ink 


International Committee 


John J. Horan 
Merck & Co., Inc. 
Arthur E. Johnston 
Colgate-Paimolive Co. 
Stephen P. Ladas 
Langner, Parry, Card & Langner 
Frederick Moeller 
Lehn & Fink Products Corp. 
Volney F. Morin 
Technicolor Motion Picture Corp. 
John Dashiell Myers 
Arthur Nathanson 
Munn, Liddy, Nathanson & 
arch 
Louis L. Pettit 
Singer Manufacturing Company 
Edward D. Phinney 
International Telephone & 
Telegraph Corp. > 
Edmund Dill Scotti : 
Wm. Wallace White & Scotti 


Lawyers Advisory Committee 


John A. Dienner, Pi - 
Brown, Jackson, Boettcher & 
Dienner 
Alex Friedman 
Mock & Blum 


J oseph Gravely ; 
ravely tae, Woodruff & Wills 


James Hume 
Wilkinson, Huzley, Byron & 
ume 
W. D. Keith 
Cooper, Byrne, Dunham, Keith & 
earvorn 
Sylvester J. Liddy 
Munn, sAbay, Haitense & 
arch 
George Link, Jr. 
McKercher Link 
Julius R. Lunsford, Jr. 
The Coca-Cola Company 
A. C. MacMahon 
The Borden Company 


Membership Committee 


F. H. Heck 
General Foods Corp 


H. R. Mayer 
General "Blectric Co. 


Patrick H. Murphy 
General Motors Corporation 


A. R. Noll 


I ene Business Machines 
orp 


W. G. Reynolds 
E. I. du Pont de Nemours & Co. 


State Trademark Committee 


Gerrit Groen 
Wilkinson, Husley, Byron & 
ume 
Bruce Homer 
ain herwin-W illiams Co. 
George Hopper 
Procter & Gamble Company 
Sylvester J. Liddy 
Munn, iddy, Nadhencen & March 
Arthur A. March 
Munn, Liddy, Nathanson & March 
George S. McMillan 
Bristol-Myers Company 
W. L. Scherer 
Automobile Manufacturers 
Association 


Lawrence M. Merahn 

New York World-Telegram & Sun 
E. Huber Ulrich 

The Curtis Publishing Co. 


Francis Sullivan 
Alexander, Maltitz, Derenberg & 
Daniels 
Bernard J. Thole 
ocony-Vacuum Oil Co., Inc. 
Horst von Maltitz 
Alexander, Maltitz, Derenberg & 
, Daniels 
Eric Waters 
Haseltine, Lake & Co. 
David Weild 
Pennie, Edmonds, Morton, 
Barrows & Tayi or 


Samuel L. Welt 

Hoffmann-La Roche Ine. 
Margaret Wiest 

Laurence, Vanderkelen & Miller 
J. H. Wilson 

The Procter & Gamble Company 
John A. Wortmann 

Radio Corporation of America 


M. P. McDermitt 

United States Steel Corp. 
James N. Naylor 

Naylor & Lassagne 
Beverly W. Pattishall 

Woodson, Pattishall & Garner 
John D. Pope, III 

Koenig & Pope 
Stewart W. Richards 

Beer, Richards, Lane, Haller & 

Buttenwieser 


Norman St. Landau 
Johnson and Johnson 
Albert R. Teare 
Bates, Teare & McBean 
Stewart L. Whitman 
Martin, Halliday, Whitman 
Nis ew illiamson 


Robert B. Whittredge 
Fish, Richardson & Neave 


Percy E. Williamson 
Nims, Martin, Halliday, Whitman 
illiamson 


John H. Schneider 
Abbott Laboratories 

Mrs. K. Siebert 

Anheuser-Busch, Inc. 
A. H. Stuart 

Hiram Walker & Sons 
H. R. Truesdell 

U. S. Rubber Company 
William G. Werner 

The Procter & Gamble Co. 
W. W. Yea ager 

Shell Oil Company 


h Sharp 
Joosgi ise, Corlett & Canfield 


A. L. Sno 
Standard ( Oil Company of 
alifornia 


oseph Stamler 
J Locoate & Dnata 


Earl Thomson 
Thomson and Thomson 


George Webster 
Philco rat il 


W. a ou Of een 





